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EXECUTIVE PRIVILEGE—A STUDY OF THE 
PERIOD 1953-1960 


(Part two of a two-part article) 
Robert Kramer and Herman Marcuse 
Foreicn Aw INVEsTIGATIONS AND THEIR AFTERMATHS 
Introduction 


The foreign aid legislation has a double aspect: It is an instrument 
of foreign policy; at the same time, it involves a heavy outlay of 
Government funds. Hence, it constitutes an area in which the 
President’s foreign relations power and Congress’ authority over 
appropriations meet. Apart from this, the philosophy underlying 
this legislation has been unpopular in many quarters; and many parts 
of the program have to be carried out abroad by utilizing private 
business firms and by working with foreign governments whose 
standards of ethics often differ from those prevailing in this country. 
In these circumstances, it is understandable that this area has been a 
fertile source of clashes between Congress and President. We shall 
describe here essentially three incidents and their legislative after- 
maths: The Pakistan Grain Storage Elevator investigation of 1955; 
the Battle Act and East-West Trade investigations of 1956; and the 
refusals of the ICA to make its evaluation reports available to the 
General Accounting Office and to Congress. 


A. The FOA Grain Storage Elevators in Pakistan." 
1. Background of the controversy. 
In April of 1954, the Foreign Operations Administration’s*** mission 


427S. Rep. No. 1410, 84th Cong., 2d Sess. (1956) ; FOA Grain Storage Elevators 
in Pakistan, Hearings Before the Permanent Subcommittee on Investigations of the 
Committee on Government Operations, 84th Cong., Ist Sess. (1955) [Hereinafter cited 
as FOA Grain Elevators in Pakistan]. 

428 Hereinafter referred to as the FOA. 


[ 827 ] 
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to Pakistan entered into an agreement with the government of that 
country to construct with United States funds a pilot project con- 
sisting of three 10,000-ton grain storage elevators as part of a program 
to train native personnel in the construction, operation and mainte- 
nance of grain storage facilities.“*° Invitations to submit bids on these 
grain elevators were prepared by the FOA mission to Pakistan. The 
bids were to be opened in Karachi, Pakistan, but the actual award 
of the contract was to be made at FOA headquarters in Washington, 
D. C.“*° When a number of construction companies submitted their 
bids in reply to this invitation,*** the FOA mission appointed a com- 
mittee to analyze the bids and to make recommendations as to the 
award of the contract.**? This committee consisted of a Pakistan 
official, an FOA official, and one Robert H. Pinner.*** Mr. Pinner 
was a consulting engineer who had been made available to the FOA 
mission by a firm of consulting engineers in Los Angeles.*** Pinner 
was acting on the committee in the double capacity of consulting 
engineer to FOA and as technical adviser to the Government of 
Pakistan.*** 


On the basis of the committee’s conclusion that only the bid of 


Agricultural Construction Co. of Los Angeles, California, the highest 
bidder,*** met the specifications of the bid,*** the FOA mission to 
Pakistan recommended that the contract be awarded to that com- 
pany.**® FOA headquarters in Washington hesitated for a while as to 


429 S. Rep. No. 1410, 84th Cong., 2d Sess. 5 (1956) ; FOA Grain Storage Elevators 
in Pakistan, at 66. 

430 S. Rep. No. 1410, 84th Cong., 2d Sess. 5-6 (1956). 

There is considerable conflict in the testimony concerning the type of bidding 
contemplated on this contract, whether a “low-dollar bid” or a “negotiated bid”. 
Senator Mundt disagreed with the use of the terms “high bidder” and “low bidder,” 
and disassociated himself from the controversy involving the comparisons of the bid 
figures. He felt that the hearings “brought out clearly that these were ‘design bids’ 
rather than bids based on prescribed specifications.” Thus, bidders were submitting 
figures on different sets of specifications, and, in his view, price comparisons in these 
circumstances were not accurate. Id. at 2, 5-6. 

431 The bids were as follows: 

The Agricultural Construction Co., Los Angeles, Cal. $2,430,979.56 

John A. Marshall Co., New Orleans, La. 2,323,792.99 

Black, Sivalls & Bryson, Kansas City, Mo. 1,886,298.00 

Butler International Co., Kansas City, Mo. 1,746,626.00 

Columbian Steel Tank Co., Kansas City, Mo. 1,448,917.00 
S. Rep. No. 1410, 84th Cong., 2d Sess. 6 (1956). 

432 Tbid. 

433 Id. at 6-7. 

434 Td. at 5. 

435 Td. at 6-7. 

436 Td. at 6. 

437 Td. at 8. 

438 Td. at 7-8. 
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whether it should award the contract to the high bidder or resubmit 
the bid with new specifications.**® On December 9, 1954, FOA Direc- 
tor Stassen ordered that all action on the contract be held up while 
he reviewed it.“ He decided on December 22, 1954, that the 
contract should be negotiated with Agricultural Construction Co., 
rather than awarded on the basis of the competitive bidding.** 
It appeared later during the investigation—but apparently was not 
known to the FOA officials at that time—that Mr. Pinner was 
acquainted with an officer of Agricultural Construction Co., and 
that he had been in contact with that company while the bids were 
pending before the FOA in Washington.*# 

In response to a telegram from a constituent protesting that the 
low bidder on the contract was being ignored, Senator Symington 
wrote to Director Stassen on January 5, 1955, requesting information 
regarding the contract negotiations.*** The following day, Mr. 
Stassen answered, indicating that the Pakistan mission had recom- 
mended negotiating a contract with Agricultural Construction Co., 
and that it was “his practice to follow the recommendations of the 
missions and host governments.” He stated that he had reviewed this 


case personally and saw no “overriding reasons” for not following the 
recommendation.*** On January 11, 1955, Senator Symington wrote 
to Senator McClellan, Chairman of the Permanent Subcommittee on 
Investigations of the Senate Committee on Government Operations, 
and requested an investigation of the circumstances which had caused 
FOA to reject a low bid and, instead, to negotiate a contract with a 
company which had submitted a bid nearly $1,000,000 higher.*** 


2. The controversy. 


a. Initial Phase: Access to the records of FOA. The initial step 
in the investigation was a request by Senator McClellan to Mr. 
Stassen by letter dated January 21, 1955, to make available to the 
subcommittee investigating staff “all the files of FOA relating to 
this project.” *# Receiving no response, the Chairman again wrote 


489 Td. at 8-9. 

440 Td. at 9. 

441 Td. at 10. 

#42 Td. at 13-23. 

443 Td. at 10. 

444 FOA Grain Storage Elevators in Pakistan at 118. 
445 S. Rep. No. 1410, 84th Cong., 2d Sess. 1 (1956). 
446 Td. at 2. 





830 THE GEORGE WASHINGTON LAW REVIEW 


to Mr. Stassen on February 4, 1955, repeating his request.**7 On 
February 11, 1955, Mr. Stassen acknowledged these requests by letter 
and furnished to the subcommittee “copies of a limited number of 
FOA documents.” ** After receiving this material, the Chair- 
man, on February 16, 1955, requested that all material relating 
to this project be furnished to the subcommittee.**® On Februa 
19, 1955, Mr. Stassen replied that the additional material in the FOA’s 
files would be made available for review by the investigative staff of 
the subcommittee, and an arrangement was made whereby a member 
of that staff reviewed additional material in the FOA files in the 
office of the Deputy General Counsel of the FOA.* Senate Report 
1410** complains that a request for copies of a number of docu- 
ments, made upon the review of this additional material, was denied 
by the Deputy General Counsel, as was a request for the names of 
those officials in the FOA who were most familiar with the project, 
“on orders of Director Stassen.” The Deputy General Counsel, 
Mr. Leonard J. Saccio, testified as follows concerning the circum- 
stances which occasioned these denials: 


For the last 3 weeks or more, an investigator of this committee 
has been in my own office going through the files and making 
extensive notes on all of the material that we had. He came to a 
point where he stated he wanted certain copies, and he wanted 
the names of the people in our agency who had handled this matter. 
I referred those questions to [Mr. Stassen], and it was his feeling 
that he, himself, personally should be responsible and should 
answer to the committee on this entire transaction. | 


So that the position at this point is exactly this, as I see it, Mr. 
Chairman, that the committee has had available all of the docu- 
ments in this case right from the very start. They are the cables, 


447 Thid. 

448 Ibid. On this point, Mr. Saccio, Deputy General Counsel of the FOA, testified, 
“The committee requested information regarding this contract. A stack of bids, the 
specifications, the analysis of the specifications, and the cables that were sent from 
Pakistan, Kurachi, (sic) to FOA, Washington, were sent to the committee.” FOA 
Grain Storage Elevators in Pakistan at 37. 

449S. Rep. No. 1410, 84th Cong., 2d Sess. 2 (1956). As to this request, Mr. 
Saccio stated, “The chairman wrote to the Director and requested that the internal 
files of FOA, Washington, be sent to the committee. The Director wrote to the 
chairman of the committee and stated that these files would be made available to the 
committee and the committee investigators; that for reasons which he mentioned in 
the letter he would like to have the possession of the files retained by the General 
Counsel of our agency.” FOA Grain Storage Elevators in Pakistan at 38. 

450 Ibid.; S. Rep. No. 1410, 84th Cong., 2d Sess. 2 (1956). 


4502 84th Cong., 2d Sess. 2-3 (1956). 
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the bids, the specifications, and the intraoffice memoranda of our 
own agency ... .*1 


At this point, subcommittee counsel, Mr. Robert Kennedy, brought 
out that Mr. Saccio had refused a request to make photostatic copies 
of some of the records. Mr. Saccio denied that this policy was 
dictated by agency superiors.** Mr. Stassen testified that he had no 
knowledge of such a request.*** The Senate Report concludes that, 
as a result of this position taken by the FOA, “a large portion of 3 
weeks’ time was taken by a subcommittee investigator in copying in 
longhand the pertinent documents from FOA’s files.” ** 

b. Second Phase: The right to counsel in hearings before the sub- 
committee staff. On March 29, 1955, the subcommittee requested that 
Mr. Howard P. Morrison, the project manager of FOA, appear for 
an interview at the office of the subcommittee on March 30, 1955.4°5 
The following day, Christian Herter, Jr., General Counsel of the 
FOA, notified the subcommittee by telephone that Mr. Morrison 
would not be permitted to appear for an interview.*® A subpoena 
was subsequently issued ordering Mr. Morrison and two other officers 
of the FOA to appear on March 31, 1955.47 

The three officials appeared in answer to the subpoenas, accom- 
panied by Mr. Saccio. They were requested to go to the office of 
the subcommittee, where Mr. Kennedy, the subcommittee’s counsel, 
asked Mr. Morrison to come into his office for a preliminary inter- 
view by the subcommittee’s staff. Mr. Saccio denied this request 
until he telephoned his office. Having done this, he stated that Mr. 
Morrison could be interviewed if he, Saccio, were permitted to be 
present at the interview.*** Thereafter, Senator McClellan called the 
subcommittee into an immediate open hearing.**® 

After his opening remarks citing the FOA for lack of coopera- 
tion,“ the Chairman called Mr. Saccio to testify. Preliminary 
questioning centered around the telephone instructions Mr. Saccio 


451 FOA Grain Storage Elevators in Pakistan at 38. 
452 Tbid. 

453 Td. at 47. 

454 S. Rep. No. 1410, 84th Cong., 2d Sess. 2 (1956). 
455 Td. at 3. 

456 S. Rep. No. 1410, 84th Cong., 2d Sess. 3 (1956). 
457 Tbid. 

458 Thid. 

459 Tbid. 

460 FOA Grain Storage Elevators in Pakistan at 1. 





832 THE GEORGE WASHINGTON LAW REVIEW 


had received from the General Counsel of the FOA, concerning the 
testimony by the witnesses. Mr. Saccio replied: 


The instructions I received from Mr. Herter, or what he told 
me at least, was that [Mr. Stassen] felt that the men in our agency 
should not be called before Mr. Kennedy without Governor 
Stassen being present or having one of his deputies present here. 
He felt that as far as the executives in the agency were concerned, 
they should come before Mr. Kennedy or your committee and 
testify as to what had happened in this Pakistan grain storage 
project. 

He felt, however, that the men in the agency, the operating men 
in the agency should not be put in a position where their future 
usefulness to the agency would be impaired.*** 


When the Chairman asked Mr. Saccio why he considered appearance 
before the subcommittee an impairment of the witnesses’ usefulness, 


he replied: 


.. . It is my feeling that the men in any Government agency, 
in the executive branch, have to carry out their duties, and be 
free of any feeling that they will be called upon to explain any 
recommendations that they may make, that the head of the agency 
and its executives are responsible for the operation of the agency, 
and that these men should not have any feeling during the day to 
day operation of the agency that they will be questioned or 
criticized for what they have done in carrying out their duties.‘ 


The Chairman then inquired if counsel felt this was an obstruction 
of the processes of Congress, to which the witness replied that he 
felt the Director and his chief officers were primarily responsible 
for the operations of the agency, and were the people to whom the 
attention of the subcommittee should be directed.*** In response to 
a question concerning his instructions to the witnesses, Mr. Saccio 
asserted that he had not instructed them not to testify before the 
subcommittee, but had instructed them not to talk to the staff, it being 
his belief that his agency “felt that you should have the story 
directly.” ** 


At this point, Senator Ervin inquired about the policy of the agency 


461 Td. at 4. 
462 Tbid. 
463 Thid. 
464 Thid. 
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regarding the giving of testimony by its staff members. The witness 
explained that, “in the interview of these people, the Governor [Mr. 
Stassen] wanted his General Counsel or a representative of the 
General Counsel’s office to be present.” “© On pointed examination 
by several members of the Committee concerning the purpose of 
having the agency’s counsel present, Mr. Saccio submitted that: 


. .. [O]ur only purpose here is to have these men who work for 
us from day to day, and who have the job of carrying out their 
responsibilities, not to feel that when a question comes up we just 
walk out onthem.... 

When these men are called, they look to us for advice on how 
they should handle themselves, and certainly not as to whether they 
should tell the truth or not.*® 


Thus he stated the purpose for the presence of agency counsel was 
not to suppress testimony, but to insure that the agency “should have 
an opportunity to bring all the facts to the committee.” 4 

Mr. Kennedy’s position was: 


I would like to point out that we are looking into a matter that 
affects the heads of various departments, and possibly Mr. Stassen 
himself, and to have a representative of his office present is very 
apt to affect the answers that a witness could give to the staff. It 
certainly would make it far more difficult, Mr. Chairman, and it 
has never been done in the past to my knowledge.*® 


The Chairman ordered Mr. Saccio, as representative of the FOA, to 
instruct the witnesses and any other personnel at the FOA whom 
the Committee might want its staff to interview to make themselves 
available for such interviews.*® Senator Jackson felt that the position 
of the FOA represented a new administration policy toward the 
rights of investigating committees of Congress.* Senator Bender 
countered that there was no disposition on the part of the administra- 
tion to conceal facts.*”* 

Mr. Morrison, who followed Mr. Saccio on the stand, was asked 
by Senator Symington whether he would suggest to Mr. Herter or 

465 Id. at 6. 

466 Td. at 29. 

467 Td. at 31. 

468 Td. at 11. 

469 Td. at 12. 


470 Td. at 13-14. 
471 Td. at 14. 
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Mr. Stassen that he be allowed to give his testimony without the 
unusual request for counsel. The witness indicated his personal 
willingness, but sought the understanding of the subcommittee that 
he had to “work with his agency.” *? Senator Mundt sought to 
have it clarified whether the subcommittee was invalidating the long- 
standing rule that every witness is entitled to counsel. The Chairman 
replied: 


. . . If you want a personal attorney, and if you feel that you 
need one, you are welcome to it. But I certainly do not feel that 
this committee has to permit an agency attorney to be present when 
we interrogate one of its personnel... That is the Chair’s 
position.*78 


The witness asked if he could choose the counsel for the FOA to 
represent him. The Chairman ruled that there was a conflict between 
the interests of the agency and the personal interests of the witness, 
that the Chair would “not permit the General Counsel or the Assistant 
General Counsel of the agency to be present when personnel is 
interrogated. .. .” #7 

Questioning of the witness then centered on the procedure of the 
FOA in awarding contracts. Mr. Morrison stated that at the present 
time “[W Je have made an internal administrative decision to select 
a particular contractor with whom to negotiate a contract.” *” 
Senator Bender interpreted this as resisting testifying before the sub- 
committee, and asked the witness if he had orders from his superiors 
not to discuss the matter before the subcommittee. The witness 
denied this.*7® Mr. Saccio then objected that there was no intention 
on the part of the agency to prevent its personnel from giving all 
the information they knew about the matter to the subcommittee, 
but reiterated his previous stand that it was the understanding of the 
agency that the witnesses were to be interrogated by the Chairman 
of the Committee and not by its staff. He felt that the officers of 
the agency had a 


duty to men who work for our agency to make them feel that 
they can continue their job without the feeling that they will be 


472 Td. at 20. 
473 Td. at 21. 
474 Td. at 22. 
475 Td. at 25. 
476 Tbid. 
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criticized if they are overruled, or have a different opinion than 
the Director of the agency.*™” 


The Chairman replied that the agency’s position with regard to the 
presence of its counsel at interviews preliminary to public hearings 
was antithetical to the customary procedure of congressional investi- 
gating committees, taking the position 


that if that is right and proper, then the investigating powers of the 
Congress and the Congress itself has to be and would become sub- 
ordinated to the executive branch of the Government.*™® 


Senator Mundt observed that the subcommittee had no rule which 
precluded a witness from a government agency from having counsel 
from within the agency, and that he felt the witness should not be 
criticized for believing that the courtesy extended to the military in 
the Army-McCarthy hearings‘ and the Zwicker*® and Peress** 
cases would also be extended to him.**? Upon the Chairman’s observa- 
tion that such a demand had never before been made, the subcom- 
mittee by motion adopted the following policy: 


that insofar as witnesses a? pores before this committee are 


concerned, whether before staff members or before the committee 
as a whole, they may be entitled to counsel, but they cannot select 
counsel from within the agency which is then being examined, .. . . 
the rule holds for military as well as civilian agencies.*** 


The three witnesses under subpoena were ordered to appear the 
following morning for interviews with the subcommittee staff, with 
private counsel if they so desired.*** They appeared with private 


counsel and were interviewed without the presence of a representa- 
tive of the FOA.*** 


c. Third Phase: Mr. Stassen agrees to produce documents re- 
quested by the subcommittee subject to his personal review of their 
contents. On March 31, 1955, a subpoena duces tecum was served on 


477 Td. at 26. 

478 Td. at 33. 

479 Supra pp. 676-87. 

480 Supra pp. 675-76. 

481 Supra pp. 687-89. 

482 FOA Grain Storage Elevators in Pakistan at 36. 
483 Td. at 40. 

484 Id. at 41-42. 

485 S. Rep. No. 1410, 84th Cong., 2d Sess. 4 (1956). 
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Mr. Stassen instructing him to appear before the subcommittee and 
produce all records relative to the Pakistan grain storage project.** 

At his appearance before the subcommittee on April 6, 1955,** 
Mr. Stassen furnished the names of personnel assigned to the Pakistan 
project in the FOA Washington headquarters.*** This information 
previously had been withheld.**® The report of the subcommittee 
charges that this temporary denial had resulted in a “delay to the 
subcommittee of at least one month.” *” The Chairman produced a 
list of 21 itemized documents sought by the subcommittee to be 
used in the course of its investigation.* Mr. Stassen volunteered 
to furnish anything written by himself at any time,**? but reserved 
decision on ten of the items requested until he could review them 
personally, taking the position that they were internal memoranda 
which were confidential and privileged.*** To the Chairman’s observa- 
tion that a particular document had previously been reviewed by the 
staff and that he saw no reason why it should not be produced 
without question, Mr. Stassen replied: 


Well, there is a very important principle involved. We are under 
the President’s instructions on the confidential and privileged com- 
munications within the executive branch, and all of the final 
decision (sic) in this matter, I am fully responsible for as the head 
of the organization.*®* 


The Chairman conceded there was no disagreement concerning where 
the responsibility for the final decision lay, but stated that “the 
purpose of the inquiry is to determine what information was available 
and upon what basis that final decision was made.” ** 

The Chairman next requested the production of a memorandum 
prepared by the project manager of the grain storage project, to which 
Mr. Stassen answered: 


. . . That again is an internal memorandum. The point that is 
involved here is that in this matter, as in so many matters, different 


486 Thid. 

487 For the full text of Mr. Stassen’s testimony, see FOA Grain Storage Elevators in 
Pakistan at 43-75. 

488 Td. at 54. 

489 See pp. 830-31 supra. 

490 S. Rep. No. 1410, 84th Cong., 2d Sess. 5 (1956). 

491 FOA Grain Storage Elevators in Pakistan supra note 427, at 44-53. 

492 Id. at 47. 

493 Td. at 46. 

494 Tbid. 

495 Tbid. 
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individuals on the staff will make diverse recommendations, and 
they must be free to recommend as they see fit. Then when the top 
executive, in this instance myself, makes the decision, he has to be 
responsible for it. He is. I accepted it, and it is in my judgment 
not only a bad practice but not correct to endeavor to then go 
back on the individual members of the staff and go into the question 
of each individual recommendation they made. That is the point 
that is involved here. I will have to review it from that stand- 
point.*%* 






The Chairman replied, “I would have to say this to you, that any 
recommendations they make, they make them as (sic) not just as 
your employees, but they make them as employees of the Federal 
Government.” *°? Mr. Stasen agreed, but restated his position in 
the ensuing colloquy: 


Mr. Stassen: . . . [T]he principle that is involved is that the 
subordinates in the organization for the most effective conduct of 
the Government, must have complete freedom in recommending 
to their superiors correspondence of action, and then the superior 
takes the responsibility when he makes the decision. Those who 
make the recommendations within the executive branch should 
not be subject to cross examination on each point that they recom- 
mend in the course of their work. 

Now that is the principle that is involved and I will review it. 

The Chairman: The principle goes beyond that, Governor. These 
are documents upon which you made the final decision and upon 
which you take the responsibility. 

Mr. Stassen: That is right. 

The Chairman: Therefore, the committee is interested in having 
these documents, and they are pertinent, and they are pertinent 
to this inquiry. 

Mr. Stassen: As I say, I will review these matters then in that 
light and advise you of the conclusion. 

The Chairman: Well, out of deference, of course, to your 
position, I want you to try to be satisfied about it, but I may 
say to you that the committee will be interested in procuring the 
documents.*%8 








Over Senator McCarthy’s objection that it should not be left within 
the discretion of the Director of the agency to decide which docu- 





496 Td. at 46-47. 
497 Id. at 47. 
498 Td. at 48. 
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ments should be produced,*” the Chairman agreed with Mr. Stassen’s 
position that he review those records which he considered internal 
memoranda and report to the Committee whether he would make 
them available voluntarily.°° With respect to three investigation 
reports, the Chair ruled that the Committee was interested only in 
the information and the conclusions, but not in the source or author 
of the information.5 

Mr. Stassen subsequently met with the Chairman and furnished 
all of the documents requested except two, which were withheld by 
agreement.” ‘This arrangement led the Chairman to observe, “the 
difficulties that the committee has experienced in the past with re- 
spect to getting information it desired from the FOA have now been 
substantially solved satisfactory to the committee.” ° 


At the end of the hearings, Mr. Stassen advised the Committee that 
all proposals under the original bid for the construction of grain 
elevators had been cancelled, that new and detailed specifications for 
a revised project had been drawn, that the new contract would be 
awarded upon open bidding, and that neither Mr. Pinner, nor any firm 
with which he was connected, nor his friend in Agricultural Con- 
struction Co., nor any firm with which he was connected, nor 
Agricultural Construction Co. itself, would be eligible to bid on 
that contract.> 


3. Conclusions of the subcommittee. 


Despite conflicting views on the part of the subcommittee and the 
FOA concerning interrogation of agency personnel in the presence 
of agency counsel and the production of documents in the agency’s 
possession, the subcommittee found occasion to commend at least one 
witness, Mr. Howard P. Morrison, FOA grain storage project 
manager, for his “efforts to be helpful to us [the subcommittee] in 
arriving at a solution.” °° While alluding to this one bright spot in 
the course of its proceedings, the subcommittee’s report concluded 
that: 


499 Thid. 

500 Td. at 55, 75. 

501 Td. at 53-54. 

502 Id. at 121-22; S. Rep. No. 1410, 84th Cong., 2d Sess. 4 (1956). 
503 FOA Grain Storage Elevators in Pakistan at 122. 

504 Id. at 257-58; S. Rep. No. 1410, 84th Cong., 2d Sess. 25 (1956). 
505 FOA Grain Storage Elevators in Pakistan at 252. 
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1. In the investigation of this case, the subcommittee was 
hampered by the delaying tactics of Mr. Stassen, Director of the 
Foreign Operations Administration. He was most uncooperative for 
a public official, as illustrated by his attempts to hinder and impede 
the legitimate functions of this subcommittee.™¢ 





Senator Bender dissented from this view, summarizing his observations 
thus: 















Mr. Stassen offered his cooperation in his first letter to the sub- 
committee, the only difficulty arose when he insisted that employees 
of FOA should have the right of counsel when summoned before 
the subcommittee investigators and that star chamber sessions should 
not be held with FOA employees. In this he was right and the 
subcommittee met his objection in part by permitting private 
counsel, and when this was done there were no further questions 
of cooperation between the subcommittee and Mr. Stassen.57 


B. The East-West Trade and Battle Act List Investigation of 
ps Se 






1. The statutory and administrative background. 


a. The Battle Act. The Mutual Defense Assistance Control Act 
of 1951, commonly called the Battle Act,°” declares that it is the 
policy of the United States— 






to apply an embargo on the shipment of arms, ammunition, and 
implements of war . . . and items of primary strategic significance 

. to any nation . . . threatening the security of the United 
States .... 
















that no military, economic or financial assistance shall be supplied 
to any nation unless it applies an embargo on such shipments to 
any nation, or combination of nations threatening the security of 
the United States. . . .51° 








506 S. Rep. No. 1410, 84th Cong., 2d Sess. 25 (1956). 
507 Td. at 27. 
_ ee East-West Trade, Hearings Before the Permanent Subcommittee on Investiga- 
tions of the Senate Committee on Government Operations, 84th Cong., 2d Sess. 
(1956), [hereinafter cited as East-West Trade] and S. Rep. No. 2621, 84th Cong., 
2d Sess. (1956). 

509 65 Stat. 645 (1951), 22 U.S.C. §§ 1611-11d (1958). 

510 Sec. 101, 65 Stat. 645 (1951), 22 U.S.C. § 1611 (1958). 
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The Act also provides that the President shall report on its administra- 
tion to six named committees: the Appropriations and Armed Services 
Committees of the Senate and the House, the Senate Foreign Re- 
lations Committee, and the House Foreign Affairs Committee.™ 


b. The administrative machinery designed to carry out the Battle 
Act within the framework of the foreign aid legislation.** In 1950, 
fifteen nations, mostly of the NATO group, formed an international 
committee on trade and export problems known as the Consultative 
Group [CG]. For its day-to-day working level operations, the CG 
ultimately established two committees: the Coordinating Committee 
[COCOM] and the China Committee [CHINCOM]. To handle 
relations with CG and to facilitate administration of the Battle Act, 
the United States formed two advisory committees of its own. Subject 
always to the ultimate policy decisions of the National Security 
Council, the Advisory Committee on Export Policy [ACEP] advises 
the Secretary of Commerce on the controls of American exports. 
The Economic Defense Advisory Committee [EDAC], on the other 
hand, advises the Battle Act Administrator on the control of allied 
exports. Both these committees are made up of the representatives 
of the Departments of State, Commerce, Defense, Agriculture, In- 
terior and Treasury, and of the Atomic Energy Commission [AEC], 
the Central Intelligence Agency [CIA], the Battle Act Administra- 
tor and the FOA or ICA. In order to coordinate the work of ACEP 
and EDAC, a mutual subcommittee was formed known as the Joint 
Operating Committee [JOC]. JOC draws its membership from the 
same departments and agencies, and, in addition, may from time to 
time request task groups from the various agencies to supply technical 
assistance and advice. 

In practice, after consulting the task groups, JOC determines what 
items are not strategic within the meaning of the Battle Act and 
what items, if our allies insist on further relaxation of controls, can 


511 Sec. 103, 65 Stat. 645 (1951), 22 U.S.C. § 1611b (1958). 

Reorganization Plan No. 7 of 1953, 18 Fed. Reg. 4541, 67 Stat. 639, 5 U.S.C. § 1332- 
15 (1958) transferred the administration of both the Mutual Security and Battle Acts 
to the newly created Foreign Operations Administration [FOA] and abolished the old 
Mutual Security Agency. ‘The FOA worked in close cooperation with the Depart- 
ments of State and Defense, and, in its Battle Act functions, with the Department of 
Commerce. Exec. Order No. 10610, 20 Fed. Reg. 3179 (1955) transferred the 
functions of the FOA to the new International Cooperation Administration [ICA], 
a semi-autonomous agency within the State Department. The new Director of ICA 
acute to the responsibilities of directing mutual security and administering the 

attle Act. 

512 This description is based essentially on S. Rep. No. 2621, supra note 508, at 3-8. 









































EXECUTIVE PRIVILEGE 1953-1960 841 





be deleted from the Battle Act List with the least danger. It then 
advises EDAC of its recommendations. EDAC consults with the 
Battle Act Administrator and with the American negotiators, who 
then proceed to COCOM. After negotiations with the other members 
of COCOM, an agreement is reached and CG undertakes a voluntary 
and mutual control of exports to the Soviet Bloc by member nations. 


2. The 1956 hearings on East-West Trade. 


At a COCOM meeting held in Paris in 1954, some 200 items were 
removed from the list of 450 commodities which had been embargoed 
under the Battle Act.°"* The Permanent Subcommittee on Investiga- 
tions of the Senate Committee on Government Operations felt con- 
cerned about this action and about a trend to remove other materials of 
a strategic nature from the embargo list;*** it therefore “sought to 
find out why and how this relaxation in the embargo took place and 
who in the United States Government was responsible for it.” °* 

The first witness at the hearing was an assistant counsel to the sub- 
committee,®"* who testified®” that he had heard that JOC (i.e., the 
American Joint Operating Committee) had recommended the re- 
moval of about 100 items before they even left for the 1954 Paris 
COCOM conference, and that he never was able to obtain from the 
Administration any information about what JOC actually did before 
its members left for Paris, nor what they did at the Paris conference. 

In an attempt to obtain this information, the subcommittee re- 
quested ICA Director Hollister to furnish the following information: 





A list of all items recommended to be removed by JOC in 1954; 
How many of those items were actually removed; 
What were the items; 

. Why were they removed.518 


ao oe 





The Departments of State, Defense and Commerce, and the Inter- 
national Cooperation Administration thereupon took combined action. 
They joined in a letter signed by Acting Secretary of State Hoover 









513 East-West Trade at 1-2; S. Rep. No. 2621, 84th Cong., 2d Sess. 1 (1956). 
514 East-West Trade at 1-2; S. Rep. No. 2621, 84th Cong., 2d Sess. 1 (1956). 

_ 5185S. Rep. No. 2621, 84th Cong., 2d Sess. 1 (1956). Neither the subcommittee nor 

its parent Committee is among the committees to which reports are to be submitted 

tos to section 103 of the Battle Act, 65 Stat. 645 (1951), 22 U.S.C. § 1611b 


516 Fast-West Trade at 4. 
517 Td. at 19-20. 
518 Td. at 158, 268. 


842 THE GEORGE WASHINGTON LAW REVIEW 


to Senator McClellan, Chairman of the Permanent Subcommittee on 
Investigations, which explained why this information could not be 
made available to the subcommittee.*® In addition, the four officials 
instructed the personnel of their respective departments and agencies 
not to testify with respect to any matter relating to East-West trade 
controls.°”° 


Acting Secretary Hoover’s letter®** pointed out that most of the 
information and documents sought by the subcommittee were classi- 
fied and highly sensitive, that many involved relations with foreign 
governments, and that almost all of the documents requested consti- 
tuted working papers of the Executive branch showing internal 
advice and recommendations. In many instances, participation of 
foreign nations in the program had been obtained only on the specific 
commitment of the United States that the details would be kept 
secret. In these circumstances, any revelation by the United States 
would constitute a breach of trust and jeopardize the entire program. 
The letter also pointed out that the Battle Act List already had been 
furnished on a classified basis, and that the agencies were prepared 
to make other documents available to the Committee if it guaranteed 
the safeguarding of confidential information, but that the Com- 
mittee had refused to accept them under those conditions. The letter 
concluded as follows: 


Because of this, the international lists cannot be revealed by the 
executive branch. We are, however, prepared through responsible 
officials to (1) furnish the subcommittee in open session information 
as to items deleted from the 1952 list in the 1954 revision, and (2) 
furnish the subcommittee in executive session on a classified basis 
information as to items downgraded, upgraded, or added to the 
list in the 1954 revision. 

Apart from the Battle Act List, which already has been supplied 
to the subcommittee on a classified basis, and the international lists 
referred to above, the remaining documents in the executive branch 
relating to East-West trade controls consist of discussions and com- 
munications of an advisory nature among the officials and employees 
of the executive branch, highly sensitive intelligence information, 
and communications with our delegation and other representatives 
abroad containing recommendations, information regarding the 
position of other governments, and comments thereon. It is con- 


519 Id. at 161-62. 
520 Td. at 273, 282. 
521 Td. at 161-62. 
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trary to the public interest that their conversations or communica- 
tions or any documents or reproductions concerning such advice be 
disclosed. May we refer you to the position of the president on 
the subject in his letter of May 17, 1954, to the Secretary of 
Defense. We are, therefore, required to deny to this subcommittee 
any documents that would violate this principle. 

We recognize the right of the Congress to investigate the 
operations of the Government and we continue to stand ready to 
cooperate with this committee by having officials who were charged 
with the responsibility for the negotiations with the cooperating 
nations to appear before you to explain the considerations which 
guided their actions during these negotiations. We can advise you 
that Governor Stassen, who was charged with the chief responsi- 
bility involving these negotiations, will appear before the com- 
mittee on a date mutually satisfactory to the committee and him. 

We feel sure that your subcommittee in this manner can obtain 
an accurate picture of Government policy and actions in the area 
of international strategic controls. 

I am authorized to state that this letter has the concurrence of 
the Secretary of Defense, the Secretary of Commerce, and the 
Director of International Cooperation Administration. 


On the basis of these instructions, witnesses refused to answer 
many questions propounded to them by the Committee and refused to 
produce documents. Included among such documents were memo- 
randa indicating why certain materials had been downgraded in spite 
of the recommendations of technical experts;°* included among the 
questions was whether there had been a majority on JOC who recom- 
mended that petroleum be removed from the embargo list.” 
Ultimately, the question arose whether the final list proposed by 
the United States to COCOM, divorced from any reasons, working 
papers, personal references, and other supporting data, constituted an 
end product to which the privilege did not extend.** Secretary of 
Commerce Weeks left this question open and suggested that the ICA 
officials might be able to answer it.** Under Secretary of State 
Hoover, however, took the position that 


the recommendations of that committee, as a final negotiating 
position, are an inseparable part of the working papers themselves, 





522 Td. at 199. 
523 Td. at 238-39. 
524 Td. at 391-92. 
525 Td. at 392. 
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and that therefore the ultimate recommendations . . . are inseparable 
from the other papers themselves.5?6 


The Committee report (S. Rep. 2621, 84th Cong., 2d Sess.) 
complained of the “Suppression of Information and Censorship by 
Government Agencies.” °*** Its formal conclusions and recommenda- 
tions***’ were that the administration of the Battle Act, and thus 
the embargo on strategic materials, had been ineffective, that the 
Congress and the Executive should both give serious considerations 
to a revision of the Battle Act and of its administration, and that 
Congress take action and legislate if necessary to insure the fullest 
possible disclosure of information, including the requirement that a 
list of all proposed changes in the Battle Act List be submitted first to 
Congress. 


C. Attempts to Amend the Mutual Security Legislation of 1956 
and 1957 so as to Compel Disclosure to Congressional Com- 
mittees. 


The Mutual Security Act of 1956. 


During the debate on the Mutual Security Act of 1956, Senator 
O’Mahoney introduced, on behalf of himself and Senator McClellan, 
an amendment providing for the insertion into the Act of a new 
section 538, pursuant to which 


any officer or employee of the Government having information, 
or having custody of documents or other data, relating to the 
programs being administered under this act, shall promptly furnish 
any such information, documents or other data, 


to any appropriate committee of Congress requesting them. 
During the following debate,®**4 the sponsors of the amendment 
justified it largely on the basis of their experiences during the East- 
West Trade hearings. The amendment was opposed by Senator 
Knowland.** He explained that he served on the Foreign Relations 
and Appropriations Committees and that the Departments of State 


526 Td. at 462. 

526aS. Rep. No. 2621, 84th Cong., 2d Sess. 27-46 (1956). 
526b Td. at 46-49. 

526¢ 102 Cong. Rec. 11382 (1956). 

526d Id. at 11383-87. 

526e Td. at 11385-87. 
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and Defense and the ICA always had given to those two committees 
all the information they requested in the field of foreign aid. The 


amendment was defeated by a vote of 58-23.5 


2. The Mutual Security Appropriations Act, 1957. 





Senator O’Mahoney’s attempt to amend the Mutual Security Act 
of 1956 was defeated on June 29, 1956.5 On July 24, 1956, he 
proposed—again on behalf of himself and of Senator McClellan—an 
amendment to the Mutual Security Appropriations Act, 1957.5 
The import of this amendment was to impose upon all persons en- 
gaged in the expenditure of funds under the Act the duty to furnish 
all information requested by any appropriate committee. In case of 
a refusal, the appropriation for the program or project with respect 
to which the information was denied would be cut off. 

Senator Case (of South Dakota) objected to the amendment because 
it did not contain an exception similar to the one customary in Con- 
gressional inquiries relating to foreign relations, “if not inconsistent 
with the national security.” °°? On the other hand, Senators McClellan 
and McCarthy, in support of the amendment, pointed to the FOA 
Grain Storage Elevators in Pakistan investigation.**™ 

Senator Dirksen finally raised a point of order on the ground that 
the amendment constituted legislation in an appropriation bill, and that 
it contained a contingency. In addition, he considered it an un- 
constitutional inroad on the President’s powers. The Chair 
sustained the point of order on the ground that the amendment 
violated Senate Rule XIV, par. 1, which provides: 






The Committee on Appropriations shall not report an appropriation 
bill containing amendments proposing new or general legislation or 
any restriction on the expenditure of funds appropriated which 
proposes a limitation not authorized by law if such restriction is 
to take effect or cease to be effective upon the happening of a 
contingency. 





526t Td. at 11387. 
526g Thid. 

526h Td. at 14190. 

527Id. at 14191-92. Compare United States v. Curtiss-Wright Export Corp., 299 


US. 304, 321 (1936), which states that in such inquiries the customary phrase is 
if not incompatible with the public interest.” 


5278 102 Cong. Rec. 14193 (1956). 
527 Thid. 
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Upon appeal by Senator McCarthy, the point of order was sustained 
by the Senate.***° 


3. The Mutual Security Act of 1957. 


When the Mutual Security Act of 1957 was debated on the floor 
of the Senate, Senator O’Mahoney again introduced an amendment to 
the bill. The effect of this proposal®**¢ was that the Secretary of State 
was to keep the Senate Foreign Relations Committee, the House 
Foreign Affairs Committee, and the Appropriations Committees of 
the Senate and House advised of the State Department’s activities 
under the Act, and that a similar duty was imposed upon the Secre- 
tary of Defense with respect to the Senate and House Armed Services 
Committees. The amendment concluded: 


Any Government agency shall furnish any information requested 
by any such committee with respect to the activities and re- 
sponsibilities of that agency under this act and it shall be the duty 
of any officer or employee of the Government having information 
relating to programs being administered under this act to furnish 
promptly to such committee or committees, upon request by any 
such committees, full information with respect to such activities 
and responsibilities. 


When Senator Case of South Dakota renewed the objection he 
had made in the past year that the amendment did not permit the 
exercise of Presidential privilege if disclosure of the information 
sought by the Committee should impair the security of the United 
States, Senator O’Mahoney explained that the bill, if enacted,**"° 


. . would constitute a waiver of executive privilege by any sub- 
ordinate of the President, unless the President himself exercised his 
privilege. 


It is generally agreed that the President has the constitutional 
right, in matters of foreign relations, to decline to give out informa- 
tion when he believes that such information would impair the 
national security. I am not dealing with that matter at all. A 
statute could not overrule a constitutional right. 


527¢ Td. at 14194. 
5274 103 Cong. Rec. 9147 (1957). 
527e Td. at 9148. 
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But where, as we know in this case, the power that we grant 
to the President must be exercised by subordinate officials who 
never see the President, then I want to be certain that the executive 
privilege is not extended to such persons. [Emphasis added.] 








I do not think it would constitute a waiver of the President’s 
executive privilege; no.5?8 



























Senator Capehart pointed out, in opposition to the amendment, 
that “orderly government” will cease “if Congress can call before 
it any disgruntled employee of the executive department, who will 
be able to say whatever he pleases.” °° In a similar vein, Senator 
Fulbright stated that under our system of government, “one branch 
must, occasionally, accord to the other branch a certain degree of 
trust;” and that, if Congress requires full and current reports, it 
also should “take the responsibility of administering the law day by 
day.” *°°* Senator Green repeated the argument made by Senator 
Knowland, during the preceding year, that the amendment was not 
necessary because the Senate Foreign Relations and Appropriations 
Committees “have always been able to get all the information they 
need about mutual-security programs.” °° The amendment was re- 
jected by a vote of 53 to 31.59 


D. The ICA Evaluation Reports.™* 





In answer to repeated criticisms of its operations by Congress and 
the press, ICA undertook internal evaluations of the foreign aid 
program in certain specified countries. This system of evaluation had 
been used prior to 1956, but the controversy over access to the reports 
did not begin until then, according to the testimony of the General 
Counsel of the General Accounting Office: 


528 Ibid. The FOA Grain Storage Elevators in Pakistan investigation was cited by 
ware O’Mahoney as an example showing the need for the amendment proposed 
y him 

529 Id. at_9150. See in this connection the statement of James Madison during 
the Great Debate of 1789, warning that the power of the President would be re- 
duced to a “mere vapor” iif government officials “joined in cabal with the Senate.” 
1 Annals of Cong. 462 (1789). 

5292 103 Cong. Rec. 9150 (1957). 

530 Td. at 9151. At the request of Senator Saltonstall, a letter from ICA Director 
Hollister to Senator Green was printed in the Record. Id. at 9151-52. This letter 
restates the position of the Executive Branch on this subject. Incorporated in it 
is an earlier letter of Secretary of State Dulles relating to Senator O’Mahoney’s 1956 
Proposals. Secretary Dulles’ letter contains a careful analysis of the considerations 
| — of confidential information in the field of foreign relations. 

- at 


581 For a chronology, see H.R. Rep. No. 2084, 86th Cong., 2d Sess. 177-85 (1960). 
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Prior to 1956, the predecessor agencies of ICA engaged from time 
to time in study or evaluation teams, composed of both outside con- 
sultants and Government officials, to review the effectiveness of 
Overseas program operations and to report pertinent observations 
and recommendations to the Director of the Agency. These studies 
were made available to us [GAO] when requested in connection 
with our examination of specific country aid programs.5%? 


In the fiscal year 1957, the ICA established an Office of Evalua- 
tions which undertook an investigation of the aid program in Taiwan, 
The evaluation reports prepared were requested by the General Ac- 
counting Office [GAO] in connection with their audit of the 
Taiwan program. In accordance with an internal directive of June 
18, 1957, issued by ICA Director Hollister, the agency refused to give 
the GAO access to this report on the ground that it was 


. in the public interest to keep the distribution of these reports 
limited to certain specific officers within the executive branch. 
They are reports to me from personnel in my immediate office. 
They contain confidential opinions and tentative recommendations 
on a wide variety of matters effecting foreign policy. They are 
in no way definitive or final statements or decisions of this agency 
or the United States Government.®#% 


The Comptroller General also reported the refusal in 1957 of an 
evaluation report on Pakistan.** Further refusals reported by the 
Comptroller General were: India, September 1959; Guatemala, March 
1960; Bolivia, May 1960; Brazil, May 1960.° However, at the 
same time he reported: 


The International Cooperation Administration furnished to the 
Comptroller General reports on the facts taken from the evaluation 
reports on Thailand and Iran. While the reports on the facts have 
been quite helpful the General Accounting Office feels that it should 
have had access to the unedited reports. (Emphasis added.)°** 


532 Executive Privilege (General Accounting Office), Hearings Before the Subcom- 
mittee on Constitutional Rights of the Senate Committee on the Judiciary, 86th Cong., 
Ist Sess., pt. 1, 55 (1959). 

533 H.R. Rep. No. 2578, 85th Cong., 2d Sess. 190 (1958). 

534H.R. Rep. No. 1137, 86th Cong., Ist Sess. 396-98 (1959). See, however, 
Freedom of Information and Secrecy in Government, Hearing on S. 921 Before the 
Subcommittee on Constitutional Rights of the Senate Committee on the Judiciary, 
85th Cong., 2d Sess., 404-05 (1958), which seems to indicate that the report of the 
Internal Audit Staff on Iran was made available to a Congressional committee. 

= a a 108, 86th Cong., 2d Sess. 11 (1960). 

. at 12. 
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The problem of the availability of the ICA evaluation reports to 
congressional committees and to the Comptroller General came to a 
head during the 1959 investigations of the activities of the ICA in 
Laos and Vietnam. 


1. Investigation into United States aid operations in Laos.5*" 


In the Fall of 1957, the ICA Office of Evaluations had conducted 
a study of aid operations in Laos. The report of this evaluation team 
to the ICA Director in Washington was completed in April 1958.°** 
In the Summer of 1958, an ICA auditor was sent to Laos; his final re- 
port was issued November 14th of that year." 

In conducting an audit of this aid program, the Comptroller General 
requested the evaluation report and other reports on Laos. The 
ICA refused access to the evaluation report, but apparently turned 
over the other reports. The Associate Director, Civil Accounting 
and Auditing Division of GAO, testified: 


We have received and we have had access to any reports insofar 
as we were aware of them, except the evaluation report. I gy 
that a little bit because I am not sure that we actually know all 
of the audits, evaluations, and investigations that were made in 
connection with the program in Laos because the information we 
have, or the impression we get, is that there were a whole series 
of investigations and look-sees being made by different segments of 
ICA and the State Department over a period of probably 1% or 2 
vears,540 


Investigations of the administration of foreign aid programs in the 
Kingdom of Laos by the House Subcommittee on Foreign Operations 
and Monetary Affairs were formally begun April 10, 1958; the 
hearings were conducted during the Spring of 1959.%? The testi- 
mony of Haynes Miller, a former auditor of ICA, indicated that 
several officials of the Laos Mission had conflicts of interests be- 
tween the ICA and private companies, contracting with the United 


587 United States Aid Operations in Laos, Hearings Before a Subcommittee of 
the House Committee on Government Operations, 86th Cong., Ist Sess. (1959) ; H.R. 
Rep. No. 546, 86th Cong., Ist Sess. (1959). 


538 United States Aid Operations in Laos, supra note 537, at 254. 
589 H.R. Rep. No. 546, supra note 537, at 18. 

540 United States Aid Operations in Laos, supra note 537, at 256. 
541 H.R. Rep. No. 546, supra note 537, at 6. 

542 United States Aid Operations in Laos, supra note 537, at 203. 
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States.°** Admissions of accepting bribes by an ICA employee and 
questionable dealings with the Universal Construction Company 
among several other mission employees prompted strong congressional 
reaction.™** 

During the course of the hearings, Representative Hardy, the 
Chairman of the subcommittee, made a direct demand for the evalua- 
tion reports and certain other documents.* The Acting Director of 
ICA supplied most of the requested information, but referring to, and 
relying on, Mr. Hollister’s arguments to the Comptroller General*** 
he refused to submit the evaluation reports to the subcommittee.*** 

A subsequent request for the evaluation reports dated July 24, 
1959, was denied by ICA Director Riddleberger on August 5, 1959, 
for the following reasons: *47 


Your request for these reports has received close and careful 
attention and the whole question of your receiving these reports 
has been reviewed in detail by the Department of State including the 
International Cooperation Administration. After such review I 
have been ran 1 by the Acting Secretary of State to advise you 
that we must decline to honor your request on the constitutional 
ground of Executive privilege. 


The withholding of these reports in this case is made only on 
grounds of what the Department of State, including the Interna- 
tional Cooperation Administration, considers to be the public 
interest.548 


The hearings resulted in an unfavorable report by the subcommittee 
which concluded that the ICA failed to investigate diligently charges 
of impropriety and failed to take significant remedial action even 
after reliable evidence was obtained.® The Subcommittee recom- 
mended appropriate action by the GAO, Department of Justice, and 


543 Td. at 287-304, 577-81. ° 

544“TCA officials have sought to excuse deficiencies and maladministration in 
the aid program in Laos, after they have been demonstrated, with the assertion that 
our aid program, however poorly administered, has saved Laos from going Communist. 
This assertion is purely speculative, and can be neither proved nor disproved, The 
subcommittee rejects the reasoning of ICA officials, and, on the evidence, believes 
that a lesser sum of money more efficiently administered would have been far more 
effective ....” H.R. Rep. No. 546, 86th Cong., Ist Sess. 5 (1959). 

545 United States Aid Operations in Laos, supra note 537, at 974. 

545a Supra p. 848. 

546 Td. at 974-76. 

547 Td. at 982. 

548 Td. at 983. 

549 H.R. Rep. No. 546, supra note 537, at 4. 
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Internal Revenue Service, and proposed changes in the Mutual 


Security Act.° 


2. United States aid operations in Vietnam. 





A similar problem arose in connection with the GAO audit of the 
foreign aid program in Vietnam. Mr. A. M. Colegrove of the 
Scripps-Howard newspapers published a series of articles denouncing 
waste and inefficiency in the aid program in Vietnam. In the summer 
of 1959, the Subcommittee on State Department Organization and 
Public Affairs of the Senate Foreign Relations Committee held public 
hearings, inviting Mr. Colegrove to testify." 

Testimony at the hearing indicated that the ICA had conducted an 
evaluation of the Vietnam program but that access to the report had 
been denied the GAO. Acting Director Saccio of ICA testified: 












Sir, our decision on that matter is that it should not be made 
available to the Congress. This is one document, aside from per- 
sonnel efficiency reports, which we have retained under the 
doctrine of the executive privilege. All other documents, all 
other papers, the material on which we have worked, raw material, 
views, opinions, have been made available to the GAO. 


The decision, of course, is not limited to evaluation reports in 
Vietnam, but applies to evaluation reports made on any country.*? 


After further exchange on the content of the reports and the basis 
for withholding them, Senator Morse commented: 











My record for 15 years shows that I have always defended any 
administration in its right to exercise that doctrine [of Executive 
privilege], and shall continue to do so, because as an old teacher 
of this constitutional principle, I couldn’t possibly deny and 
wouldn’t want to, this right of exercise to any President. 

But I am sure you are also aware that the exercise of the right 
of the doctrine of executive privilege is purely discretionary on the 
















550 Td. at 5-6. 

551 Situation in Vietnam, Hearings Before the Subcommittee on State Department 
Organization and Public Affairs of the Senate Committee on Foreign Relations, 86th 
Cong., Ist Sess. 67 (1959). 

For testimony of another foreign correspondent diametrically opposed to that 
of Mr. Colegrave, see Current Situation in the Far East, Hearings Before the Sub- 
committee on the Far East and the Pacific of the House Committee on Foreign 
Affairs, 86th Cong., Ist Sess. 145-161 (1959). 

552 Senate Hearings supra note 551, at 114. 
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part of the President, and when a President, in effect, makes it a 
blanket policy, then it rightly becomes a matter of public policy 
issue for the people of this country to judge as to whether the 
President seeks to invoke a government by secrecy upon a free 
people, by taking a discretionary right and turning it into a uniform 
practice.°% 


At a different hearing, held at about the same time, Mr. Saccio 
explained that the 


. .. ICA evaluation reports deal with basic program objectives and 
content as related to U. S. foreign policy goals, and are not directly 
concerned with financial transactions and operating methods which 
we take to be the essential interest of the GAO. And they are not 
designed as comprehensive compilations of factual data. . . .5% 


In this context, Senator Hennings asked Mr. Saccio: 


Do you feel that you individually as an officer, in your capacity as 
administrator, are invested with executive privilege. . . .?55° 


Mr. Saccio answered in the affirmative.®* Subsequently, he elaborated 
on the problem of the availability of ICA documents to the General 
Accounting Office: 


This is what it amounts to as a practical matter. There isn’t a 
thing that GAO does not get except this one evaluation report. I 
am not falling back now on legal distinctions or principle here. I 
am saying in effect that if ICA wanted to apply the ‘executive 
privilege’, GAO would not see one thing because practically every 
document in our agency has an opinion or a piece of advice. 


(Emphasis added.) °5* 


When James W. Riddleberger took the post of Director of ICA 
in the summer of 1959, he was questioned concerning his predecessors’ 
approach to the doctrine of Executive privilege. Testifying before 
the Senate Appropriations Committee, Director Riddleberger re- 
emphasized the position of ICA: 


553 Td. at 129. 

554 Executive Privilege (International Cooperation Administration), Hearings 
Before the Subcommittee on Constitutional Rights of the Senate Committee on the 
Judiciary, 86th Cong., 1st Sess. 340 (1959). 

555 Td. at 354-55. 

556 Td. at 355. 

557 Td. at 359. 
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Within my powers, I shall not withhold facts, no matter how 
damaging they may be. I shall assume personal responsibility for all 
decisions which I make, but I shall treat as privileged the judgments 
and recommendations of my staff which were considered in reach- 
ing my decisions.*5* 


E. Congressional Reaction to the ICA Investigations. 





During the President’s news conference of July 1, 1959, a re- 
porter remarked that Congress seemed “perturbed” over various 
instances, in reference to the ICA investigations, “where they feel 
that the executive branch had misused the claim of Executive privilege 
and denied them information which they feel they should have.” °* 
The President replied: 


























Well, there are certain things, particularly in the security field 
that, if you reveal, are very obviously damaging the United 
States and I think anyone of good sense will see that. And you 
simply must take measures to see that those things are not re- 
vealed. 

For example, suppose you have a method of getting information. 
Now, that particular information can be obtained only in one way. 
Therefore you reveal it. Instantly, you can topple an entire system 
of getting information. So, there are all sorts of things that simply 
cannot be revealed. 

There is nothing new about this . . . . But, I am using my own 
conscience on the matter and when such things as these come to me 
for decision, I shall continue to do so.5® 





Congress, however, was not satisfied with the President’s explana- 
tion. 


1. The Mutual Security legislation of 1959. 


a. The Mutual Security Act of 1959. On June 18, 1959, Repre- 
sentative Hardy, of the Committee on Goverment Operations, 


558 Mutual Security Appropriation for 1960 (and Related Agencies), Hearings 
Before the Senate Committee on Appropriations, 86th Cong., Ist Sess. 132 (1959). 
559 For a chronology, see H.R. Rep. No. 2084, 86th Cong., 2d Sess. 179-85 (1960). 
on — Papers of the Presidents of the United States: Dwight D. Eisenhower, 
561 Td. at 489. 
562 Ibid. Arthur Krock of the New York Times, commenting on this press con- 
ference, took the position : 
“. . . [T]his correspondent has discovered no fundamental change from the 
information policies of previous Administrations where concepts of Executive 
privilege and security considerations are concerned.” N. Y. Times, July 2, 
1959, p. 24, col. 4. 
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offered two amendments to the Mutual Security Act of 1959.5 The 
first one related to section 533 A(d) of the Act dealing with the 
newly created Office of Inspector General and Comptroller.** Sec- 
tion 533 A(d) originally provided: 








Expenses of the Office of the Inspector General and Comptroller 
with respect to programs under this Act shall be charged to the 
appropriations made to carry out such programs. 







Representative Hardy’s first amendment added to this subsection 
the proviso: 











Provided, That all documents, papers, communications, audits, re- 
views, findings, recommendations, reports, and other material which 
relate to the operation or activities of the Office of Inspector General 
and Comptroller shall be furnished to the General Accounting 
Office and to any committee of the Congress, or any duly authorized 
subcommittee thereof, charged with considering legislation or 
appropriation for, or expenditures of, such Office, upon request of 
the General Accounting Office or such committee or subcommittee 
as the case may be. 












The second amendment added a new section 534(b) to the Mutual 
Security Act which, using language similar to that of the proviso, 
but not using that form, generally imposed upon the International 
Cooperation Administration the duty to furnish to the General Ac- 
counting Office and the appropriate congressional committees and 
subcommittees all documents, papers, etc., requested by them. 

In explaining his amendments on the floor of the House, Repre- 
sentative Hardy stated: 
















We have a right, as we have a duty, to examine any and all 
executive branch information which we may consider necessary in 
the evaluation of the foreign aid program. 

I am offering two amendments which make this right clear. 
They are almost identical in wording. One requires that the Inter- 
national Cooperation Administration must provide the Congress and 
















563 105 Cong. Rec. 11305-06 (1959). 

564 The Office of the Inspector General and Comptroller was established in the 
Department of State responsible only to the Under Secretary of State in order to 
give a single, highly placed official, independent from control of the officials operating 
the ICA, sufficient authority and funds to detect shortcomings in the operation of 
that agency and to make recommendations which cannot be disregarded. H.R. Rep. 
No. 440, 86 Cong., Ist Sess. 54-55 (1959). 
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the GAO upon request with any and all information needed to 
evaluate the performance of that agency. 

The other requires the newly created Office of the Inspector 
General and Comptroller, which will function under the Depart- 
ment of State, to provide similar information. It should be noted 
that if this Office does not supply the information requested, the 
funds set aside for its operation are not to be available.°*** 


In commenting on the proposed amendment, Congressman Fascell 
indicated his belief that this would bring an end to “the danger to 
our democratic system of government created by ICA’s claim of 
immunity from congressional inquiry.” °° Substantially the same 
amendment was offered in the Senate by Senator Robertson, who 
stated: “It is to prevent the abuse of executive privilege which has 
been used in the past in a way which has made it difficult for Congress 
to act intelligently in passing on authorizations and appropriations 
for our foreign aid program.” °*° The Hardy amendment was adopted 
by both Houses of Congress.*** Upon approving the Act, President 
Eisenhower issued the following statement: 


I have signed this bill on the express premise that the three 
amendments*® relating to disclosure are not intended to alter and 
cannot alter the recognized Constitutional duty and power of the 
Executive with respect to the disclosure of information, documents 
and other materials. Indeed, any other construction of these amend- 
ments would raise grave Constitutional questions under the historic 
Separation of Powers Doctrine. 

In this connection, I am constrained to emphasize once again that 
it is established policy of the Executive Branch to provide the 
Congress and the public with the fullest possible information 
consistent with the public interest. This policy will continue to 
guide the Executive Branch in carrying out the Mutual Security 


564a 105 Cong. Rec. 11306 (1959). 
565 105 Cong. Rec. 11306-07 (1959). 
566 Td. at 12587. 

567 See sections 533 A(d) and 534(b), 73 Stat. 254 (1959), 22 U.S.C. §§ 1793a(d), 
1794 (Supp. I, 1959). 

568 73 Stat. 246 (1959). 

569 The third amendment referred to by the President is presumably section 550 
of the Mutual Security Act of 1954, added by section 401(m) of the Mutual Security 
Act of 1959, 73 Stat. 255, 22 U.S.C. § 1794a (Supp. I, 1959) sponsored by Senator 
Church, which provides : 

The President shall, in the reports required by section 534, or in response to 
requests from Members of the Congress or inquiries from the public, make 
public all information concerning the mutual security program not deemed 
by him to be incompatible with the security of the United States. 
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Program so that there may be a full understanding of the program 
and its vital importance to the national security.*” 


b. The Mutual Security and Related Agencies Appropriation Act, 
1960. During the debate on the Mutual Security and Related Agencies 
Appropriation Act, 1960, Representative Hardy described the re- 
marks made by the President when signing the Mutual Security Act 
of 1959 as “a three-paragraph statement aimed at nullifying the 
amendment solemnly adopted by the Congress.” °** He concluded, 
“in light of the White House statement, the Congress has no alter- 
native but to call upon its power of the purse in order to compel re- 
spect for its constitutional prerogatives.” °? He therefore proposed 
an amendment to the Mutual Security and Related Agencies Ap- 
propriation Act, 1960, providing that no appropriated funds could 
be used to carry out any provision of chapters II, III, and IV of 
the Mutual Security Act of 1954 if a request for any document, 
paper, etc., relating to the operations of the ICA, made by the General 
Accounting Office or any congressional committee or duly au- 
thorized subcommittee charged with the consideration of legislation 
or appropriations or expenditures of the ICA or the Department 
of State, were not complied with within twenty days.°* The amend- 
ment passed the House without opposition.*™ 

When questioned about this amendment at his news conference 
on July 29, the President replied:*” 


- Now, with respect to the kind of amendment you were talking 
shout. there was in 1954, I remember, an Attorney General’s opinion 
given to the effect that this kind of a movement or attempt on the 
part of the Government [Congress?] is a direct invasion of Execu- 
tive responsibility and authority and therefore could not be any- 
thing but unconstitutional. 


Now, I do not believe that this amendment in this form will 
ever get to my desk, because I believe that each branch of the 
Government must be ‘respectful of the authorities and the responsi- 
bilities of the others if we are going to make this Government 


oan pee Papers of the Presidents of the United States: Dwight D. Eisenhower, 
571 105 Cong. Rec. 14531 (1959). 
572 Tbid. 
578 Id. at 14530. 
574 Id. at 14532. 
mae — Papers of the Presidents of the United States: Dwight D. Eisenhower, 
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work. It has done so in the past and I don’t believe that any 
branch is going to be so careless in this direction. 


The Senate Appropriations Committee eliminated the Hardy 
amendment from the bill reported by it.°*** Senator Robertson there- 
upon introduced on the floor of the Senate a similar amendment 
which, however, contained an escape clause to the effect that the 
funds would not be cut off if the President certifies that “he considers 
the disclosure of such document . . . to be contrary to the public 
interest and has forbidden its being furnished pursuant to such re- 
quest.” °° The Senate accepted the escape clause and extended from 
twenty to thirty-five days the time within which the documents, etc., 
had to be furnished to the General Accounting Office, or to the ap- 
propriate committees,° or their duly authorized subcommittees.°” 
The bill became law substantially in the form of the Robertson 
amendment.°”® 


In 1959, the President was required twice to exercise his power to 
certify that the disclosure of certain documents and reports was not 
in the public interest. The first certification, in answer to a request 
of the Senate Foreign Relations Committee for an ICA evaluation 
report on Vietnam, contained the following statements: 


It is essential to effective administration that employees of the 
Executive Branch be in a position to be fully candid in advising with 
each other on official matters, and that the broadest range of in- 
dividual opinions and advice be available in the formulation of 
decisions and policy. 

.... The disclosure of conversations, communications or docu- 
ments embodying or concerning such opinions and advice can 
accordingly tend to impair or inhibit essential reporting and de- 
cision-making processes, and such disclosure has therefore been 
forbidden in the past, as contrary to the national interest, where 


575a S. Rep. No. 981, 86th Cong., Ist Sess. 10-11 (1959). 

576 105 Cong. Rec. 19255 (1959). Note the basic resemblance between the Robertson 

Amendment and Senator O’Mahoney’s proposal to amend the Mutual Security Act 
of 1957. Supra pp. 846-47. 
_ 517 Senator Dirksen explained that the committees charged with considering legisla- 
tion or appropriations for, or expenditures of, the ICA included eight committees 
and their subcommittees, i.e., the Senate Foreign Relations Committee, the House 
Foreign Affairs Committee, the Senate and House Armed Services Committees, the 
Senate and House Appropriations Committees, and the Senate and House Govern- 
ment Operations Committees. 105 Cong. Rec. 19303 (1959). 

578 105 Cong. Rec. 19256-59, 19302-04 (1959). 

579 Section 111(d) of the Mutual Security and Related Agencies Appropriation 
Act, 1960, 73 Stat. 720 (1959). 
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that was deemed necessary for the protection of orderly and ef- 
fective operation of the Executive Branch. 


Since the disclosure of the report requested by you would not 
be compatible with the national interest, I have forbidden that it be 
furnished pursuant to such request and hereby so certify in ac- 
cordance with Section 111(d) of the Mutual Security Appropria- 
tion Act, 1960. 

Although I have forbidden the furnishing of the evaluation re- 
port requested by you, I wish to make it clear that this has not 
been done for the purpose of preventing the disclosure of any facts 
shown by the report. Such facts will be made available to you as 
promptly as possible.5*° 


Substantially the same letter was sent to the Comptroller General on 
December 5, 1959, in response to a request for the evaluation reports 
on Iran and Thailand.*** 


2. The Mutual Security legislation of 1960. 


a. The Mutual Security Act of 1960. During the debate on the 
Mutual Security Act of 1960, Representative Hardy proposed that 
section 131(a) of the Mutual Security Act of 1954 (22 U.S.C. 1841), 
which authorizes the President to furnish economic assistance to 
nations eligible for military assistance, be amended by adding a proviso 
requiring that all “documents, papers, communications, audits, re- 
views, findings, recommendations, reports, and other material” which 
relate to the mutual defense assistance operations or activities be 
furnished upon request to the General Accounting Office, or to any 
congressional committee or duly authorized subcommittee. The 
purpose of the proposed amendment was, in Congressman Hardy’s 
words, 


to make it unmistakably clear that the President has no authority 
to conduct any operations under this title unless full and complete 
information is given to the Congress.°** 


The amendment passed the House."** The Senate version of the bill, 


580 Public Papers of the Presidents of the United States: Dwight D. Eisenhower, 
1959, 777. 

58i Id. at 874-75. 

582 106 Cong. Rec. 8519 (1960). 
583 bid. 
584 [bid. 
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however, did not contain a provision to that effect. The con- 
ference committee worked out a compromise providing, in analogy 
to the Robertson amendment to the Mutual Security and Related 
Agencies Appropriation Act, 1960, “that if a request for any docu- 
ment or material is denied by the Executive, the President must 
certify that he has forbidden the furnishing of such document or 
material.” 5° 


The reason for modifying the House amendment was that the 













. committee of conference recognizes that the separation of 
powers under the Constitution makes it impossible for the Congress 
to infringe the prerogatives of the Executive by legislative action 
and that consequently this provision would serve to indicate the 
will of the Congress but that it could neither prescribe nor limit 
the constitutional powers of the Executive.5*? 











When the conference report was debated in the House, Repre- 
sentatives Hardy and Meader indicated that the foregoing language 
of the report “disturbed” them.*** Representative Morgan, the author 
of the conference report, thereupon stated that it had not been his 
intention—nor, to his knowledge, that of the other conferees—to pass 
judgment on the doctrine of Executive privilege and explained: 














What we determined was that, as a matter of policy, the Congress 
would not at this time insist upon requiring information in those 
cases, expected to be very few in number, where the President 
was personally convinced that the information should not be 
furnished and was willing publicly to state his reasons.**® 





The House agreed to the conference report™ and the bill was 
finally enacted in the form agreed upon in that report.°* 

b. The Mutual Security and Related Agencies Appropriation Act, 
1961. When the Mutual Security and Related Agencies Appropria- 
tion Act, 1961, was debated in the House of Representatives, Repre- 
sentative Hardy offered an amendment providing that, if a request 





585 H.R. Rep. No. 1593, 86th Cong., 2d Sess. 13 (1960). 

586 Td. at 13-14. 

587 Td. at 14. 

588 106 Cong. Rec. 10176 (1960). 

589 Td. at 10177. 

590 Td. at 10180. 

591 Cf. Section 131(a) of the Mutual Security Act of 1954, 68 Stat. 838, 22 U.S.C. 
§ 1841 (Supp. II, 1960), as amended by section 201(a) of the Mutual Security Act 
of 1960, 74 Stat. 134. 
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by the General Accounting Office, a committee of Congress, or an 
authorized subcommittee, for a document, etc., relating to a Mutual 
Security project or activity, was not complied with within thirty-five 
days, no appropriated funds could be used with respect to that 
project.°* This amendment was adopted by the House of Repre- 
sentatives." 


The Senate substituted in lieu of the House amendment a clause 
modeled on the language of section 111(d) of the Mutual Security 
and Related Agencies Appropriation Act, 1960, i.e., the Robertson 
amendment, pursuant to which appropriations are not cut off if the 
President certifies that he has forbidden that the document be 
furnished and states the reasons for so doing.™* The Act passed 
Congress substantially in that form’ and was approved by the 
President. 


INVESTIGATION OF THE ADMINISTRATION OF 
THE FEDERAL EMPLOYEES’ SECURITY ProGRramM™? 


Introduction 


In 1955, a subcommittee of the Senate Committee on Post Office 
and Civil Service conducted an investigation into the administration 
of the Federal Employees’ Security Program."* The investigation 


592 106 Cong. Rec. 13145 (1960). 

593 Tbid. 

594 106 Cong. Rec. 17238. See also S. Rep. No. 1849, 86th Cong., 2d Sess. 13 (1960). 

595 In conference, the Senate amendment was revised so as to'cover not only the 
ICA but all departments and agencies handling Mutual Security funds. See the explana- 
tion of Representative Gary at 106 Cong. Rec. 17871. 

‘ oe we Security and Related Agencies Appropriations Act, 1961, § 101(d), 74 

tat. 3 

On December 13, 1960 the Comptroller General advised the Secretary of State 
that program funds no longer were available to the Office of the Inspector General 
and Comptroller, supra p. 854, because a congressional committee had been denied 
certain documents relating to foreign aid in seven designated foreign countries. The 
President had issued a certificate under the Robertson Amendment to the effect that 
he had forbidden that those documents be furnished to the Committee and stated the 
reasons therefor. The Comptroller General, however, took the position that the Robert- 
son Amendment did not apply to section 533A(d) of the Mutual Security Act, 22 
U.S.C. § 1793a(d) (Supp. I, 1959), upon which he based his action. In connection 
with this incident see Public Papers of the President of the United States: Dwight 
D. Eisenhower, 1960-61, 881-83, and 41 Ops. Att’y Gen. No. 83 (Dec. 19. 1960). 

597 Administration of the Federal Employees’ Security Program, Hearings on S. 
Res. 20 Before a Subcommittee of the Senate Committee on Post Office and Civil 
Service, 84th Cong., Ist Sess. (1955) [hereinafter cited as Security Program]; S. 
Rep. No. 2750, 84th Cong., 2d Sess. (1956). See also Freedom of Information 
Secrecy in Government, Hearing on S. 921 Before the Subcommittee on Constitutional 
Rights of the Senate Committee on the Judiciary, 85th Cong., 2d Sess. 362-71 (1958). 
598 S. Rep. No. 2750, 84th Cong., 2d Sess. 1-3 (1956). 
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was prompted by charges of unfairness in the administration of the 

rogram” and by conflicting claims about the number of persons 
who had been discharged as security risks under Executive Order 
10450 of April 27, 1953.% In investigating the operation of the 
security program, the subcommittee staff sought to inspect the entire 
personnel and security files on certain individuals." President 
Truman’s Directive of March 13, 1948, however, had ordered that 
the loyalty files of federal employees be preserved “in strict con- 
fidence.” ©? Section 9(c) of President Eisenhower’s Executive 
Order 10450 also provides that employee security files shall be 
maintained in confidence. 


In these circumstances, several departments and agencies refused to 
release the files to the subcommittee’s staff.°* The first agency 
witnesses, Mr. Barnes, Administrator of the Small Business Adminis- 
tration, and Mr. Young, Chairman of the Civil Service Commission, 
similarly refused to produce more than the employees’ Form 57.%* 
When the subcommittee “invited” the Secretary of Agriculture and 
two of his assistants to appear before it, it was advised that all three 
would be out of town on the day of the hearing. The subcom- 
mittee thereupon established a standard policy of subpoenaing all 
the witnesses who were to appear before it.%* Senator Johnston, the 
Chairman of the subcommittee, explained this policy as follows: 


It was the decision of the subcommittee at the last hearing that all 
in the Executive agencies requested to appear before the subcom- 
mittee thereafter would be served with subpenas. 

All will be treated alike, even though I realize that most would 
appear willingly by invitation or a mere indication that their testi- 
mony was needed. 

There is another reason. The subcommittee has found it necessary 


599 See Security Program at 2; S. Rep. No. 2750, 84th Cong., 2d Sess. 112 (1956). 

60018 Fed. Reg. 2489. See Security Program at 2; S. Rep. No. 2750, 84th Cong., 
2d Sess. 370, 376 (1956). 

601 See Security Program at 17. 

$02 13 Fed. Reg. 1359 (1948). See also the Memorandum of Donald Dawson, Ad- 
ministrative Assistant to the President, dated August 5, 1948, to the effect that only 
Civil Service Form 57, promotion records, efficiency ratings, and letters of recom- 
mendation could be made available to Congress without Presidential approval. Replies 
from Federal Agencies to Questionnaire Submitted by the Special Subcommittee on 
Government Information of the House Committee on Government Operations, 84th 
Cong., Ist Sess. 545 (Comm. Print 1955). 

Security Program at 17-18. For the refusals of the Departments of State 

and Defense, the FOA and the Veterans’ Administration, see id. at 18. 

604 Te., his application form. Id. at 192, 381. 

05 Td. at 511-12. 

606 Td. at 513. 
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to issue subpenas for certain documents because our written re- 
quests have an refused. That is the only way the subcommittee 
has of securing the documents, or laying a proper foundation for 
a test of their respective rights of the legislative and executive de- 
partments of the Government.®* 


The problems arising in these hearings centered around the power 
of the subcommittee to compel attendance of government officials 
by subpoena, the breadth of the subpoena, and the question whether 
Congress, by issuing subpoenas, could overcome the presidential 
orders which keep the personnel security files confidential. 


A. Challenges to the Committee’s Power to Subpoena the Head 
of a Government Department. 


1. Department of the Army. 


Secretary of the Army Brucker was served on September 16, 1955, 
with a combined subpoena ad testificandum and duces tecum to ap- 
pear before the subcommittee.°* He replied by letter dated Septem- 


ber 24, 1955: 


I am willing to appear before the committee voluntarily at the 
committee’s invitation at any time or times that may be mutually 
convenient, and to furnish the committee such information and 
produce for the committee’s study such files, records, and papers 
as may be within my power to provide. However, as the head of a 
department in the executive branch of the Government, I am advised 
that I cannot be required to appear before a congressional committee 
under the compulsion of a subpena, and for that reason I am 
returning to you herewith the subpena that was served upon me on 
September 16. 

While I must respectfully decline to appear before the committee 
under compulsion of a subpena, I shall treat the committee’s action 
as an invitation to appear and I shall assume that the committee 
desires me to be present voluntarily on September 27. Accordingly, 
unless I hear from you to the contrary, I will be there at that 
time. I wish to emphasize, however, that my decision to appear 
voluntarily on this occasion does not constitute a waiver of my legal 
position in regard to the subpena.% 


607 Td. at 631. 

608 Td. at 850-51. 

609 Id. at 851. For a compilation of earlier instances in which subpoenas were served 
on officers holding cabinet and similar rank, see 104 Cong. Rec. 3849 (1958) (speech of 
Representative Meader). 
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When he appeared before the subcommittee, the Chairman stated: 


Mr. Secretary, we want you to know that we appreciate your 
coming here voluntarily before the committee. The reason we did 
send the subpena was for this reason only: in some of the other 
cases that we did ask to come before us, they did not appear (sic). 
Then the question would come up, Why didn’t you subpena, and 
for that reason we just played safety first and we did not mean you 
could not come of your own free will and accord.* 


On November 25, 1955, Secretary Brucker was served with a 
second subpoena to appear on December 2." He replied referring to 
his earlier position that he was not subject to subpoena, and continued: 


On this occasion as well I must return the subpena and respect- 
fully decline to appear under compulsion of a subpena, but I wish 
to make it clear that I am willing to appear before your com- 
mittee voluntarily at any mutually convenient time after my re- 
turn from the Far East.*?” 


Subcommittee counsel wanted to make a legal issue of the Secretary’s 
claim that he was not subject to the Committee’s subpoena power.** 


The Chairman, however, was satisfied with the Secretary’s letter: 


I notice in the letter that he agrees to come and submit to any 
questions at any time. That is the only reason we subpenaed him, 
to get him to appear before the committee. He has offered to 
do what the subpena requested of him. The only thing is that 
he does raise a question in regard to whether or not a congressional 
committee can subpena a member of the Cabinet. .. . 


We will be glad to get into that matter when and where it neces- 
sitates us to secure information for this committee. At the 
present time I don’t believe it is necessary for us to pass upon 
it any futther than for me to say that in my opinion this com- 
mittee has a right to subpena anyone to appear before this com- 
mittee, and then it is their duty to appear. 

If they have anything that is of such a nature that should not 
be divulged, that should be kept within the secrecy, you might say, 
of the Cabinet office, then a different question might arise. 

I think that will close this particular situation at this time.* 


610 Security Program at 851. 
611 Td. at 1175. 

612 Td. at 1176. 

613 Tbid. 

614 Tbid. 
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Senator Neely felt that the subcommittee had “the unquestioned 


right to subpena any official of this Government to testify before 
it.” 615 


2. Department of the Air Force. 


On November 23, 1955, a subpoena ad testificandum was served 
on the Secretary of the Air Force Quarles.** By mutual agreement 
between the Department and the subcommittee, a personnel security 
officer appeared to testify in lieu of the Secretary.’ The letter 
of the Department’s General Counsel, confirming this arrangement, 
however, returned the subpoena and advised the subcommittee that 
the Secretary was willing to appear voluntarily before the subcom- 
mittee if his personal testimony should be required, but that he denied 
being subject to its compulsory processes. In this context, the letter 
stated: 


Secretary Quarles also desires that you be assured of his willing- 
ness to appear before the committee at any mutually convenient 
time if his testimony concerning the broader aspects of the Air 
Force’s personnel security programs should be desired. It would 
not, however, be appropriate to his position as head of a depart- 
ment in the executive branch of the Government for the Secretary 
to appear before a congressional committee under the compulsion 
of a subpena. The Secretary will be pleased to appear voluntarily 
at the committee’s invitation. The subpena that was received on 
November 23 is returned herewith. 


The Chairman responded that “(T]he same remarks that I made 
with reference to the other [the reply from the Secretary of the 
Army ] apply to this.” °* 


615 Tbid. 

616 Td. at 1184. 

617 [bid. 

618 Ibid. On September 19, 1955, the Assistant Secretary of the Navy for Air was 
subpoenaed to appear before the subcommittee. Id., at 764. While he did not claim that 
the Committee lacked the power to subpoena him, he stated in his opening remarks: 

My desire to emphasize my willingness to appear arises out of the fact that 
the chairman . . . issued a subpena calling for my appearance today. 

By letter of September 19, 1955, I advised the chairman that cognizant 
officials of the Navy Department have always been perfectly willing to appear 
voluntarily to answer such questions as the committee might have. 

I am anxious to insure that the voluntary character of my appearance today 
is clearly understood, as I believe in this atmosphere we can make better 
progress. Id. at 756. 
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B. Objection to a Subpoena on the Ground that It Was Too Broad. 


On September 20, 1955, a subpoena was served on Assistant At- 
torney General Tompkins, commanding him to appear to testify 
before the subcommittee and to bring with him 





. .. all files, correspondence, documents, records, etc., in your pos- 
session or the possession of the Department of Justice relating to 
the operation and administration of Executive Order 10450, in- 
cluding correspondence or memoranda sent or received from the 
various executive agencies relating to the Government loyalty and 
security program.*!® 


Mr. Tompkins replied to Chairman Johnston: 


Pursuant to your subpena duces tecum I have ascertained from 
the Division of Records of this Department that there are at least 
61 file cabinets, of 4 drawers each, which would fall within the 
broad language of the subpena. You will appreciate that to de- 
termine whether such material is covered by your subpena and to 
determine whether it could be produced without causing any 
harm to the national security or to the operation of the security 
program would require careful examination of each item in these file 
cabinets. Manifestly, this task would be physically impossible with- 
in the time specified by your subpena. 

I would appreciate it, therefore, if I could be advised with greater 
specificity the precise type of information which your subcommittee 
desires so that I may be in a better position to attempt to comply 
with the subpena.®° 


Subcommittee counsel thereupon sent an explanatory letter to Mr. 
Tompkins: 
















It is with a view to determining what activities you have en- 
gaged in with the various Government agencies in reviewing the 
[employee security] program that the subpena duces tecum was 
prepared and sent to you. It was not intended that any files of 
individual cases be produced pursuant to the subpena. 

It is suggested that an effort be made to comply with the spirit 
of the subpena in the light of the above and if not considered 
adequate, that an arrangement be worked out with staff members 
of the subcommittee to check through the files with your repre- 
sentative to determine the extent of material needed by the sub- 
committee.®*1 
619 Td. at 884. 


620 Td. at 883. 
821 Td. at 883-84. 
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When Mr. Tompkins appeared before the subcommittee, he 
was asked whether he was prepared to deliver some of the material 
specified. He replied: 


Mr. Hadlick, again it is a pretty difficult thing to comply with. 
Mr. Donegan, I think, who has testified before me, has testified to 
the activities of the Personnel Security Advisory Committee, and 
I would say that the contacts with other agencies have come within 
the purview of that Committee. 

Mr. Hadlick: You can state frankly your position, Mr. Tompkins. 
You apparently are unprepared or do not feel that it is proper to 
turn that material over to the subcommittee. 

Mr. Tompkins: Let us find out what material we are talking 
about. If you will specify, sir, I will answer; and, believe me, if 
there is anything that I can give you, I will give it to you. 


During the course of the witness’ examination, documents and other 
information specifically requested of the witness were supplied with- 
out objection on his part,°* and the Chairman indicated that he was 
satisfied with Mr. Tompkins’ testimony.** 


C. Refusal of Departments and Agencies to Produce Loyalty and 
Security Files. 


1. Small Business Administration. 


The Administrator of the Small Business Administration, Wendell 
Barnes, was served with a subpoena duces tecum which directed him 
to produce 


the personnel and security files in the possession of the Small 
Business Administration pertaining to Mr. George V. McDavitt 
together with all correspondence, documents, hearing records, etc., 
pertaining to his employment in the [agency].®¢ 


Upon appearing before the subcommittee, Mr. Barnes supplied a 
photostatic copy of Mr. McDavitt’s Form 57,7 but refused to re- 
lease the individual’s security file, pointing out that “the personnel 
security files contained investigative material, and, therefore, I shall 


622 Td. at 882. 
623 Id. at 884-85. 
624 Id. at 885-97. 
625 Td. at 897. 
626 Td. at 199. 
627 Td. at 192. 
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be unable to furnish these to the committee.” °* The following 
colloquy ensued: 























“MR. HADLICK [Legal Consultant to the Committee].°°° Wait 
a minute, Mr. Barnes. Are you going to comply with the subpena 
or are you not? 

“MR. BARNES. I have complied with it to the extent of my 
ability under the regulations pertaining to the executive branch 
of the Government. 

“MR. HADLICK. You have a subpena for the files on Mr. 
McDavitt. Do you have those in your possession? 

“MR. BARNES. I have the personnel files and such security files 
as relate to Mr. McDavitt in my office. 

“MR. HADLICK. Will you please turn those over to the chair- 
man? 

“MR. BARNES. I will not, sir, other than the material which I 
am permitted to under the regulations pertaining to the executive 
branch of the Government... 


“MR. HADLICK. I do not recommend letting a man called 
here make a speech and thumb his nose at the subpena power of 
the Senate . . . .” 8° 






The open hearing was then recessed and the subcommittee was called 
into executive session." When the hearing was resumed, the Chair- 
man decided to go ahead with the proceedings in order to expedite 
matters, and to continue the examination of Mr. Barnes. The legal 
staff, however, was instructed to “look into the legal phase of this 
matter to see whether or not Mr. Barnes has carried out his subpena 
in full by bringing these records.” ** Senator Neely felt: 








In my opinion, a test case should be made and this is a good 
time to do it. Mr. Barnes is doing what many other administrative 
heads have done. He may be right. Nevertheless the highest court 
in the land should, without further delay, be asked to determine 
and proclaim the law of this intolerably prolonged controversy.*** 


Senator Carlson agreed with him. 










628 Td. at 199. 
629 S. Rep. No. 2750, 84th Cong., 2d Sess. II (1956). 
630 Security Program at 199. 

631 Tbid. 

632 Tbid. 

633 Td. at 200. 

834 Thid. 
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In compliance with the Chairman’s direction, the subcommittee’s 
legal staff submitted a report®** which concluded: 


It is clear that the scope of the power of Congress and its com- 
mittees to conduct investigations . . . is limited only [in] that 
the purpose of such investigations must be legitimate and within the 
scope of the powers ascribed to Congress by the Constitution. 
While . . . Congress and its agencies must be guided by sound 
judgment and what is expedient with consideration for the B es 
pose of the inquiry and the state of public and international affairs, 
your staff believes that it is not in the public welfare to permit 
administrative agencies to restrict or hamper the plenary legislative 
power which the constitution has delegated to the Congress and 
enjoined it to exercise.®¢ 


. . . [The] subcommittee has the choice of ignoring this specific 
case so far as definitive action is concerned and embody in its report 
to the main committee for report to the Senate recommendations 
for the institution of a case to be tested in the courts or the enact- 
ment of legislative directives clarifying the question. Or take 
action to make the instant case a basis for court action... .®7 


While the staff recommended that the subcommittee make a test case 
of the Barnes incident,** Chairman Johnston thanked it for the re- 
port and continued: 


... I think the best thing to do at the present time would be just 
to take it under consideration, and we will study the matter and 
decide what to do.® 


2. Civil Service Commission. 


By letter dated June 7, 1955, the subcommittee requested the Civil 
Service Commission to make available to it the security and personnel 
files of one William J. Houston. By letter dated July 5, 1955, Mr. 
Young, Chairman of the Civil Service Commission, submitted to the 
subcommittee a transcript of Houston’s federal civilian employment, 
and a complete employment record as reflected in the Civil Service 
Commission files. With respect to the security file, he explained that 


635 Td. at 247-53. 

636 Td. at 251-52. 

637 Id. at 253. 

638 Ibid. Sie alk 
639 Tbid. Senator Carlson concurred in this ruling. 
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it would not be appropriate to furnish it to the subcommittee. 

On July 22, 1955, Mr. Young was served with a subpoena duces 
tecum commanding the production of all files, documents, etc., re- 
lating to George V. McDavitt, William J. Houston, and Alice M. 
Cooney.“ When Mr. Young appeared before the subcommittee 
pursuant to the subpoena, he declared: 






I am prepared to turn over to the subcommittee a copy of the 
forms 57 and a copy of the service histories relating to the persons 
designated in the subpena. 

I must, however, respectfully decline to submit any other portions 
of the files to the subcommittee. My action in this respect, sir, is 
upon the principle laid down by President Eisenhower in his letter 
of May 17, 1954, to the Secretary of Defense, directing that the 
request of the Committee on Government Operations for the 
production of certain documents be denied.*#? 


Subcommittee counsel observed that this refusal presented “the same 
problem . . . we had with Mr. Barnes,” and claimed that 










Unless this problem is solved, either by the departments allowing 
us access to these files or by the Senate, forcing compliance with 
its subpena power, our work will not only be handicapped but will 
greatly increase the cost of the investigation.®* 












He then sought to ascertain whether the witness had sought to obtain 
the President’s permission to produce the documents to the subcom- 
mittee.“* Senator Carlson took the position that it was the sub- 
committee’s rather than the agency’s responsibility to seek such 
waiver from the President.*** 

Apart from the personnel security files, Mr. Young was asked to 
furnish the subcommittee with a copy of the Commission’s ap- 
praisal of the Small Business Administration security program, 
Mr. Young replied: 


Those security reports . . . have not been made available to anyone 
outside of the Civil Service Commission. They serve as a basis for 





640 Td. at 382. 
641 Td. at 381. 
642 Td. at 381. 


645 Td. at 384-85. 
646 Td. at 391. 






THE GEORGE WASHINGTON LAW REVIEW 


our reports to the National Security Council, and I would have to 
respectfully refuse to furnish it to the committee.®*7 


When Chairman Young appeared before the subcommittee for a 
second time on September 26, 1955, he was again asked to submit the 
findings of his agency’s appraisals and its recommendations, par- 
ticularly those relating to the Small Business Administration. He 
explained that: 


These findings, which I was about to comment on are not 
related to any particular agency by name and, of course, I wouldn’t 
feel free to give the committee the specific recommendations of the 
Civil Service Commission to the agency head with respect to [the] 
operation of his own program.®* 


Subcommittee counsel retorted: 
Will you tell me how we, as a committee, can check with an 


agency to find out if it is following out what you recommended 
without knowing the name of the agency?*® 


Mr. Young agreed that this would be difficult, but declined to specify 


on the grounds that 


correspondence between the Civil Service Commission and the 
head of an agency with respect to his own security program 
[comes] within the area of privileged information of the executive 
branch.*? 


3. The Department of State. 


On September 26, 1955, Mr. Scott McLeod, Administrator of the 
Bureau of Security and Consular Affairs, appeared before the sub- 
committee pursuant to a subpoena duces tecum which directed him 
to produce all the files concerning five named individuals, including 
one Wolf I. Ladejinsky.** When asked whether he was prepared 
to turn those documents over to the subcommittee, he stated: 


Mr. Chairman, I have brought those records with me in ac- 
cordance with the subpena, but in view of the traditional attitude 


647 Ibid. Other reports furnished to the National Security Council were also refused. 
Id. at 409, 686. 

648 Td. at 687. 

649 Thid. 

650 Thid. 

651 Td. at 634-35. 
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on this thing and the separation of powers, I must respectfully 
decline to furnish the committee these files.®°? 






The subpoena was then entered into the record to note noncompli- 
ance, “whatever action the subcommittee wishes to take pursuant 
to the witness’ refusal to be decided at a later time.” ** Subsequently, 
subcommittee counsel offered for the record a prior written refusal 
by the State Department to supply the personnel and security files 
in its possession relating to Ladejinsky.** He then asked the witness 
if he would “categorically refuse” to submit the Department’s Lade- 
jinsky files, and received an affirmative answer.** The interrogation 
proceeded: 






MR. EDENS. Mr. McLeod . . . did Mr. Smith with the Depart- 
ment of Agriculture discuss with you his intentions of releasing a 
ress release concerning the status of Mr. Ladejinsky? 

MR. McLEOD. I think I have to say that I did talk to Mr. 
Smith and decline most respectfully to relay the substance of the 
conversation. 

MR. EDENS. Without relating the substance of the conversa- 
tion, will you tell us whether or not you advised him not to re- 
lease the press release without clearing it with the Secretary of 
State? 

MR. McLEOD. I am sorry, sir. I must decline. 

MR. EDENS. Can you tell us whether or not the question was 
discussed .. . ? 

MR. McLEOD. I am very afraid that that question goes to the 
conversation and I must decline. 

MR. EDENS. Will you tell us whether or not when the two 
of you talked together on the telephone you talked about the 
Ladejinsky case? 

MR. McLEOD. Yes, sir; I did. 

MR. EDENS. Can you tell us what phase of the Ladejinsky 
case he called you about? 

MR. McLEOD. I am afraid I must decline, sir. 

MR. EDENS. It was subsequent to that telephone conversa- 
tion that a press release was given by the Department of Agri- 
culture... was it not? 

MR. McLEOD. I think that is correct. Your question as phrased I 
would indicate there was but one telephone conversation. That is H 
what bothered me. 


- | — 


652 Td. at 634. 
853 Tid. 

854 Td. at 639-41. 
855 Id. at 641-42. 
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MR. EDENS. Was there more than one telephone conversation? 
MR. McLEOD. Yes.*¢ 


4. Department of Agriculture. 


During the preliminary stages of the investigation, the subcom- 
mittee also asked the Department of Agriculture for information 
concerning Wolf I. Ladejinsky.** While the Department complied 
with the request to a considerable extent,** it refused to make 
Ladejinsky’s entire personnel and security file available to the sub- 
committee,*® on the ground that the 


request as presently worded includes material of a security and 
investigative nature which is obtained and kept in confidence in the 
interests of national security, basic investigative problems, and the 
protection of the employee. For that reason, we desire to consider 
the request further before responding in more detail to your 
letter.®© 


When Secretary of Agriculture Benson testified before the subcom- 
mittee on September 27, 1955, he stated in his introductory remarks: 


[OJur Department has not been uncooperative with your com- 
mittee in its work in the past. We have already supplied consider- 
able information about the much publicized decisions affecting 
Mr. Ladejinsky and our security procedures in general. I realize 
deeply my responsibilities to the Congress and its committee and 
want to cooperate wholeheartedly in every respect. 


During the course of his testimony, he was asked by subcommittee 
counsel about certain suggestions he had made to the President 
concerning the administration of the employee security program. 
The following colloquy ensued: 


SECRETARY BENSON. I mentioned, I believe in my statement 
here that I did make certain suggestions to the President. 

Obviously because of the confidential and privileged nature of 
these, I cannot discuss them, .... 


656 Td. at 643. 
657 Id. at 403-07. 
658 Td. at 404-06. 
659 Td. at 406-07. 
660 Td. at 407. 
661 Id. at 735-36. 
662 Td. at 744. 
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MR. EDENS. . . . Wouldn’t it be very helpful to the com- 
mittee . . ., if you would let us have some idea of those recom- 
mendations? .... 

SECRETARY BENSON. Could I take that under consideration? 

MR. EDENS. And discuss it with your counsel? 

SECRETARY BENSON. Yes; I would like to discuss it with 
my counsel and possibly with someone at the White House. 

THE CHAIRMAN. Even if you feel that is confidential infor- 
mation, . .. you might make the suggestions direct to the committee, 
somewhat similar recommendations. 

SENATOR CARLSON. Mr. Chairman, on that point, I do not 
think our committee wants to get in the position of trying to get 
confidential conversations that have occurred between the various 
individuals in the executive branch of the President. 

If the Secretary on his own has some suggestions, that is some- 
thing else,.... 

MR. EDENS. I only wanted the substance of the recommenda- 
tions. ... 


THE CHAIRMAN. As you are aware, my suggestion a moment 
ago was that if he felt he could not [disclose his recommendations 
to the President], then, of course, he could not; but if he could give 
his recommendations to this committee which might be similar to 
the ones which he suggested to the President—he doesn’t have to 
say just what he said to the President, but it seems to me maybe 
he could give us information that might be helpful in the matter. 

SECRETARY BENSON. Of course, I would like to be as 
helpful as I can, and I would be glad to take it under consideration 
and report back to the committee if you would like me to. 

SENATOR NEELY. Mr. Chairman, am I right in assuming 
that the subcommittee does not expect anyone to reveal any part 
of a privileged communication to or from the President of the 
United States? 

THE CHAIRMAN. That is entirely true. We haven’t any 
question there.*¢* 






















5. Department of the Navy. 





Assistant Secretary of the Navy for Air, James H. Smith, was 
subpoenaed to appear before the subcommittee on September 27, 
1955, and to bring with him records pertaining to one Abraham 
Chasanow.** In the course of his examination, he was asked for 
those records. Admiral Nunn, the Judge Advocate General of the 
Navy, replied in his stead: 





663 Td. at 744-45. 
664 Td. at 764-65. 
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Of course, we are unable to produce the records of Mr. Chasanow. 
We have offered to produce an expurgated version of his record 
if he consents. We think we must think of his rights in this case, 
as well as comply with current instructions regarding these per- 
sonnel files.6© 


The Chairman asked if Mr. Chasanow’s consent had been sought, and 
was informed that it had not been received as yet.*® The subpoena 
was read into the record at this point for the purpose of showing 
noncompliance.** Admiral Nunn explained that he had been re- 
quested by subcommittee counsel some months before to submit 
these records and that he had outlined the Navy’s position in his 
reply, in which he asked if the subcommittee desired to have him 
seek Mr. Chasanow’s consent to release this confidential material. 
He made such an inquiry of Mr. Chasanow by letter, and having 
received no answer to it, he orally sought Mr. Chasanow’s consent. 
Mr. Chasanow refused on the ground “I have had enough of having 
my name passed around.” ** Subcommittee counsel then stated that 
the records had been subpoenaed for the purpose of studying them 
to determine the existence of errors. “However,” he concluded, 


“Mr. Chasanow has appeared before this committee and [has] given 
us the details.” °° 


6. Other Agencies. 


Similar incidents occurred during the testimony given on behalf 
of many other agencies. In order to avoid repetition, we shall sum- 
marize them briefly. —The Department of Justice refused to disclose 
whether any information furnished by an informer, Paul Crouch, had 
found its way into any government employee’s personnel file. It based 
the refusal on the ground that information concerning investigative 
memoranda and FBI reports could not be revealed.° The same 
Department withheld the personnel and security files relating to one 
Harvey Matusow from the subcommittee on the ground of “long- 
established policy.” ** The Government Printing Office, although 


665 Td. at 764. 
666 Thid. 

867 Id. at 764-65. 
668 Td. at 765. 
669 Tbid. 

670 Td. 396-97. 
671 Td. at 397-98. 
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subpoenaed to produce the security file of one Edward Roy Dixon,*” 
refused to state whether Dixon had been discharged as a security risk 
because 


in our compliance with the security program under 10450 and 
Public Law 733, we have to consider that all files of a security 
nature are confidential. . . 678 


The Veterans’ Administration refused to produce personnel security 
files** and to testify with respect to their contents.°* The Chairman 
of the Personnel Security Advisory Committee refused to turn over 
subpoenaed documents relating to the operation of the government 
employees’ loyalty and security program under Executive Order 
10450, including minutes of meetings held with security officers or 
the heads of the various Executive agencies. He based his refusal 
on the President’s letter of May 17, 1954.%" He also “liked” 


to call the subcommittee’s attention to the fact that the Personnel 
Security Advisory Committee is informally attached to the Execu- 
tive Office of the President.®7® 


D. The Committee Report on the Administration of the Federal 
Employees Security Program®” 


The voluminous report®™ on the Federal Employees’ Security Pro- 
gram deals to a considerable extent with the refusal of the Executive 
branch to furnish documents requested either informally or by way of 
subpoena. 

Part II of the report, entitled “Refusal of Agencies to Submit 
Documents on Request or in Compliance with Senate Subpenas,” 
starts out: 


At the outset and throughout the period of its existence the sub- 
committee and staff have been handicapped in their work by the 
refusal of the various executive agencies to submit files, upon 


872 Td. at 899-900. 

673 Td. at 904; see also note 168, supra. 

674 Td. at 858-59. 

875 Td. at 611-12. 

676 Tq. at 872-73. 

877 Td. at 872. 

678 Thid. 

679 S. Rep. No. 2750, 84th Cong., 2d Sess. (1956). 
680 The report is 548 pages long. 
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written request or by subpena, which files had a bearing upon the 
operation of the Government employees’ security program, the very 
subject designated to the subcommittee to investigate.®* 


Having reviewed the instances of refusal, the report formulated the 
basic problems as follows: 


First, Can the legislative branch, in the exercise of its functions and 
subpena | anne compel the attendance as witnesses of Executive 
officials for the purpose of receiving their testimony? Second, 
When Executive officials are present at a legislative hearing, can 
they refuse to produce documents essential to the legislative inquiry 
or refuse to answer interrogatories relative to essential evidence on 
the ground that they have been enjoined against so doing by order 
of a higher Executive authority.*° 


The report concluded that while there is no 


authority or decision which supports the claim of any Federal 
official including the President of the United States to be exempt 
from answering a proper legislative subpena enjoining their ap- 
pearance at a proper time and place to give essential testimony,* 


it was an open question whether, in the absence of a statute, the head 
of a department could be compelled to appear in person before a 
congressional committee.*4 

The Committee’s pertinent formal conclusions were: 


15. While all department and agency heads appeared, or made 
provision for an assistant acceptable to the subcommittee to appear, 
when subpenaed, the committee cannot pass by lightly the con- 
tention made by several department heads that they are not subject 
to the power of subpena of the Senate for their personal appearances. 
In the view of the committee all Federal personnel, no matter of 
what rank or how appointed, must make personal appearance before 
a duly authorized Senate committee when subpenaed so to appear. 
The question of immunity, or the confidential nature of material 
sought, may raise other questions, but of the right to demand a 
personal appearance as demanded by a subpena, there can be no 
question. 

16. The interpretation placed upon the President’s directive by 
departments and agencies, as to disclosures to be made to the con- 


680a S. Rep. No. 2750, 84th Cong., 2d Sess. 60 (1956). 
680b Td. at 69. 

680¢ [bid. 

680d Id. at 76. 
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gressional committees by [them], is such as to force Congress to 
legislate in a vacuum. Each department or agency head is the 
arbiter of what he should disclose, and in some instances disclosures 
were made when they reflected credit on the department or a ency 
or discredit on a committee witness. The investigation conducted 
by this subcommittee has been needlessly delayed and stymied 
because of refusal[s] by various departments and agencies to dis- 
close names and files vital to an understanding of the prob- 
lem . . . 68 





The Committee finally recommended that 


steps be taken by the several committees to provide a test in the 
courts to determine the respective powers of the Congress and the 
executive agencies.®*? 


THE INVESTIGATION OF THE DESTRUCTION OF 
THE FARM PoPpuLATION PAMPHLETSs.**” 


A. The Hearings. 


Early in 1958, it came to the attention of Representative Fountain, 
Chairman of the Intergovernmental Relations Subcommittee of the 
House Committee on Government Operations, that the Department 
of Agriculture had withdrawn from distribution and destroyed 2500 
printed copies of a pamphlet called “Farm Population Estimates for 
1957.” By letter dated February 27, 1958, he requested the Secretary 
of Agriculture to furnish the subcommittee with (1) copies of the 
revised published version of this pamphlet, together with the original 
or uncirculated version, (2) an outline of the changes made in the 
revised version and the reasons for such changes, (3) a statement of 
the number of copies withheld from circulation and the disposition 
of such copies, and (4) an explanation of the reasons for instructing 
departmental officials not to discuss this matter.*** Assistant Secretary 
of Agriculture Don Paarlberg replied on March 3, 1958, furnishing 
much of the requested information. As to the original version of 
the pamphlet, he stated, however: 


680e Td. at 545. 
_ 881 Id. at 548. To our knowledge, Congress did not institute any contempt proceedings 
In connection with this investigation. 

882 Withholding of Information by Department of Agriculture, Hearing Before a 
mre of the House Committee on Government Operations, 85th Cong., 2d 
s. : 
683 Id. at 2-3. 
$84 Td. at 3-4. 




















THE GEORGE WASHINGTON LAW REVIEW 


The uncirculated and unapproved version was revised and is, 
therefore, a basic part of the working drafts upon which the final 
report is based. These drafts, of course, are not available for re- 
lease.®85 


He also explained that officials of the Department had been advised 
not to disclose the deleted material because it was not considered 
“representative.” °¢ 


In a second letter, dated March 7, 1958, addressed to Secretary 
Benson, Representative Fountain again sought to obtain the original 
pamphlet.*** He deplored the fact that the Department had refused to 
furnish the subcommittee with the requested information, and stated: 


Since the Department of Agriculture has thus far refused to 
disclose the exact nature of the information deleted from Population 
Estimates for 1957, I am not in a position to judge its importance. 
It may be that the information is relatively unimportant and that 
the Department has logical reasons for removing it from an official 
report. This might be an understandable basis for not wanting to 
endorse or circulate the information concerned, but it would not 
justify an attempt to conceal the facts from Congress. When 
documents are withheld and officials are forbidden to talk, an 
inference is inevitably created that the Department has something 
to hide.®*8 


The letter also stressed that while Mr. Paarlberg “was unable . . . to 
cite any statutory authority for his refusal,” *® the right of the 
Committee on Government Operations to obtain information was 
set forth in 5 U.S.C. § 1054.9 


Assistant Secretary Paarlberg, however, adhered to his position 
that “the draft of the report as finally revised is a basic part of the 
working papers of this Department which, of course, are not available 


685 Td. at 3. 

686 Td. at 4. 

687 Td. at 4-5. 

688 Td. at 4. 

689 Ibid. 

690 Id. at 5. 45 Stat. 996 (1928), 5 U.S.C. § 105a (1958), provides: 

Every executive department and independent establishment of the Government 
shall, upon request of the Committee on Government Operations of the House, or 
of any seven members thereof, or upon request of the Committee on Government 
Operations of the Senate, or any five members thereof, furnish any informa- 
tion requested of it relating to any matter within the jurisdiction of said com- 


mittee. 
For an analysis of 5 U.S.C. § 105a, see pp. 881-83 infra. 
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for release.” He added that the cost of the final revision was ap- 
proximately $50.78. 

At this point Congressman Fountain decided to hold a hearing and 
to call witnesses from the Department of Agriculture in order to 
obtain the information,®” and requested Assistant Secretary Paarl- 
berg and those who assisted in preparing the pamphlet to be present 
to testify before the subcommittee. He asked Secretary Paarlberg 
specifically to bring a copy of the original version with him to the 
hearing, scheduled for April 3, 1958.°°* 

In his opening remarks at the hearing, Congressman Fountain 
stated that the broad principle involved in the controversy was the 
preservation of the independence of each of the branches of Govern- 
ment, and he reiterated his conviction that “the present trend toward 
arbitrary secrecy” threatened to render the Legislative branch nothing 
more than a “subsidiary and legislative tool of the Executive.” ** 

Assistant Secretary Paarlberg was called as the first witness. He 
furnished copies of the original version of the pamphlet to the sub- 
committee and to the press,®® and gave the following explanation 
of the circumstances surrounding the suppression of the original 
version. Each year the Department of Agriculture in the prepara- 
tion of its farm population report sends out a questionnaire inviting 
comments from individual farmers regarding the movement of farm 
population. In 1957, statisticians of the Department decided for the 
first time to include 125 of these comments in the report in direct 
quotation and prepared a draft manuscript on that basis. Many of 
the comments reflected a decidedly pessimistic outlook on farm con- 
ditions. Through an error in clearance procedures this manuscript 
was printed without the approval of the Administrator of the Agri- 
cultural Marketing Service. 

After reading the report in its printed form, the Administrator 
ordered it withheld from circulation until the new material could be 
evaluated. Assistant Secretary Paarlberg ultimately made the de- 
cision to issue the pamphlet in its traditional form. Believing the 
comments to be personal, misleading, and possibly confusing to the 





691Letter of March 14, 1958, Withholding of Information by Department of 
Agriculture, supra note 682, at 5-6. 
692 Td. at 2. 
693 Id. at 6. 
694 Td. at 1-2. 
695 Td. at 9. 
696 Td. at 9-12. 
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public, he ordered the 2500 copies already printed to be de- 
stroyed.*” In summary he said: 


We felt at the time we withdrew the unapproved version that 
it would be best to use the comments for analysis rather than for 
publication. We thought it clearly within the province of the 
Department to determine in what form the information should be 
published. 

In view of the interest which has arisen about the publication, we 
feel that it is now better to make public the minor nature of the 
revisions than to withhold this information further, thereby sug- 
gesting the possibility that the withheld information was either 
useful to the public or damaging to the Department.®® 


Mr. Paarlberg, however, adhered to his position that the pamphlet 


was a draft in the sense that it did not have the full approval and 
clearance that a document of this sort should have. In the sense 
that it had been offset printed, it was, of course, no longer a draft. 
But, in my judgment, until the material had been released and 


distributed, it still deserved review at the Assistant Secretary 
level.®° 


Assistant General Counsel Koebel supported this interpretation of 
the legal status of the pamphlet: 


I think it is the key point to this whole problem that this thing 
got into so-called print before it was withdrawn. If this had been in 
the form of an informal manuscript with some handwriting on 
it, it doesn’t occur to me normally your committee would expect 
to see things like that. This happened to be in printed form, but 
again I urge that was an accident here. It has been completely 
explained how that happened. It is still to us technically as though 
it were a handwritten, hand edited manuscript, and in that class— 
I don’t see that the Department’s withholding anything from the 
Congress, when we say to you, we don’t wish to show you all the 
steps we took to reach a decision, we are naturally going to show 
you what the decision is. But our internal consultations and advices 
and exchange of opinion we would prefer not to. 


During this discussion of the status of the pamphlet, Representative 
Fountain explained that he did not think that 


697 Td. at 10-12. 

698 Td. at 12. 

699 Id. at 30. 

700 Id. at 52-53; see also id. at 33. 
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any Member of Congress would insist upon the right to extract 
from them [i.e., the Executive branch] the nature of all of the 
conversations which took place behind the scenes in connection 
with the preparation of this report or in the making of decisions 
relating thereto. 


Representative Hoffman agreed, but recalled that sometimes the 
committee staff “think that we ought to know what these gentlemen 
are thinking . . .”? To this, Mr. Fountain replied: 


Maybe sometimes members of our respective staffs are a little bit 
overzealous. That happens quite frequently.™® 


Toward the end of the hearing, committee counsel asked Assistant 
General Counsel Koebel about the relation of 5 U.S. C. § 105a to the 
Department’s claim of Executive privilege. Mr. Koebel replied: 


[T]hat statute could not stand in the way of the privilege which 
the Attorney General has asserted that the Chief Executive has. 


When asked whether an assertion of the Attorney General could 
override a statute, Mr. Koebel indicated that he preferred not to 
answer that question.” 

Mr. Fountain concluded the hearing: 


.. . [T]he situation has developed to the point it has because the 
information was eta withheld. I think all of you were very 
wise in coming before the subcommittee and in making this par- 
ticular information public. I think your presentation today cer- 
tainly puts you in a more favorable light than you would have been 
in had you continued to refuse to present it to the committee. I’m 
sorry we had to call a public hearing to get it.7 


B. Analysis of 5 U.S.C. § 105a. 


In view of the stress placed by the subcommittee on the argument 
that 5 U.S.C. § 105a places upon the executive departments the duty 
to furnish to the Government Operations Committee of either House 
any information requested by such Committee, a brief discussion of 
that section appears appropriate. 


701 Td. at 34. 
102 Thid. 
708 Thid. 
104 Td. at 54. 
705 Td. at 55. 
706 Td. at 58. 
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The basic answer to the subcommittee’s theory, of course, is that 
the authority of the Executive branch to withhold information flows 
directly from the constitutional power in the President as the Chief 
Executive and from the very concept of the separation of powers;™ 
hence, it cannot be abrogated by statute. Moreover, the legislative 
history of 5 U.S.C. § 105a indicates that its import is far narrower 
than its language would seem to indicate. 

5 U.S.C. § 105a* is derived from section 2 of the Act of May 29, 
1928, 45 Stat. 996, which originally referred not to the Committees 
on Government Operations, but to their predecessors, the House and 
Senate Committees on Expenditures in the Executive Departments.™ 
The principal purpose of the 1928 Act, embodied in its first section, 
was to repeal legislation which required the submission to the 
Congress of some 128 reports, many of which had become obsolete 
in part, and which, in any event, had no value, served no useful 
purpose, and were not printed by the House of Representatives.” 
A study of the Bureau of Efficiency had recommended the elimina- 
tion of those reports.” 

Section 2 of the 1928 Act contains the language which has been 


codified in 5 U.S.C. § 105a. The legislative history, however, indi- 
cates that the purpose of the 1928 Act was not to assert a sweeping 
right of Congress to obtain any information it might desire from the 
Executive branch. The aim of section 2 was far more limited, v7z., 
to make 


it possible to require any report discontinued by the language of 
this bill to be resubmitted to either House upon its necessity be- 
coming evident to the membership of either body.”"™* 


Or, in the words of the House Report:"” 


To save any question as to the right of the House of Representa- 


707 See the statement of Attorney General Rogers of March 6, 1958 and President 
Eisenhower’s letter to the Secretary of Defense of May 17, 1954 and supporting 
memoranda. Freedom of Information and Secrecy in Government, Hearings on S. 921 
Before the Subcommittee on Constitutional Rights of the Senate Committee on the 
Judiciary, 85th Cong., 2d Sess. 31, 271-77 (1958). 

708 Supra note 690. 

708 The House and Senate Committees on Expenditures in the Executive Depart- 
ments adopted their present names in 1952. See 5 U.S.C. § 105a, note (1958). 

710 H.R. Rep. No. 1757, 70th Cong., Ist Sess. 2-3 (1928). The Senate apparently 
printed those reports that were “never used and have never been called for” at an 
annual expense of $50,000. 69 Cong. Rec. 10613 (1928). 

711 H.R. Rep. No. 1757, 70th Cong., Ist Sess. 2 (1928); S. Rep. No. 1320, 70th 
Cong., Ist Sess. 1 (1928) ; 69 Cong. Rec. 10613 (1928). 

71la S. Rep. No. 1320, 70th Cong., Ist Sess. 4 (1928). 

712 H.R. Rep. No. 1757, 70th Cong., Ist Sess. 6 (1928). 
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tives to have furnished any of the information contained in the 
reports proposed to be abolished, a provision has been added to the 
bill requiring such information to be furnished to the Committee 
on Expenditures in the Executive Departments or upon the request 
of any seven members thereof. 


The scope of 5 U.S.C. § 105a thus appears to be closely tied to 
the 128 reports abolished by section 1 of the Act of May 29, 1928. 


INVESTIGATION OF THE ANTITRUST CONSENT DECREE 
PROGRAM OF THE DEPARTMENT OF JUSTICE." 


In investigating the practice of the Department of Justice of 
terminating antitrust cases by way of consent decrees, the subcom- 
mittee examined two individual consent decrees in detail,"* viz., the 
decrees entered in the oil pipeline antitrust action in 1941, and in 1956 
in the action brought against the American Telephone and Telegraph 
Company and the Western Electric Company (hereafter referred to 
as the “A. T. @ T. case”).™> The first decree, which had been in 
effect for sixteen years, was selected, among other reasons, because 
it “delineated the Antitrust Division’s procedures and the enforce- 
ment problems that arise when a consent decree’s provisions become 
the standard for an entire industry.” * Moreover, the subcommittee 
was critical of what it considered inadequate enforcement of the 
decree.’ The A. T. & T. case was chosen “because of the wide 
disparity between the relief asked for in the Government’s complaint 
and the relief it received in the decree.” “* The subcommittee was 
particularly concerned about the failure of the consent decree to 


713 Consent Decree Program of the Department of Justice, Hearings Before the 
Antitrust Subcommittee (Subcommittee No. 5) of the House Committee on the 
Judiciary, 85th Cong., Ist & 2d Sess., pts. I & II (1957-1958) [hereinafter cited as 
Consent Decree Program]; Report on H.R. Res. 27 of the Antitrust Subcommittee 
of the House Committee on the Judiciary, 86th Cong., Ist Sess. (1959) [hereinafter 
cited as Subcommittee Report). 

714 Subcommittee Report at XI. 

715 Tbid. 

716 Tbid. 


171d. at 178-86. The consent decree was entered in 1941. In April 1957, the 
Subcommittee asked the Department for pertinent information; on September 19, 
1957, the Subcommittee announced that it would hold hearings on the enforcement 
record of the decree; the first enforcement motions were filed by the Department of 
Justice on October 11, 1957, ten days before the hearings opened. Id. at 186, 240-42. 
For the outcome of the enforcement proceedings, see United States v. Atlantic Ref. 
Co., 360 U.S. 19 (1959). 


718 Subcommittee Report at XI. 
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provide for a separation of Western Electric Company from A. T. 
at 


A. The Oil Pipeline Decree and Its Enforcement. 


Prior to the hearings, the subcommittee made detailed demands 
on the Department of Justice for documents and information con- 
cerning the enforcement of the consent decree.”*° While the Depart- 
ment complied with many of those requests," there were several 
instances in which it refused to supply the desired information to 
the subcommittee. 


The subcommittee’s letter of April 18, 1957, asked for correspond- 
ence between the Department and some of the pipelines, depart- 
mental drafts, and intradepartmental memoranda, including one which 
summarized factually the results of an FBI investigation undertaken 
with reference to compliance with the consent decree.** The De- 
partment refused to accede to those demands on the ground that 
those documents 


reflect almost completely either staff recommendations or dif- 
ferences in view. Should we decide some court action is called for, 
releasing those documents . . . could seriously prejudice any re- 
sulting litigation. Immediately clear is the disadvantage that would 
stem from revealing differences in staff views or investigative re- 
ports that could form the basis of any action in court.™% 


On July 12, 1957, the subcommittee requested copies of all written 
“interpretations, and an explanatory statement of each official oral 
interpretation that has been made of the various provisions of the 
judgment,” as well as “a statement that summarizes the factual re- 
sults of each of these FBI investigations” which had been instituted 
to determine compliance with the consent decree.”* The Depart- 
ment felt it could not furnish this information.”* With respect to 
the interpretations of the consent decrees, it took the position: 


719 Td. at 31-36, 290-94. The minority report stressed that the two cases selected 
were not representative of the Department’s antitrust consent decree program, indeed, 
that they were “obviously picked as bad examples.” Id. at 307. 


720 Consent Decree Program at 97-108. 

721 Tbid. 

722 Td. at 98-99. 

723 Letter of April 22, 1957, id. at 100; see also letter of May 14, 1957, id. at 102. 
724 Td. at 104. 

725 Id. at 105-06. 
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The Department .is currently —— possible enforcement 
steps which involve these interpretations. Many of these so-called 
interpretations were little more than expressions of opinions as to 
the position that the Department might take if and when certain 
events were to occur. All were confined solely to specific in- 
dividuals and at times unique problems. And the Department 
might well urge that these prior interpretations had no bearing 
on any particular enforcement move—contemplated now or in the 
future. Accordingly, to disclose such interpretations now, I believe, 
might complicate enforcement of the above judgment. 


The Department also refused to give the subcommittee any sum- 
maries of the FBI reports on the ground that the 


factual results of the reports are not susceptible of summary in the 
form of a statement and any attempt at summarizing the 0 gaa 
would necessarily divulge some figures that were obtained by 
the agents with the understanding that they would be published only 
in court. 


During the hearings, subcommittee counsel renewed his demand 
for the written interpretations and explanatory statements of the 
consent decree, pointing out that they all had been compiled in one 
volume.** Assistant Attorney General Hansen explained that en- 
forcement proceedings were pending and “that we should prejudice 
the possible interests of the Government by disclosing opinions that 
might be read out of context” and that disclosure of those interpre- 
tations would be “exceedingly embarrassing.” 77 

Representative (now Senator) Keating supported Mr. Hansen, 
agreeing that opponents’ counsel would be most interested in learning 
which points of its case the Government considered strong and of 
which aspects it was less confident."* 

Subcommittee counsel then brought out that some of those inter- 
pretations had been made available to the defendants and implied that 
the subcommittee certainly was entitled to those which had been 
given to the defendants." The reply to this was that the compila- 
tion did not indicate which interpretations had been made available 
to the defendants. Chairman Celler concluded this argument by 


726 Td. at 78. 

727 Thid. 

728 Td. at 78, 80. 
729 Ibid. 
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stating that the subcommittee had obtained almost all of the inter- 
pretations from the files of the various defendants.” 

The hearing thereupon proceeded to the factual summaries of the 
FBI reports. When subcommittee counsel asked: 







Is there or is there not a memorandum prepared in 1953 that sum- 
marizes factually the results of the FBI investigation? 751 








Mr. Hansen replied: 


This is shocking to me. I cannot understand how a committee here 
would want to try the lawsuit, prejudice the Government in the 
cases we have pending, asking us to give confidential files of results 
of the FBI investigation, damage possibly innocent defendants or 
possible defendants and just tie our hands in the prosecution. It is 
just beyond me.”82 









Representative Keating agreed: 





It is equally shocking to me, Judge Hansen. I do not think this 
is an area that we ought to go into at all with this litigation pending. 
It may prejudice the Government. It may prejudice one of these 
defendants that is now brought into court." 








Chairman Celler felt that the subcommittee had “a perfect right to 
go into it. We are not prejudicing anybody in this case. We want 
to know how this situation developed.” ™ 

Subcommittee counsel finally tried to ascertain why the Depart- 
ment failed to furnish the letters which it had written to some of the 
defendants.*** Mr. Hansen explained that these letters reflected staff 
recommendations, and that, above all, he did not want them to be used 
by defendants, other than the addressees themselves.*° 

The basic problem underlying this aspect of the investigation was 
brought out in the following colloquy: 













MR. HANSEN. Is it the ruling of the chairman here that the 
Department is asked to disclose its intercommunications and recom- 









730 Td. at 80. 
781 Tbid. 

732 Td. at 81. 

733 Ibid. : 
734 Ibid. Subsequently it appeared that some of the instructions for the FBI in- 
vestigations withheld by the Department from the subcommittee had been obtained by 
one of the defendants as the result of an FBI agent’s mistake. Id. at 86-91. 

735 Td. at 92-95. 
736 Td. at 93-95. 
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mendations of staff members even though there might be difference 
of opinion, notwithstanding the fact that it is the firm conviction 
of everyone in the Department that if we are going to have orderly 
process and get the best work out of the individuals, that they 
might be free to disagree with their superiors without being 
subject to later hearings as to whether they were right or whether 
they were wrong, and also to disclose the facts of our files that 
might be peed Boy to confuse issues that are here?™87 

THE CHAIRMAN. [Representative Celler] Judge Hansen, we 
are endeavoring to find out whether or not the Department of 
Justice during all those years .. . ha[s] been derelict in the en- 
forcement of this decree. How can we find out whether there has 
been dereliction unless we know some of those facts? We would 
be very much like a blind man in a dark room looking for a black 
cat. We wouldn’t know, and if we are confronted with this 
silence on your part, then we can’t go on with this situation."** 

MR. HANSEN. . . . Certainly I think that the committee ought 
to wait until the cases have had an opportunity to be tried in court. 
Then, if we are at fault, you can take your legislation, but here 
we are prejudicing cases we have got filed. You are disrupting 
the operation of our Division. You are hurting the morale of our 
Division, and I feel that our position is sound when we say that 
our intercommunications between staffs should be kept confi- 
dential.79° 


B. The A. T. &@ T. Consent Decree. 


On May 29, 1956, the subcommittee requested the Department 
of Justice to furnish “all files in the Department of Justice relating 
to the negotiations for, and signing of, a consent decree in” the 
A. T. @ T. case.™ 

The Department of Justice replied on July 13, 1956, as follows:™* 


The staff of the Antitrust Division has examined in detail this 
Department’s files relating to the negotiations and formulation of 
that decree. The bulk of these documents fall in two categories: 
first, material submitted by defendants regarding their operations; 
and, second, memoranda by various members of the Antitrust 
Division concerning negotiation conferences as well as decree 
provisions. 

Documents relating to defendants’ operations, I emphasize, were 


737 Td. at 206. 

738 Td. at 207. 

739 Tbid. 

740 Td. at 1674. 

741 Td. at 1674-75. For the full text of this letter, see Subcommittee Report at 329, 
and 102 Cong. Rec. 15431 (1956). 
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produced, not pursuant to interrogatories or court order, but rather 
in the course of good-faith negotiation of a consent settlement. 
Some touched on confidential aspects of the defendants’ operations, 
Were they made available to your subcommittee, this Department 
would violate the confidential nature of settlement negotiations and, 
in the process, discourage defendants, present and future, from 
entering into such negotiations.**? 

In any event, as I wrote you over a year ago, on May 6, 1955, 
Department policy does not permit disclosure of staff memoranda 
or recommendations. As I indicated, the decision whether or not 
to settle, and if so on what terms, may involve difficult judgments. 
Reaching these judgments, I am sure you appreciate that men equall 
devoted to vigorous antitrust enforcement may will differ. To 
enable intelligent final decision, therefore, full and open discussion 
is required frequently, not only by all members of the staff but 
also by the staff with the Assistant Attorney General. This process 
of interchange may endure over some time. And, as a result of 
discussion, any participant must feel free to alter his views as the 
merits of argument dictate. This essential process of full and 
flexible exchange might be seriously endangered were staff mem- 
bers hampered by the knowledge they might at some later date be 
forced to explain before Congress intermediate positions taken. The 
responsibility for explaining such decisions thus rests upon the 
Assistant Attorney General and ultimately upon the Attorney 
General. 


As the President of the United States directed in a like instance: 


“Because it is essential to efficient and effective administra- 
tion that employees of the executive branch be in a position 
to be completely candid in advising with each other on 
official matters, and because it is not in the public interest 
that any of their conversations or communications, or any 
documents or reproductions, concerning such advice be dis- 
closed, you will instruct employees of your Department that 
in all of their appearances before [congressional committees] 
. . + Not to testify to any such conversations or communica- 
tions or to produce any such documents or reproductions. 
This . must be maintained regardless of who would be 
benefited by such disclosures.” 


742 The subcommittee thereupon requested A.T. & T. to submit all documents, etc., 
relating to the entire course of negotiations with the Department of Justice which 
culminated in the consent decree terminating the Government’s antitrust action. Con- 
sent Decree Program at 1675-76. The company voluntarily complied with this re- 
quest “in detail and in the utmost good faith,” submitting “literally thousands of 
“won . . + promptly and without hesitation.” Id. at 1676, Subcommittee Report 
at 42. 

743 The files of the Department of Justice indicate that this letter actually was 
dated May 5, 1955. 
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The danger of abandoning that policy in the case of a law en- 
forcement agency seems clear. Revealing staff disagreement on 
issues might well cramp effective enforcement. 


During the hearing before the subcommittee, Mr. Hansen restated 
the reasons underlying the nondisclosure of intradepartmental memo- 
randa: *** 


I feel very strongly that if any department of Government is to 
effectively operate, you must have a system whereby the members 
of that particular division or department or section can freely 
speak their mind. 

Now, I encourage free and frank discussion among my staff and 
I would be very much discouraged if the staff were to try to guess 
what my conclusion is and therefore agree with me. 

I agree that it is absolutely essential for efficient operation that 
you have the staff intercommunications kept confidential, because 
if you do not, they are not going to freely speak their opinion; if 
they are going to be subject to criticism later the job just can 
not be done. 


Mr. Hansen adhered to this position even after Chairman Celler 
had confronted him with two statements proclaiming the supremacy 
of the congressional need for information, one made by Vice Presi- 
dent Nixon when he was a member of the House of Representatives, 
and the other by Attorney General Rogers when he was chief counsel 
to a Senate investigating committee."*° 

Mr. Hansen stressed that while he had advised two former at- 


torneys of the Department that they were free to testify on the 
A. T. @ T. case," 


individuals of the Division should not be subjected to having their 
opinions questioned, where they might be different from those 
of the head of the Division.747 


744 Consent Decree Program at 3698. 

745 Id. at 3698-3701. Attorney General Rogers had signed the July 13, 1956 letter 
when he was Deputy Attorney General. 

746 Two former attorneys of the Antitrust Division, Mr. Victor Kramer and Mr. 
Foote, were advised : 

Under all the circumstances peculiar to this case, we do not at the present 
time think it appropriate or desirable to suggest to you that you assert any 
privilege on behalf of the Department with regard to any information within 
your knowledge which is relevant to the negotiations of the decree in the 
Western Electric case. Id. at 3576-77, 3647. 

Mr. Kramer testified that he was critical of the proposed settlement of the 4.7. & T. 


case, and that he refused to sign the proposed consent decree. Id. at 3574-75, 3578. 
TAT Td. at 3699. 
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Subcommittee counsel furthermore charged that the Department of 
Justice “had refused to make available any of [its] . . . files relating 
to the decree in the A. T. & T. case.” * To this Mr. Hansen replied 
that while the Department had denied the subcommittee’s blanket 
request for all the files, it did not refuse any request for specific files.™ 
He had to concede, however, that he never advised the subcommittee 
of any files which it could examine,” and admitted that it might be 
difficult for a subcommittee to make demands for specific documents 
without having examined the files. 


C. The Subcommittee Report.” 


The majority report of the subcommittee was highly critical of 
the Department’s refusal to furnish the requested information. 
The introduction to the report stated: 


Early in the course of the committee’s study it became apparent 
that wholehearted cooperation would not be forthcoming from the 
Department of Justice. The Department was reluctant to provide 
anything except generalized information on overall Antitrust 
Division policies and the broad theories that were the basis of the 
Department’s program. When the committee desired information 
about specific cases or particular actions taken by representatives 
of the Antitrust Division, in most instances such information was 
refused.758 


And again: 


The uncooperative attitude displayed by the Department of 
Justice throughout this investigation hampered the committee in its 
work. It made more difficult the committee’s analysis of the 
benefits, as well as the dangers, that attend the administration by 
the Department of Justice of its consent-decree program. 

The extent to which the Department of Justice went to with- 
hold information from the committee in this investigation is un- 


748 Td. at 3702. : 

749 Tbid.; see also the colloquy on 3702-15 indicating that in some cases specific 
files were denied because they were privileged interdepartmental communications. In 
some instances, other Government departments made such correspondence, including 
correspondence with the Department of Justice, available to the subcommittee. Id. 
at 3714-15; Subcommittee Report at 42-43. 

750 Consent Decree Program at 3702, 3703. He did not consider it, however, his duty 
to advise the subcommittee of materials which might be of interest to it. In this he 
was supported by Representative Keating. Id. at 3703. 

751 Td. at 3711-12; see also id. at 3713-14. 

752 Subcommittee Report at XI-XIII, 39-42. 

753 Id. at XI. 
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paralleled in the committee’s experience. The Department’s attitude 
implied that the reluctance to provide information to the com- 
mittee resulted from a desire to cover up those facts which the 
Department considered to be embarrassing.”®* 


It also stressed that much, if not most, of the very information denied 
to the subcommittee by the Department of Justice on the ground that 
it was privileged or made available to it in confidence by A. T. & T. 
was voluntarily furnished to the subcommittee by A. T. & T., the 
Department of Defense, and the Federal Communications Commis- 
H 755 

The minority report” disagreed sharply with the substantive con- 
clusions reached by the majority. It did not discuss, however, the 
merits of the various refusals of the Department of Justice to comply 
with the subcommittee’s demands for documents. 


Tue U-2 INcwENT 


During the hearings before the Senate Committee on Foreign Re- 
lations relating to the events incident to the abortive Summit Con- 
ference of May 1960,"" the question was raised as to whether it was 
wise to send a flight over Russia so close to the scheduled beginning 
of the Summit Conference. The President and Secretary of State 
Herter had stated that it was important to undertake the flight at that 
time because the information then sought might not be available 
subsequently.* However, when the Committee inquired about the 
nature of the intelligence which the flight was intended to obtain, Mr. 
Herter and Mr. Dulles, Director of the Central Intelligence Agency, 
both “declined, for reasons of security, to tell the Committee what 
this information was.” The Committee report recognized 


that the Administration has the legal right to refuse the informa- 
tion under the doctrine of executive privilege.” 


754 Td. at XIII. 

755 Td. at 42-43. 

756 Td. at 306-28c. 

757 See Events Incident to the Summit Conference, Hearings before the Senate 
Committee on Foreign Relations, 86th Cong., 2d Sess. (1960) and S. Rep. No. 1761, 
86th Cong., 2d Sess. (1960). 

758 S. Rep. No. 1761, 86th Cong., 2d Sess. 7 (1960). 

789 Ibid. The pertinent discussion appears to have been deleted from the published 
Oy anes a a Committee. See Events Incident to the Summit Conference, note 

ra at III. 


760 S. Rep. No. 1761, 86th Cong., 2d Sess. 22 (1960). 
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Nevertheless, it stated that 


a Government based upon a separation of powers cannot exist on 
faith alone,7* 


and indicated its disappointment that the Executive branch 


did not see fit to confide in it [the Committee] this one piece of 
information which is crucial to reaching an informed judgment." 


Senator Fulbright, the Chairman of the Committee, was more 
outspoken during his speech submitting the report to the Senate. 
He stressed the ambiguities always inherent in the invocation of 
Executive privilege. By concealing the facts, it creates the suspicion 
that disclosure would not be against the national interest, but merely 
embarrassing to those who invoke the privilege. ‘The Senator pointed 
to the circumstance that the Executive branch had refused to divulge 
the nature of the information sought by the U-2 flight even under 
conditions of complete secrecy, while it had disclosed during the 
hearing some other extremely sensitive matters. This, in his opinion, 
raised the question of whether 


the information sought on May 1 was in fact as important as it 
has been represented, 


or whether 


the alleged extraordinary importance of this information is the ad- 
ministration’s cover story for its own costly mistake." 


DIVISION THREE-INVESTIGATIONS INTO, AND 
LEGISLATION RELATING TO, THE POWER OF 
THE EXECUTIVE BRANCH TO WITHHOLD 
INFORMATION FROM CONGRESS. 


A discussion of the congressional inquiries concerning the decision- 
making processes and the documents of the Executive branch from 
1953 to 1960 would be incomplete if it limited itself to the con- 
gressional demands for information incident to conventional investi- 
gations, and did not, at least, touch upon the congressional investiga- 

761 Tbid. 


762 Tbid. 
763 106 Cong. Rec. 14735 (1960). 
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tions into, and the legislation concerning, the authority of the 
Executive branch to withhold information and its practices in that 


regard. 


INVESTIGATION INTO THE PRACTICE AND POWER OF THE 
EXECUTIVE BRANCH TO WITHHOLD INFORMATION. 


During the period covered by this paper, the question of the 
power of the Executive branch to withhold information arose not 
only as an incident to investigations in which the Executive privilege 
was claimed; it was also the very subject matter of the investigations 
undertaken by two congressional committees: the Subcommittee on 
Constitutional Rights of the Senate Committee on the Judiciary, 
headed by the late Senator Hennings, and the Special Subcommittee 
on Government Information of the House Committee on Government 
Operations, headed by Representative Moss." Both subcommittees 
studied the entire scope of the Government’s power to withhold 
information, 7.e., from both the public and the press, as well as the 
Congress. Their investigations, consequently, cover an area and deal 
with problems broader than those with which this article is con- 
cerned,’* 


Both subcommittees have prepared detailed studies of the prac- 
tices of the federal departments and agencies relating to the with- 
holding of information from Congress, the public and the press;"* 
they also initiated legislation designed to limit governmental 


764 On the activities of the Moss Subcommittee, see Rourke, Administrative Secrecy, 
54 Am. Pol. Sci. Rev. 684 (1960). 

765 In particular, the extent to which the power to withhold information from the 
public and the press conflicts with rights guaranteed by the first amendment to the 
Constitution. See Hennings, The Executive Privilege and the People’s Right to 
Know, 19 Fed. B.J. 1 (1959). 

766 See, e.g., Freedom of Information and Secrecy in the Government, Hearing on 
S. 921 Before the Subcommittee on Constitutional Rights of the Senate Committee on 
the Judiciary, 85th Cong., 2d Sess, 292-428 (1958); Withholding of Information 
from the Public and the Press, a survey of federal departments and agencies 
conducted by the Subcommittee on Constitutional Rights of the Senate Com- 
mittee on the Judiciary, 86th Cong., lst Sess. (Committee Print 1959); Background 
Materials on a Comprehensive Federal Public Records Law, State Public Records 
Statutes Relating to Right of Inspection compiled by the Subcommittee on Con- 
stitutional Rights of the Senate Committee on the Judiciary, 86th Cong., Ist Sess. 
(Committee Print 1959); Replies from Federal Agencies to Questionnaire Sub- 
mitted by the Special Subcommittee on Government Information of the House 
Committee on Government Operations, 84th Cong., 1st Sess. (Committee Print 
1955) ; Compilation of Statutes Authorizing the Withholding, Restricting, or Limit- 
ing the Availability of Government Information and Records (Tentative), Special 
Government Information Subcommittee of the House Committee on Government 
Operations, 85th Cong., 2d Sess. (Committee Print 1958); Federal Statutes on the 
Availability of Information, printed for the use of the House Committee on Govern- 
ment Operations, 86th Cong., 2d Sess. (Committee Print 1960). 
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secrecy.” The Moss Subcommittee, in particular, investigated 
specific instances in which information had been withheld from the 
press, the public, or Congress, including its agent, the General Ac- 
counting Office. The hearings and reports of the Moss Subcommittee 
are voluminous and contain a large amount of valuable data relative 
to the withholding of information by the Executive branch. A con- 
venient check list, containing thirty items, may be found in H. Rept. 
2084.76" 


LEGISLATION CONCERNING THE POWER OF THE 
EXECUTIVE BRANCH TO WITHHOLD INFORMATION. 


A. The Amendment of the “Housekeeping” Statute. 


The main legislative accomplishment of the Hennings and Moss 
Subcommittees is the Act of August 12, 1958, Pub. L. No. 85-619, 
72 Stat. 547, which amends the so-called “housekeeping” statute, 
Rev. Stat. 161 (1878), 5 U.S.C. § 22.7° Prior to its amendment by 
Pub. L. No. 85-619, Rev. Stat. 161 provided: 


The head of each department is authorized to prescribe regula- 
tions, not inconsistent with law, for the government of his de- 
partment, the conduct of its officers and clerks, the distribution and 
performance of its business, and the custody, use, and preservation 
of the records, papers and property appertaining to it. . 


Rev. Stat. 161 consolidates several older statutes going back in part 
to 1789, which gave the Secretaries of individual departments control 
over the conduct of their subordinates, the conduct of official busi- 
ness, and the custody, use, and preservation of the department's 
records, papers, and property."® It seems that it has been used in 
many instances as a convenient authority for refusals by the Execu- 
tive branch to supply information to the public, the press, the courts, 
and Congress.” In their endeavor to curtail Government secrecy 
in every field, Representative Moss and Senator Hennings introduced 
in the first session of the 85th Congress H.R. 2767 and S. 921, 

767 See pp. 894-97 infra 

167a Both C Cong., 2d ad 186-87 (1960). 


768 For comments on this Act, see Rourke, Administrative Secrecy, note 764 supra 
at 690-91. 

769 Touhy v. Ragen, 340 U.S. 462, 468 (1950) ; Derivation note following 5 U.S.C. 
§ 22 (1958); Freedom of Information and Secrecy in Government, supra note 766, 


at 52. 
770 See, e.g., S. Rep. No. 1621, irs Cong., 2d Sess. 3-4 (1958); H.R. Rep. No. 


1461, 85th Cong., 2d Sess. 1-8 (1958 
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respectively, which provided for the amendment of Rev. Stat. 161, 
5 U.S.C. § 22, by adding at the end thereof: 


This section does not authorize withholding information from the 
public or limiting the availability of records to the public. 


While testifying on S. 921 before the Hennings Subcommittee, 
in March, 1958, Attorney General Rogers stressed that 


the executive privilege is not related to any statute; the executive 
privilege is an inherent part of our Government, based upon the 
separation of powers, and this has been recognized from the begin- 
ning of our Government. 

... This [Rev. Stat. 161] is a bookkeeping statute, which says 
they [i.e., the heads of the several departments] keep the records, 
they hold them physically. It doesn’t relate at all to executive 
privilege.?™2 


When Attorney General Rogers indicated that the proposed 
amendment therefore had no meaning at all, indeed, that its sponsors 
were “kidding themselves,” Senator Hennings replied that the effect 
of the bill would be to prevent Rev. Stat. 161 from being cited 
improperly as an authority for the withholding of information. 
Attorney General Rogers suggested that if this were all the bill 
was intended to accomplish, this should be made clear either expressly 
in the bill or by its legislative history.” Senator Hennings agreed to 
this recommendation.” 


The Senate Report’ stresses that the purpose of the bill is to 
prevent misuse of Rev. Stat. 161 but that it will not and is not 


intended to affect, what the Attorney General describes as an 
‘Executive privilege’ to withhold information from the Congress and 
the public. 

To whatever extent such an ‘Executive privilege’ exists, it must 
be founded on the principle of separation of powers under the 


71 Freedom of Information and Secrecy in Government, supra note 766, at 26. 

772 Td. at 26-27. In a letter dated March 13, 1958 (id. at 52-54), Attorney General 
Rogers amplified his testimony. He pointed out that while Rev. Stat. § 161 did not 
create the Executive privilege, it could be traced back to section 2 of the Act of July 
27, 1789, 1 Stat. 28, establishing the Department of Foreign Affairs, and that in the 
debates relating to that statute and the famous Decision of 1789, Congress recognized 
the independence of the Legislative and the Executive Branches from one another 
and the existence of presidential powers stemming directly from the Constitution. 
a fun of 1789, in general, see Myers v. United States, 272 U.S. 52, 

773 Freedom of Information and Secrecy in Government, supra note 766, at 29. 

778a S. Rep. No. 1621, 85th Cong., 2d Sess. (1958). 





THE GEORGE WASHINGTON LAW REVIEW 


Constitution and, accordingly, will not be repealed, amended, or 
impaired by the proposed amendment to section 161.77 


And again: 


The amendment proposed in the pending bill, by explicitly stating 
what the statute does not authorize, will simply clarify the scope 
of the authority granted by Congress to the heads of the executive 
departments, and in no way will impair any “Executive privilege” 
or Executive order or power flowing from the Constitution itself." 

The debate on the floor of the Senate took the same position. Senator 
Johnston, who handled the bill in the absence of its sponsor, Senator 
Hennings, stressed that the bill was not “an earthshaking piece of 
legislation,” that its purpose was to prevent the “miscitation of section 
161,” that it would not affect the proper classification of milit 
secrets, or the confidential nature of FBI reports, and that it had no 
bearing on the Executive privilege to withhold information to the 
extent that it flowed directly from the Constitution.” 

Later in the debate, Senator Johnston again stated that the bill 
was prompted by the circumstance that Rev. Stat. 161 not only had 


been cited for the wrong purpose but also by the wrong persons, and 
that it was not 


necessary or appropriate in our consideration of the present bill 
to attempt to answer the various questions raised from time to 
time about the so-called executive privilege and the powers of the 
executive branch undeg the Constitution to withhold information 
from the Congress or the public. I think it is sufficient that in the 
committee report it is stated unequivocally that the amendment to 
the housekeeping statute proposed in the pending bill in no way 
will impair any executive privilege or power flowing from the 
Constitution.774* 


When approving the Act, President Eisenhower made the following 
statement: 


The purpose of this legislation is to make clear the intent of the 
Congress that Section 161 of the Revised Statutes shall not be 


773» Td. at 6. 
778¢ Td. at 9. 


774104 Cong. Rec. 15688-89 (1958). A letter from Senator Hennings, read into 
the Congressional Record, took the same position. Id. at 15689. 


7748 Td. at 15696. 
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cited as a justification for failing to disclose information which 
should be made public. 

In its consideration of this legislation the Congress has recognized 
that the decision-making and investigative processes must be pro- 
tected. It is also clear from the legislative history of the bill that 
it is not intended to, and indeed could not, alter the existing power 
of the head of an Executive department to keep appropriate infor- 
mation or papers confidential in the public interest. This power 
in the Executive Branch is inherent under the Constitution.” 


In 1960, a report based upon a study made by the Moss Subcommittee 
stated: 


Since passage of the 1958 freedom-of-information amendment to 
the ‘housekeeping’ statute, agencies which had relied upon the 
statute as an authority for secrecy now fall back on the broad 
claim of an ‘executive privilege’ to hide their operations from 
the public and the Congress.775* 


B. Other Legislation. 


Other pertinent legislation includes the amendments to the Mutual 
Security Act Amendments of 1959 and 1960, and to the Mutual 
Security and Related Agencies Appropriation Acts, 1960 and 1961, 
which has been discussed previously. 

Another statute in this general area is the Jencks Act, which deals 
with the authority of the Executive branch to withhold information 
from the courts, rather than from the Congress. Here Congress, fear- 
ful lest the decision in Jencks v. United States™™ result in a “Roman 
carnival” for defense counsel and the wholesale inspection of FBI 
reports by them, enacted 18 U.S.C. § 3500, designed to limit the 
scope of the decision of the Supreme Court.’”* 


DIVISION FOUR—COMMENTS 


INTRODUCTION 


In evaluating the preceding parts of the paper, two points should 
be kept in mind. First, the few lines in Division One stating that a 


775 Public Papers of the Presidents of the United States: Dwight D. Eisenhower, 


1958, 601. For an attack on this statement of Representative Moss, supported by an 


analysis of the “Myth of Executive Privilege” by Dr. Harold L. Cross, see 104 Cong. 
Rec. App. 7448-50 (1958). 

775a H.R. Rep. No. 2084, 86th Cong., 2d Sess. 177 (1960). 

775d 353 U.S. 657 (1957). 

™6For a discussion of 18 U.S.C. $3500 (1958), see Rourke, Administrative 
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number of committees, departments, and agencies never have had 
any problems with respect to the withholding of information™ are far 
more representative of the normal day-to-day relationship between 
the Executive branch and Congress than the many pages describing 
in detail the relatively few instances of serious conflict. Second, 
this discussion, lengthy as it may appear, does not, and cannot 
possibly, include all the incidents which occurred from 1953 to 
1960."* As is mentioned above, completeness would be self-defeating. 
Any attempt to list all the incidents of disagreement would give a 
grossly distorted picture of the actual experience, unless it were 
coupled with an equally complete account of all the instances in which 
the Executive branch did comply with congressional demands for 
information, obviously an impossible undertaking.” 

The incidents described in Division Two have been set forth with 
sufficient detail to let the record speak for itself. And, considering 
the exhaustive discussion which the problem of Executive privilege 
has received by Congress and by the legal profession," any further 
remarks would appear redundant. Nevertheless, a study of this type 
will, almost of necessity, suggest new problems, or at least new ap- 
proaches to old difficulties. Therefore this paper concludes with a 
few observations on the legal basis of the power of the Executive 
branch to withhold information from Congress, its relation to the 
power of Congress to investigate, and the question whether the 
irritations so frequently incident to congressional investigations of 
the Executive branch and to the exercise of Executive privilege might 
be lessened by effectuating methods of mutual accommodation. 


Tue Lecat Basis oF THE POWER OF THE EXECUTIVE 
BRANCH TO WITHHOLD INFORMATION FROM CONGRESS 


As recently as March 1958, while testifying in connection with the 
amendment to the “housekeeping” statute,"** Attorney General Rogers 


Secrecy, note 764 supra at 688-90. For the legislative history, see Palermo v. United 
States, 360 U.S. 343, 346-48, 356-60 (1958); see also Brief for the United States 
in Lev v. United States, 360 U.S. 470 (1958), Nos. 435-37, Oct., 1958, pp. 31-33, 39-49. 

777 See pp. 629 and 638 supra. 

778 One of the more important series of incidents, which is omitted, is the one 
based on the refusals of the Departments of the Navy and of the Air Force to make 
certain Inspector General reports available to the General Accounting Office. 

779 See the report of the Department of Defense pp. 653-54 supra, stating that over 
a period of three years, it received some 300,000 inquiries from Congress and complied 
with all but thirteen of them. 

780 For a recent bibliography, see Department of Justice, Library Bulletin, Vol. V, 
No. 10, pp. 1-3 (October 1959); see also H. R. Rep. No. 2084, 86th Cong., 2d Sess. 
186-87 (1960). 

781 Supra p. 894. 
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analyzed the constitutional and legal foundations upon which the 
Executive privilege rests, and concluded that it is not related to any 
statute, but that it “stems from the constitutional power in the Presi- 
dent as the Chief Executive.” * There are, however, recent asser- 
tions, emanating mostly from the Moss Subcommittee," that the 
Executive privilege is a “myth” devoid of any support in the Con- 
stitution, acts of Congress, or judicial decision.” In addition, con- 
sideration must be given to the contention that any authority to with- 
hold information which the Executive might possess would be 
subordinated to the overriding investigatory powers of Congress. 


A. The Executive Privilege Is Not A Myth. 


1. The fact that the Constitution does not expressly refer to the 
Executive privilege does not negative its existence. 


Concededly, the Constitution does not expressly confer upon the 
President or the Executive branch the power to withhold informa- 
tion the disclosure of which is contrary to the public interest. The 
Constitution, however, is equally silent with respect to the right of 
Congress to investigate. Yet, Congress unquestionably has this power 
as a “necessary and appropriate attribute of the power to legislate . . . 
to the end that the function may be effectively exercised.” ** 

The same logic which holds that Congress has the power to in- 
vestigate so that it may effectively exercise its legislative functions, 
supports the proposition that the President has the power to withhold 
information when the use of the power is necessary to exercise his 
Executive functions effectively, i.e., where it is required for the 
proper conduct of the foreign affairs of the nation, or in the interest 
of military security, or, generally, for the furtherance of the efficiency 
and integrity of the Executive branch, such as the safeguarding of 
frank internal advice and discussion, of information received in 
confidence, of sources of confidential information, of methods of 


782 Freedom of Information and Secrecy in Government, supra note 766, at 26, 31; 
for the position of the Attorney General in general and the documents submitted by 
him, see id. at 1-146. 

783 Supra pp. 893-94. 

_ T84 See, e.g., H.R. Rep. No. 1137, 86th Cong., 1st Sess. 400 (1959). See Representa- 
tive Meader’s statement : 
Mr. Speaker, it is difficult to prove that a non-existent thing does not exist. 
That is the dilemma with the so-called Executive privilege. The burden of 
proof should be upon those who assert that there is Executive privilege which, 
of course, is nowhere mentioned in the Constitution or in any court decision in 
any controversy concerning the investigative power of Congress. 104 Cong. 
Rec. 3853 (1958) ; see also id. at A7448-50. 
7848 McGrain v. Daugherty, 273 U.S. 135, 175 (1927). 
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investigation, and of the reputation of possibly innocent persons from 
the disclosure of unreliable accusations.”®™ 

It is no accident that President Washington reserved, if not claimed, 
the right to withhold information at the very moment when, in 
connection with the failure of the St. Clair Expedition, Congress first 
claimed the authority to investigate the Executive branch."* The 
power of Congress to investigate and the power of the Executive to 
withhold information are complementary; they flow from the same 
Constitutional source, i.e., the recognition of the principle that each 
branch of the Government has the powers not belonging exclusively 
to another branch which are necessary to enable it effectively to carry 
out its constitutional duties and functions. 


2. Congressional recognition of the Executive privilege. 


The second basis of the claim that the Executive privilege is a 
myth is the assertion that it has not been recognized by statute. A 
power directly derived from the Constitution, however, does not re- 
quire any statutory implementation. Nobody would argue that the 
congressional power to investigate was under a cloud prior to the 
enactment of the Legislative Reorganization Act of 1946, because 
up to then there were only a few sporadic statutes dealing with limited 
incidents of congressional investigations. The fact of the matter, 
however, is that there has been legislation dealing with the Executive 
privilege; moreover, the various incidents described in Division Two 
disclose a number of instances in which, during the past eight years, 
congressional committees and individual Senators and Representatives 
have recognized the authority of the Executive branch to withhold 
information from Congress. 

The Mutual Security Act of 1960 and the Mutual Security and 
Related Agencies Appropriation Acts, 1960 and 1961, discussed 
previously, recognize the Executive privilege, by requiring that, in 
the field of Mutual Aid, this privilege must be claimed by the Presi- 
dent himself. 

Apart from this statutory implementation of the Executive privilege, 
there have been, during the past eight years, numerous committee 
rulings and reports as well as statements of individual legislators 


785 See Younger, Congressional Investigations and Executive Secrecy, 20 U. Pitt. 
L. Rev"755, 773° (1958- 1959). 

786 Seé, e.g., Freedom of Information and Secrecy in Government, note 766 supra at 
78-79. 









EXECUTIVE PRIVILEGE 1953-1960 901 


which frankly acknowledged the power of the Executive branch 
to withhold information. 

During the Fort Monmouth hearings, the subcommittee recognized 
the right of the Counselor of the Department of the Army to interrupt 
a witness whenever he thought that the witness was violating security 
regulations. At the time of the Army-McCarthy hearings, the sub- 
committee acknowledged, in connection with the alleged Hoover 
letter, the power of the Executive branch to prevent the disclosure of 
documents in order to protect confidential sources of information, 
techniques of investigation, and unevaluated derogatory data. On 
that occasion, the Chairman of the subcommittee issued a formal 
ruling holding that investigators, whether they belong to the Legis- 
lative or to the Executive branch, need not disclose the sources of 
confidential information. Again, in connection with the President’s 
letter of May 17, 1954, and the conference in the office of the At- 
torney General, the members of the subcommittee felt that the dis- 
cussions at the conference—in contrast with the decisions reached 
at that time—would have been privileged, had not the Administration 
opened the door by volunteering information about it. 

During the Dixon-Yates hearings, Senator O’Mahoney agreed with 
Attorney General Brownell’s ruling that communications within the 
Securities and Exchange Commission were privileged. The Senator 
recognized that otherwise it would be impossible to maintain discipline 
and regularity of operation.”** 

When Senator O’Mahoney proposed his amendment to the Mutual 
Security Act of 1957, he conceded that the President had the con- 
stitutional right to decline to furnish information which he believed 
to be contrary to the national interest; he “merely” wanted to prevent 
the exercise of that privilege “by subordinate officials who never see 
the President.” Senator Case took exception to the O’Mahoney 
amendment because it did not contain an exception “if not incon- 
sistent with the national security”;"** Senator Capehart warned that 
orderly government would cease if any disgruntled employee could 
say whatever he pleased, and Senator Fulbright objected on the 
ground that any attempt to limit the power of the Executive branch 
to withhold information from Congress was inconsistent with the 
very notion of the separation of powers. 

At the time of the hearings on the Administration of the Federal 

786a See note 313, part one of this article. 


enator Case had made a similar objection the previous year in connection with 
the Mutual Security Appropriation Act, 1957. 
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Employees’ Security Program, the subcommittee conceded that 
Secretary of Agriculture Benson was not required to testify to a 
conversation he had with the President. Again, during the investiga- 
tion into the United States foreign aid operations in Vietnam, Senator 
Morse reaffirmed his support of the doctrine of Executive privilege, 
He was, however, concerned about what he believed to be a tend- 
ency to make it a “blanket policy.” 

The circumstance that, during the debates leading to the Mutual 
Security Act of 1960 and the Mutual Security and Related Agencies 
Appropriation Acts, 1960 and 1961, Congress modified the Hardy 
amendments by substituting in their stead the escape clause, originally 
proposed by Senator Robertson, which honors a presidential certifi- 
cate stating that disclosure would be contrary to the public interest, 
again shows that Congress is quite aware of the President’s authority 
to withhold information from Congress. The conference report on 
the Mutual Security Act of 1960"** recognizes fully and specifically 
the powers of the Executive branch in this area. 

Most recently, the Senate Report on the U-2 incident recognized 
that the Administration “has the legal right to refuse information 
under the doctrine of executive privilege.” Even in connection with 
the amendment of Rev. Stat. 161, Senator Johnston assured the Senate 
that the bill would not affect the proper classification of military 
secrets or the confidential nature of F.B.I. reports.” 

These examples of congressional recognition of the Executive 
privilege occurred during the last seven years, in spite of the fact that 
during almost the entire period the doctrine was under sharp attack. 
Congress, on the whole, seems to be more prone to recognize the 
Executive privilege in the field of foreign relations, and military 
affairs, than when the President relies on this authority in order to 
protect the internal integrity and efficiency of the Executive establish- 
ment. However, it may be doubted whether there is a qualitative 
difference between the President’s powers when he acts as the prin- 
cipal organ of the nation in the field of foreign relations or as Com- 
mander-in-Chief of the Armed Forces, and when he takes “Care that 
the Laws be faithfully executed,” i.e., when he performs the cardinal 
Executive function of carrying the laws into effect. 


788 H. R. Rep. No. 1593, 86th Cong., 2d Sess. 14 (1960). 

789 The sponsors of the legislation in the House of Representatives gave similar as- 
surances. Rourke, Administrative Secrecy, supra note 764, at 691. 

790 The development of the “take care” clause out of Montesquieu’s definition of the 
executive power, viz., “to enforce the laws” or “to execute the public resolutions, 
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3. Absence of judicial recognition does not cast any shadow on the 
power of the Executive Branch to withhold information from 
Congress. 


Nor does the circumstance that no court has as yet upheld the 
power of the Executive branch to withhold information from Con- 
gress refute the existence of Executive privilege. For that matter, no 
court has held that the Congress has the authority to demand that the 
Executive branch furnish it with information the disclosure of which 
is, in the opinion of the latter, contrary to the public interest. 

Further, a judicial determination of the existence vel mon of the 
Executive privilege is neither very likely to occur nor apt to be 
satisfactory. A dispute between the Executive and Congress is 
essentially of a political nature and consequently not justiciable until 
and unless it develops into a case or controversy by directly affecting 
the rights of an individual.™ A case or controversy could arise if 
Congress cited for contempt, pursuant to 2 U.S.C. § 194, a Govern- 
ment official who had refused to comply with a demand for infor- 
mation and criminal proceedings were thereupon instituted, or if 
Congress exercised its own contempt powers and directly ordered the 
arrest of the official without invoking the assistance of the courts, and 
the prisoner sought relief by way of habeas corpus.”* However, 
in view of the reluctance of the courts to determine constitutional 
issues “prematurely,” *®* it is unlikely that such a case actually will 
pass on the constitutional basis of the Executive privilege.™* But 
even if it should do so, such a decision would not be likely to lay the 


may be traced through the successive drafts of the Constitution. 

The early predecessors of the “take care” clause used language such as “general 
authority to execute the National laws,” 1 Farrand, The Records of the Federal 
Convention, 1787, 21, 63, “power to carry into effect the national laws,” id. at 226, 
230, 236, “general authority to execute the federal acts,” id. at 244, “the execution 
of all laws passed,” id. at 292. One of the drafts in the Committee of Detail read 
“to attend to the Execution of the Laws of the United States,” id at 158. The clause 
~~ ultimately reported out of that committee substantially in its present form. Id. at 


791 Massachusetts v. Mellon, 262 U.S. 447, 488 (1923) ; Muskrat v. United States, 
219 U.S. 346, 356-63 (1911); Craig v. Leitensdorfer, 123 U.S. 189, 211 (1887) ; 
Osborn v. The Bank, 22 U.S. (9 Wheat.) 737, 819 (1824) ; Cohens v. Virginia, 19 U.S. 
(6 Wheat.) 264, 405 (1821); Marbury v. Madison, 5 U.S. (1 Cranch) 137, 162-73 
(1803). See also Younger, Congressional Investigations and Executive Secrecy, 20 
U. Pitt. L. Rev. 755, 777 (1958-1959) ; Bishop, The Executive’s Right of Privacy, 66 
Yale L.J. 477 (1957) ; McGeary, Congressional Investigations: Historical Develop- 
ment, 18 U. Chi. L. Rev. 425, 437 (1950-1951) ; Ehrmann, The Duty of Disclosure in 
Parliamentary Investigation, 11 U. Chi. L. Rev. 117, 144 (1943-1944). 

792 See Bishop, supra note 791, at 484-85. 

798 See Hannah v. Larche, 363 U.S. 420, 430 (1960) ; Kent v. Dulles, 357 U.S. 116, 
129 (1958) ; Peters v. Hobby, 349 U.S. 331, 338 (1955). 

794 See Bishop, supra note 791, at 485. 
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issue at rest. Since the courts can determine only the concrete case 
before them, a single opinion cannot decide the broad problem of 
Executive privilege in all its ramifications. The history of the de- 
cisions related to the President’s power to remove officers’ shows 
that judicial decisions in this essentially political area are not apt to 
produce precedents on the basis of which either Congress or the 
President can plan future action with any degree of safety. 


These technical legal considerations may explain to some extent 
why neither side has been very eager to test in court the existence and 
scope of the authority of the Executive branch to withhold informa- 
tion from Congress. The controversy over the Executive privilege, 
however, exists not only between President and Congress, but 
possibly to an even greater degree between the Administration and 
the Opposition. Senators and Representatives who are of the same 
party as the Administration tend to see much more justification in 
the doctrine of Executive privilege than those who belong to the 
Opposition.””* As Senator Morse stated “somewhat facetiously and 
good naturedly,” it depends largely on “whose political ox is being 
gored.” *” In these circumstances, a farsighted political leader may 
be most reluctant to seek an adjudication lest any decision, favorable 
or unfavorable, haunt him in the future. 


B. The Power of Congress To Investigate Is Not Superior to the 
Authority of the Executive Branch to Withbold Information the 
Disclosure of Which Is Not in the Public Interest. 


It is shown on the preceding pages that the Executive privilege 
is not a “myth,” but that the Executive branch has the power and 
duty to withhold information if it believes that disclosure would not 
be in the public interest. We shall now discuss the argument 
frequently made, that in a clash between the two political branches 
of the Government Congress must prevail. This contention usually 
is based on two propositions: First, that the Founding Fathers pre- 
ferred Congress, the democratic element of the Government, over 
the President, reminiscent of the autocratic principle; and, second, 
that Congress, which establishes and abolishes the Executive de- 


795 See Myers v. United States, 272 U.S. 52 (1926); Humphrey’s Executor v. 
United States, 295 U.S. 602 (1935); Wiener v. United States, 357 U.S. 349 (1958). 

796 See in this connection in particular the discussions of the incidents relating to 
re Dixon-Yates Contract and the Consent Decree Program of the Department of 
ustice. 

797 Supra note 236, part one of this article. 
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partments and provides them with operating funds, necessarily has the 
power to supervise and inspect them. Neither argument is valid. 


1. The Founding Fathers did not prefer Congress over the Executive 
Branch. 


Occasionally it has been suggested that the Founding Fathers pre- 
ferred Congress, the representative of the popular will, over the 
President, the supposedly tyrannic element in the Constitution. In 
reality, however, the draftsmen of the Constitution feared the despotic 
tendencies of the legislature and sought to balance them by creating 
an equally strong Executive. Or, in the words of Professor Binkley: 


the dominant element in the Philadelphia Convention was deeply 
concerned lest the popular organ, the Congress, should play the 

Among the delegates there developed a pronounced 
consensus that the national legislature would have to be decisively 
checked.798 


During the Philadelphia Convention, James Wilson recalled: 


The people of America did not oppose the British King but the 
parliament—the opposition was not against an Unity but a corrupt 
multitude."®® 


And Gouverneur Morris stated bluntly: 


The Legislature will continually seek to aggrandize and ee 
themselves . . . It is necessary then that the Executive Magistrate 
should be the guardian of the people, even of the lower classes, 
against Legislative tyranny . . . .8° 


In the Federalist (No. 48), James Madison observed: 


The legislative department is everywhere extending the sphere of its 
activity, and drawing all power into its impetuous vortex.° 


798 Binkley, President and Congress, 21 (1947). 

79 1 Farrand, The Records of the Federal Convention, 1787, 71. 

800 2 Farrand, at 52. 

801 Later on in this essay, Mr. Madison quoted the famous passage taken from 

Jefferson’s Notes on The State of Virginia, at 195: 55 
All the powers of government, legislative, executive, and judiciary, result 

to the legislative body. The concentrating these in the same hands is precisely 
the definition of despotic government. It will be no alleviation that these 
powers will be exercised by a plurality of hands, and not by a single one. 
173 despots would surely be as oppressive as one. Let those who doubt it turn 
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Considering this expressed apprehension of legislative supremacy, 
it does not seem appropriate to conclude that the Founding Fathers 
contemplated that the Congress would necessarily prevail in all cases 
of a conflict between the President and Congress. 


2. The power of Congress to create and abolish the Executive 
agencies does not carry with it the power to supervise and control 
them. 


It also has been claimed that, since Congress has the power to 
create and to abolish the Executive agencies and to appropriate the 
funds for their operation, it has the power to supervise them and to 
inspect their documents.* If this reasoning were true, “the executive 
branch as we know it would disappear from our polity, leaving in its 
place another unfortunate example of government by legislature.” 
Indeed, the contention that the power to legislate includes the power 
to control the execution of the laws is the negation of the doctrine 
of the separation of powers. This has been recognized from the 
earliest days of the Republic. 

James Madison stressed this very point during the Great Debate 
of 1789: 


If there is any point in which the separation of the Legislative and 
Executive powers ought to be maintained with greater caution, it 
is that which relates to officers and offices. The powers relative 
to offices are partly Legislative and partly Executive. The Legis- 
lature creates the office, defines the powers, limits its duration and 
annexes a compensation. This done, the Legislative power 
ceases... . (Emphasis added.)** 


President Cleveland took the same position in 1886. Faced with 
the argument that Congress was entitled to inspect the official docu- 
ments in the various public offices of the United States because those 
offices were created by congressional enactment, he replied: 


I do not suppose that “the public offices of the United States” are 


their eyes on the republic of Venice. As little will it avail us that they are 
chosen nd ourselves. An elective despotism was not the government we fought 
is. See 3 The Writings of Thomas Jefferson 223-24 (Ford ed.). 

802 See, eg, 104 Cong. Rec. 3850-51 (1958) (remarks of Representative Meader), 
and the speech made by Senator Bacon during the struggles of President Theodore 
Roosevelt with the Senate. 43 Cong. Rec. 843 (1909). 

803 Younger, supra note 791, at 771. 

804] Annals of Cong. 581-82 (1789); see also Myers v. United States, 272 U.S. 
52, 128-29 (1926). 
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regulated or controlled in their relations to either House of Congress 
by the fact that they were “created by laws enacted by them- 
selves.” It must be that these instrumentalities were created for the 
benefit of the people and to answer the general purposes of govern- 
ment under the Constitution and the laws, and that they are unen- 
cumbered by any lien in favor of either branch of Congress growing 
out of their construction, and unembarrassed by any obligation to 
the Senate as the price of their creation.8% 


The same issue arose on the floor of the Senate during the debates 
on what is now Section 136 of the Legislative Reorganization Act 
of 1946, 2 U.S.C. § 190d. Section 128 of the draft bill®* provided: 


To assist the Congress in appraising the administration of the 
laws and in developing such amendments on related legislation as it 
may deem necessary, each standing committee of the Senate and the 
House of Representatives shall exercise continuous surveillance of 
the execution by the administrative agency concerned of any laws, 
the subject matter of which is within the jurisdiction of such com- 
mittee; and, for that purpose, shall study all pertinent reports and 
data submitted to the Congress by the agencies in the executive 
branch of the Government.8% [Emphasis added.] 


Senator Donnell objected to the word “surveillance” on the ground 
that it was inconsistent with the doctrine of the separation of powers. 
He pointed to the dictionary definition of the term: 


the act of watching or the status of being watched, especially so as 
to control or keep under guard; a spying supervision; superin- 
tendence.87# 


He then observed, resorting to an argument similar to the one ad- 
vanced by James Madison: 


It appears to me that when the legislative has enacted legislation, 
the function of administering the legislation thereupon rests with 
the executive department of the Government. I do not deem it 
advisable that the legislative department shall undertake either to 
make itself an adjunct to the executive department or that it shall 
have upon itself the responsibility of seeing that there is a proper 


8058 Richardson, A compilation of the Messages and Papers of the Presidents, 
376-77 (1897). 

806 S. 2177, 79th Cong., 2d Sess. (1946). 

807 92 Cong. Rec. 6445 (1946). 

8078 Thid. 
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administration of the law which it has itself passed and the ad- 
ministration of which it has cast upon specific persons or agencies, 
It appears to me that it would be very unfortunate if there should 
arise the inference from this section of the bill that it is intended 
hereafter that the standing committees of this body shall be in 
effect an operating branch of the Government and shall undertake 
to control the exercise of power by the administrative agencies. | 
think it would be unfortunate if the public should get the idea that 
they could go to various committees of the Congress and undertake 
to reverse the action of the specific departments or branches, al- 
though I fully agree with the thought of Senator [La Follette] that 
it is well to observe watchfulness . . . .8°8 


And again: 


To my mind, we are discussing something of fundamental im- 
portance. To my mind the obligation of the Congress of the 
United States does extend to the point of watchfulness, and to the 
extent of subsequent legislation which may prove necessary in 
order to correct abuses. But I do not believe that it is the duty of 
the Congress of the United States to undertake to administer the 
respective executive branches.*8* 


The Senate agreed with Senator Donnell’s objections and replaced 
the word “surveillance” with “watchfulness” as suggested by him.™ 

A similar argument was made by Senator Fulbright in connection 
with the amendment to the Mutual Security Act of 1957, sponsored 
by Senator O’Mahoney, which would have required the Executive 
branch to furnish Congress with any information it should request 
in connection with the administration of the Mutual Security Act. 
Senator Fulbright pointed out that such full disclosure was repugnant 
to the separation of powers: ** 


If the amendment of the Senator from Wyoming means anything, 
it means that he is not satisfied with the way the executive branch 
is administering the law, and he wants the legislative branch to take 


808 Tbid. 

808a Td. at 6446. 

809 Id. at 6447. See in this connection the rejection after short debate of an amend- 
ment to the Legislative Reorganization Act sponsored by Senator McClellan which 
would have established a Joint Committee on Administrative Practice and Efficiency 
with the power to “make such investigations and studies... as . . . may be neces- 
sary to keep the Congress fully informed as to whether or not the laws of the United 
States are being properly and efficiently administered and as to whether or not 
additional legislation is necessary and appropriate to improve their administration.” 
The Committee was to have the power of subpoena. Id. at 6564-66. 

809a 103 Cong. Rec. 9150 (1957). 
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over that function by requiring full and current reports, why does 
the Senator want that if it is not to assume the responsibility which 
is in the Executive? If we are fully informed, then I suppose we 
should take the responsibility of administering the law day by 
day.... 


This problem was again analyzed in Representative Hoffman’s 
“Additional Views” to H.R. Rep. No. 1461, 85th Cong., 2d Sess., 
supporting the 1958 amendment of Rev. Stat. 161: 


. when the Congress later created executive departments and 
prescribed rules and regulations, while it has authority to formu- 
late and prescribe what proponents of this bill call “housekeeping” 
methods, the legislative branch neither had, has, nor can it be given, 
authority to interfere with the basic principles under which the 
other two branches operate. (Does anyone contend that the courts 
created by the Congress can be required to explain or justify their 
decisions, the reasons therefor?—that jurors, officers of the courts, 
can be made to disclose their discussions? ) 

The executive departments derive their basic authority not from 
the legislative branch, but from the Constitution which clearly 
states that the executive power is vested in the President. To put 
it a little differently, while the legislative branch may create de- 
partments and write laws, the authority to execute those laws rests 
with the President, and it is for the President or individuals selected 
by him to control the exercise of that power.8> 


These authorities covering nearly the entire life of the Republic 
demonstrate that the power of Congress to create and abolish the 
Executive departments and to appropriate the funds for their opera- 
tion does not carry with it a power of surveillance which is superior 
to the President’s authority to withhold any information the dis- 
closure of which he considers prejudicial to the national interest. 


PosstBLE Means oF LESSENING THE CONFLICT BETWEEN THE 
CoNGRESSIONAL PowER TO INVESTIGATE AND THE EXECUTIVE 
PRIVILEGE TO WITHHOLD INFORMATION 


Introduction 


The preceding discussion shows that Congress has the power and 
duty to investigate in order to perform its legislative duties properly, 
that the Executive branch has the correlative power and duty to 


80% H.R. Rep. No. 1461, 85th Cong., 2d Sess. 15 (1958). 
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withhold any information the disclosure of which would be contrary 
to the public interest, and that both powers are of equal dignity. 
Abstract legal theory therefore cannot supply an answer in the event 
that the two should collide.**® The solution to the dilemma rather 
lies in the recognition of the fact that the Executive and Legislative 
“branches belong to the same government and are supposed to func- 
tion as partners.” ** In other words, the conflict is best solved by 
political rather than by legal means.*” 

On the following pages we shall examine the question whether the 
data collected in Divisions One and Two of this study suggest pro- 
cedures which might lessen the tensions between Congress and Execu- 
tive which undeniably exist when Congress directs its power to inves- 
tigate toward the Executive branch and the latter invokes its authority 
to withhold information.®"* 


A. Matters to be Considered by the Executive Branch. 
1. General policy considerations. 


The first and salient point to be remembered in invoking the 
Executive privilege is the factor that it is a two-edged sword. The 
interests to be protected by the withholding of information may be 
important; still they may be outbalanced by the suspicions and ad- 
verse inferences which follow the claim of privilege. While, as 
Senator Fulbright cogently remarked in 1957,°'** the system of 
separation of powers “necessitates that one branch must, occasionally, 
accord to the other branch a certain degree of trust,” the same Senator 
Fulbright felt in 1960, in connection with the U-2 incident,** that 
“a Government based upon a separation of powers cannot exist on 
faith alone” and that the invocation of Executive privilege on that 
occasion may have constituted a cover up for a mistake rather than 


810 Younger, supra note 791, at 784. It has been suggested that the notion of Execu- 
tive privilege is inconsistent with the doctrine of separation of powers and the equality 
of the Legislative and Executive Branches because it makes the Executive superior to 
Congress by giving the former a veto power over the demands of the latter. See 
Schwartz, The Papers of the Executive Branch, 45 A.B.A.J. 467, 526 (1959). This 
argument overlooks the factor that two co-equal bodies can act only if both agree. In 
the absence of Executive privilege, Congress would be superior to the Executive be- 
cause the latter would have to submit information whenever Congress demands it. 

811 Barth, Government by Investigation 39 (1958). 

812 See Ehrmann, supra note 791, at 144; Younger, supra note 791, at 783-84; 
Bishop, yo note 791, at 488-91. 

813 See Ives, In Place of Congressional Circuses, New York Times, August 27, 


1950 (magazine), 
813a Supra p. 84 ue” 
813> Supra p. 892 
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a means of protecting crucial intelligence. Again, the incident of the 
destroyed Farm Population pamphlets shows how an apparently 
trivial matter can explode into a full-blown congressional investiga- 
tion as the result of an awkward recourse to the Executive privi- 
lege.®*8° 

Finally it should always be remembered that even the most care- 
fully administered department or agency may have made a mistake or 
failed to discover a wrongdoing committed inside or outside the 
Government. The FOA Grain Storage Elevator in Pakistan incident 
shows how embarrassing and damaging it may become to the concept 
of the Executive privilege, if a congressional investigation, originally 
strongly resisted by an agency, proves to have been justified.*** 


2. Delegation of the power to exercise the privilege. 


The next problem is a matter of protocol: Who shall exercise the 
privilege? Basically, the privilege belongs to the President as the 
head of the Executive branch. Obviously, however, the President 
cannot claim the privilege in all the instances that may arise. This 
power, like most other presidential powers, therefore, must be 
delegated to other officials. The question is how far down the ad- 
ministrative line can this delegation proceed? While Congress appears 
to respect, although reluctantly, the exercise of the privilege by the 
President, it resents it deeply if, to use the words of Senator 
O’Mahoney, “subordinate officials who never see the President” seem 
to determine what Congress may know.** The Mutual Security 
legislation of 1959 and 1960 is indicative of this congressional suscepti- 
bility.*"5* 

As a matter of courtesy between two co-equal branches of the 
Government, it would appear appropriate that the ultimate decision 
in matters of Executive privilege should be made, if not by the Presi- 
dent, by the head of the department or agency, or at least by his chief 
assistant in charge of congressional liaison. Of course, if during a 
hearing an official of lower rank is asked for information or a 
document which is privileged, he cannot comply with the request 
if this would result in the disclosure of the privileged matter. In 


813¢ Supra pp. 877-81. 

814 Supra pp. 827-39. Cf. the use made of this incident during the debates in 1956 
and 1957 to amend the Mutual Security Act and the Mutual Security and Related 
Agencies Appropriation Acts. Supra note 528. 

815 Supra p. 847; see also H. R. Rep. No. 1137, 86th Cong., 1st Sess. 400 (1959). 

815a Supra pp. 853-60. 
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this situation, the witness would have to ask respectfully to be excused 
from answering pending instructions from his superiors, making it 
clear that the decision as to whether or not to answer is not his, 
If questions of this type are expected, it would be advisable if the 
official were given the department head’s instructions in advance of 
the hearing, and if he attended it accompanied by high-ranking de- 
partment or agency counsel.**® 


3. Intragovernmental communications. 


On the whole, Congress seems satisfied that the Executive branch 
has the power to withhold information in the fields of foreign re- 
lations, military secrets, and investigatory matters. Difficulties appear 
to arise mostly in the fields of intragovernmental communications. 
The disclosure of such discussions and documents is considered to 
be contrary to the public interest because the nation has an overriding 
interest in the ability of Government officials below the de- 
cision-making level to discuss matters freely among themselves and 
with their superiors, and because this objective is not likely to be 
achieved if these inferior officials must anticipate that some day their 
discussions, comments, and advice would be disclosed, and that then 
they would have to justify them before Congress.**7 Con 
recognizes that these considerations have at least a limited validity." 


4. Information received in confidence. 


Finally there is the problem of information given to the United 
States in confidence. The basic and seemingly irrefutable argument 
is the one advanced by President Theodore Roosevelt, viz., that 


816 Bishop, supra note 791, at 491. 
817 See the President’s letter to the Secretary of Defense of May 17, 1954. Supra 
pp. 682-83; see also Bishop, note 791 supra, at 487-88. 
In Kaiser Aluminum and Chemical Co. v. United States, 157 F. Supp. 939, 945-46, 
(Ct. Cl. 1958) Mr. Justice Reed formulated these considerations : 
Free and open comments on the advantages and disadvantages of a proposed 
course of governmental management would be adversely affected if the civil 
servant or executive assistant were compelled by publicity to bear the blame for 
errors or bad judgment properly chargeable to the responsible individual with 
power to decide and act. : 
If inferior Government officers, while discussing matters among themselves and while 
giving advice to their superiors, always had to consider that they might have to 
justify their action not only to their superiors but also before Congress, the unity 
of the Executive Branch would be destroyed and the power of the President reduced 
to a “mere vapor.” See note 529, supra, p. 847. The danger that Government em- 
ployees might look to Congress for protection and promotion was denounced as 
early as 1789 by James Madison, ibid., and as recently as 1954 by former President 
Truman. See Barth, Government by Investigation, 218-219 (1955). 
818 Supra pp. 847, 900-02. 
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where facts were given to the Government under the seal of secrecy, 
the President 


will see to it that the word of this Government to the individual 
is kept sacred.81® 


The investigation into the Consent Decree Program of the De- 
partment of Justice,** however, shows that the Executive branch 
can expose itself to embarrassment, if not criticism, by withholding 
information on the ground that it was received under the seal of 
secrecy only to see the person who furnished the information make 
those data available to the committee on a “voluntary basis.” *** 
In view of this possibility it may be wise not to claim the privilege 
peremptorily, but to follow the procedure suggested by the Foreign 
Claims Settlement Commission and the Department of the Interior,**"* 
viz., to explain the situation to the committee, to recommend that the 
latter obtain the consent to the release of the information from the 
person who gave it, and to advise the committee of possible alternative 
sources of the information. 


B. Matters to be Considered by Congress. 


1. General need for investigation. 


In some of the investigations described in Division Two of this 
study, the question presents itself: Was this investigation really neces- 
sary? Every agency must constantly account for its activities to the 
substantive committees of either House in charge of its program, 
to the two Appropriations Committees, and to the General Account- 
ing Office. In these circumstances, investigation by still another 
committee may constitute at least wasteful duplication of effort. 
Information sought by one committee may already be in the posses- 
sion of another, or easily accessible to it because of a well-established 
working relationship between committee staff and agency staff.*? 


819 Abbott, The Letters of Archie Butt, Personal Aide to President Roosevelt, 


aes see also Freedom of Information and Secrecy in Government, note 766 supra, 
at % 


820 Supra pp. 883-91. A 

821 The fact that the information was furnished to Congress on a voluntary basis, 
by the person who had given it to the Executive under the seal of confidence, may 
have resulted from the realization that, since the Committee could subpoena the data 
anyhow, voluntary compliance with a request for information might improve working 
relations with the Committee. 

8218 See pp. 641, 660-61 supra. 

822 See Morstein-Marx, Congressional Investigations: Significance for the Ad- 
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2. Methods of making demands for information on the Executive 
Branch. 


In seeking information from the Executive branch, Congress should 
also remember that it is dealing with a co-equal branch of the Govern. 
ment. Hence, just as it has been suggested that the privilege should 
be exercised only by a high-ranking official, formal demands for in- 
formation also should ordinarily be executed, after careful scrutiny, by 
the chairman of the committee or subcommittee, and not by a staff 
member. 

The signing of formal requests by a member of the legislature 
rather than of the staff, however, is not merely a matter of dignity 
and protocol; it might also operate to alleviate another source of 
irritation between Congress and the Executive branch. Frequently, 
the members of the staff are, in the words of Representative Foun- 
tain, “a little bit overzealous.” In their zeal they may go much 
farther than the committee itself would be willing to go. Incidents 
of that tendency also appeared during the investigation of the Federal 
Employees’ Security Program where subcommittee counsel repeatedly 
urged the subcommittee to press legal issues and to test its power by 
contempt proceedings, while the chairman was taking a far more 
conciliatory attitude, fully aware that he was dealing with repre- 
sentatives of an equal branch of the Government.** 


3. Actual need for intragovernmental communications and confi- 
dential information. 


In the heat of a going investigation, it may appear crucial to a 
committee to obtain a certain piece of information which the Execu- 
tive branch refuses to release. Here it might be appropriate to 
consider whether the need and convenience of obtaining this par- 
ticular item from the Executive branch might not be outweighed 
in the long run by serious disadvantages, such as the demoralization 
of the Executive branch, the compromise of investigative methods, 
the inability to obtain certain types of information in the future, and 
ministrative Process, 18 U. Chi. L. Rev. 503, 506-07 (1950-1951), and 92 Cong. Rec. 
6445 (1946) (remarks of Senator LaFollette). 3 

823 See in this connection the incident reported supra p. 658-59, where the staff direc- 
tor of a House subcommittee by letter dated April 30, 1955, requested the Department of 
the Interior to deliver by 5:00 p.m., May 3, 1955, a large number of documents in- 
cluding initialed file copies, and many other materials described only in a general 
manner. It is possible that the Chairman of the Committee or subcommittee w 


have phrased the request more courteously, and that he would have limited its scope 
so as to make compliance with it more readily feasible. 
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the defamation of innocent persons on the basis of irresponsible and 
unchecked accusations which have found their way into raw files. 
In some instances it may be possible to escape from this dilemma by 
obtaining the information from sources other than the Executive 
branch.**4 

Also, in many instances all legitimate legislative purposes have been 
accomplished once it has been ascertained that a responsible official 
“with power to decide and act” ** has made a mistake, and this 
frequently can be achieved without the use of intragovernmental 
communications which the Executive branch considers privileged. 
Many difficulties in this area seem to arise from the circumstance that 
Congress seeks to go further and to determine whether the mistake 
of the responsible officer was caused by faulty internal advice, and 
to discover which inferior official is to blame for it. In many circum- 
stances it may be appropriate to conclude that the last two steps, i.¢., 
the determination of internal responsibility and corrective action, 
fall essentially into the jurisdiction of the Executive branch.*”* 


In closing this study it is well to keep in mind the dissent of Mr. 
Justice Holmes in Springer v. Philippine Islands: 


The great ordinances of the Constitution do not establish and 
divide fields of black and white. Even the more specific of them 
are found to terminate in a penumbra shading gradually from one 
extreme to the other . . . . When we come to the fundamental 
distinctions it is still more obvious that they must be received with 
a certain latitude or our government could not go on.*?% 


The same considerations apply to the authority of Congress to 
investigate and to the power of the Executive to withhold informa- 
tion the disclosure of which is not in the public interest. They are 
neither absolute nor mutually exclusive. To say where the one ends 
and the other begins is impossible. Excessive investigation may wreck 
the Executive branch, but undue secrecy may seriously cripple the 
legislature and promote official arrogance and inefficiency as well as 


824 This would apply in particular to instances where information was made available 
to the Government under the seal of confidence. 

825 See note 817 supra. : 

826 See Philos, The Public’s Right to Know and the Public Interest—A Dilemma 
Revisited, 19 Fed. B.J. 41, 54 (1959). 

8268 277 U.S. 189, 209-10 (1928). 
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fiscal laxity.***7 While government by investigation may not be 
government,** government without investigation might easily turn 
out to be democratic government no longer.*” This delicate balance 
between the need of Congress for information and that of the Execu- 
tive branch for a certain amount of privacy must be maintained if 
“our government is to go on.” The fact that this has been possible 
for nearly two centuries gives assurance that the statesmen of the 
future also will measure up to this difficult task. 


827 Morstein-Marx, supra note 822, at 511. 


828 See 65 Cong. Rec. 6087-88 (1924) (remarks of Secretary of the Treasury 
Mellon). 


829 Ehrmann, supra note 791, at 149. 











sury 


EDITORIAL NOTES 


THE INTERPLAY OF THE DOCTRINES OF EQUIVALENTS 
AND FILE WRAPPER ESTOPPEL 


Bertram Rowland* 


I. 





INTRODUCTION 






















The claim is said to be the measure of the scope of the patent 
monopoly.t The businessman’s need for a clear delineation of the patent 
monopoly is apparent and Congress has required the patentee to par- 
ticularly point out and distinctly claim his invention.? Yet if a court 
bases its decision solely on a literal interpretation of a claim, the result may 
be harsh to the owner of the patent. 

Frequently, in infringement suits, the courts have been more concerned 

4 with the equities of the litigants than with the public’s need for certainty. 

Through the device known as the doctrine of equivalents, the courts 

often give effect to the former, at the expense of the latter. If the court 

finds that the alleged infringer has utilized the principle of the inven- 
tion, it may consider the accused device an “equivalent” of the patented 
device and find infringement even though the accused device is outside 

. the literal scope of the claim.* Similarity is, of course, an essential 

4 criterion in determining equivalents, but many other indefinite standards 

: are also taken into consideration.* 

The judicial expansion of unambiguous claim language through the 
vague standards used in determining equivalents clearly contradicts the 





















*Staff member, The George Washington Law Review. B.S., 1950, U.C.L.A.; 
Ph.D., 1954, University of Washington. : 

1See McClain v. Ortmayer, 141 U.S. 419 (1891) which is frequently cited for 
the proposition. The following is a recent Supreme Court case citing McClain: 
a (19h) Co. v. Convertible Top Replacement Co., 365 U.S. 336, 128 U.S.P.Q. 

235 U.S.C. § 112 (1958). 

3 Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339 U.S. 605, 608, 85 U.S.P.Q. 
328, 330 (1950); Sanitary Refrigerator Co. v. Winters, 280 U.S. 30, 3 U.S.P.Q. 
40 (1929) ; Winans v. Denmead, 56 U.S. (16 How.) 329 (1853). 

*Long Mfg. Co. v. Holliday, 246 F.2d 95, 100, 114 U.S.P.Q. 4, 9 (4th Cir. 1957), 
cert. denied, 355 U.S. 926, 116 U.S.P.Q. 602 (1958) in which the extent of the 
range of equivalents was said to be based on: ‘ 

the state of the prior art, the novelty and contribution of the claimed invention, 
the nature and extent of the differences between patented and the accused 
device, the scope of the claim of the patent and the limitations inherent in it 

_ and other surrounding circumstances. 
Obviously the claim language is only one of many considerations. See also Cincinnati 
Milling Mach. Co. v. Turchan, 208 F.2d 222, 99 U.S.P.Q. 366 (6th Cir. 1953) ; Royal 
aaa Co. v. Remington Rand, Inc., 168 F.2d 691, 77 U.S.P.Q. 517 (2d Cir. 


[ 917 ] 
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principle that the claim is the measure of the monopoly. However, there 
are limits to the expansion of claim language. The equivalents granted 
are limited by the prior art® and by the patentee’s acts before the Patent 
Office; if a claim has been cancelled or amended, the patentee may not 
recover the scope of the lost claim. The latter limitation on the scope 
of the doctrine of equivalents is called “file wrapper estoppel.” 


As a first approximation, file wrapper estoppel will permit the public 
to make the device described in the lost claim.7 The estoppel may 
go further and deny the patentee any equivalents,’ thus limiting the 
patent monopoly to the literal language of the patented claim. To the 
degree that the estoppel inhibits granting equivalents, the claim becomes 
a more definite measure of the patent monopoly. However, the many 
limitations and exceptions to the estoppel render it undependable. The 
interplay of the doctrine of equivalents and file wrapper estoppel, and 
particularly the degree to which the estoppel deprives a patentee of 
equivalents, will be considered, in order to evaluate the accuracy with 
which claims describe the metes and bounds of the patent monopoly. 


II. THe Docrrine or EquivALeNts 
A. Revitalization of the Doctrine of Equivalents by the Supreme Court 


Because of its high standard of invention, the Supreme Court has only 
infrequently upheld patents.® In view of its statements that the public 
must be protected from an expansion of the patent beyond its legitimate 


5 Long Mfg. Co. v. Holliday, 246 F.2d 95, 114 U.S.P.Q. 4 (4th Cir. 1957), cert. 
denied, 355 U.S. 926, 116 U.S.P.Q. 602 (1958); Specialty Equip. &. Mach. Corp. 
v. Zell Motor Co., 193 F.2d 515, 92 U.S.P.Q. 84 (4th Cir. 1952). 

6 Exhibit Supply Co. v. Ace Patents Corp., 315 U.S. 126, 52 U.S.P.Q. 275 (1942); 
Smith v. Magic City Kennel Club, Inc., 282 U.S. 784, 8 U.S.P.Q. 123 (1931); LT.S. 
Rubber Co. v. Essex Rubber Co., 272 U.S. 429 (1926). 

7 Moon v. Cabot Shops, Inc., 270 F.2d 539, 123 U.S.P.Q. 60 (9th Cir. 1959), cert. 
denied, 361 U.S. 965, 124 U.S.P.Q. 535 (1960) ; Mid-West Wire Prods. Co. v. Wall 
Tube & Metal Prods. Co., 266 F.2d 345, 121 U.S.P.Q. 286 (6th Cir. 1959) ; Waring 
io Corp. v. Landers, Frary & Clark, 263 F.2d 160, 120 U.S.P.Q. 132 (2d Cir. 
1959). 
8 Exhibit Supply Co. v. Ace Patents Corp., supra note 6. : 

® Since 1947 the Supreme Court has considered only five cases in which the major 
question was patent validity. In Great Atlantic & Pacific Co. v. Supermarket Equip. 
Corp., 340 U.S. 147, 87 U.S.P.Q. 303 (1950), the Court reversed the finding of 
validity of both lower courts. In Graver Tank & Mfg. Co. v. Linde Air Prods. Co, 
336 U.S. 271, 80 U.S.P.Q. 451 (1948), aff’d on rehearing, supra note 3, infringement 
of narrow claims was found and broad claims were held invalid. In Jungerson v. Ostby 
& B Co., 335 U.S. 560, 80 U.S.P.Q. 32 (1948), a split between two circuits on the ques- 
tion of infringement, validity having been found, was resolved by the Court’s finding of 
invalidity. In Mandel Bros. v. Wallace, 335 U.S. 291, 72 U.S.P.Q. 220 (1948), 
the claims were held invalid. Finally, in Funk Bros. Seed Co. vy. Kalo Inoculant Co, 
333 U.S. 127, 76 U.S.P.Q. 280 (1947), the claims were also held invalid. In 10 
instance was the petitioner seeking a reversal by the Supreme Court of a lower 
court’s finding of invalidity. See also Picard v. United Aircraft Corp., 128 F.2d 632 
639, 53 U.S.P.Q. 563, 569 (2d Cir.) (concurring opinion), cert. denied, 317 U.S. 
651, 55 U.S.P.Q. 493 (1942). 
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scope,"® it might be expected that the Court would be reluctant to employ 
the doctrine of equivalents. The Supreme Court most recently faced 
this question in Graver Tank & Mfg. Co. v. Linde Air Products Co.,4 
which involved the alleged infringement of a patent for a welding flux. 
One commentator, convinced that upon rehearing the Court would 
reverse its previous finding of infringement,’ stated his reasons to be that: 


In its external application [the doctrine of equivalents] is logically 
inconsistent with the function of the claim as the measure of the 
grant to the patentee, finds only meager support in modern Supreme 
Court precedents, is opposed to the policy of informing the public 
of the exact limits of the granted monopoly, and runs counter to 
the Court’s tendency to limit patent monopolies as being inconsistent 
with the policy of the anti-trust laws.'* 


Despite these arguments, and despite its policy of requiring the patentee 
to define his invention clearly in order to appraise the public of the 
monopoly,'* the Court invoked the doctrine of equivalents and found 
infringement.’® That it invoked the doctrine in this case is more 
surprising because the determination of equivalents is particularly dif- 
ficult in chemical cases, which require that the courts deal in abstractions 


without the assistance of drawings or models.’* The decision gave new 
life to the doctrine.'7 Mr. Justice Black, in a strong dissent, argued that 
the decision prevented reliance on patent claims, forcing the public to 
forecast at its peril how far a court might go in granting equivalents; 
that the patentee should have been left to the remedy of reissue; and 
finally, that the statute requires that the patentee particularly claim his 
monopoly.1® 


10 Mercoid Corp. v. Mid-Continent Inv. Co., 320 U.S. 661, 665, 60 U.S.P.Q. 21, 25 
(1944). See also Harford-Empire Co. v. United States, 323 U.S. 386, 452, 64 U.S.P.Q. 
18, 46 (1945), Mr. Justice Rutledge dissenting in part. 

11 339 U.S. 605, 85 U.S.P.Q. 328 (1950). 
css The Doctrine of Equivalents in Patent Cases, 32 J. Pat. Off. Soc’y 861 

13 Td. at 869. 

14 United Carbon Co. v. Binney & Smith Co., 317 U.S. 228, 53 U.S.P.Q. 685 (1942) ; 
White v. Dunbar, 119 U.S. 47 (1886). 

15 Graver Tank & Mfg. Co. v. Linde Air Prods. Co., supra note 11. 

16 Ellis, Patent Claims § 60 (1949), suggests that the requirements for a chemical 
equivalent are: (1) Substance B is an equivalent of A. (2) The specification makes 
it clear that the inventor realized that the results of his invention could be obtained 
not only by A, but also by other members of the general class of substances to 
which A belongs. (3) The restriction to A must be not only voluntary (i.e., not 
required as a condition for the issuance of the patent) but also not clearly intentional. 
(4) The use of A must be a subsidiary feature of the invention. 

Ae —— Pharmaceutical Co. v. Zink, 285 F.2d 465, 128 U.S.P.Q. 271 (8th 
ir. : 

18 Graver Tank & Mfg. Co. v. Linde Air Prods. Co., supra note 11, at 615-17, 85 
U.S.P.Q. at 333-34, Black, J. dissenting. 
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The proof used by the Court to support equivalency was tenuous.!® 
Evidence that the metal portions of the allegedly infringing flux and the 
patented flux were both found in the same ore or had both been used in 
various fluxes did not support the Court’s conclusion that one flux 
was obvious from the other. Moreover, the patent specification had a 
comprehensive list of metals which might be used in the invention,” 
of which only the metals of the claimed and infringing fluxes were 
operative. It is likely that the alleged infringer’s failure to demonstrate 
independent research was the most convincing evidence of infringement.”# 
However, the alleged infringer’s ability to produce his flux without 
independent research, while evidentiary, is far from persuasive. 

Despite the questionable basis for the Court’s decision,?* one com- 
mentator hailed the decision as a victory of substance over verbalism,”* 
saying that, without equivalents, a patentee’s monopoly was incom- 
mensurate with his invention. The doctrine was found to be con- 
sistent with the principle that the claim should be the measure of 
the scope of the patent monopoly, because a finding of equivalence was 
said to be merely a question of fact. But in order for the claim to 
be a definite measure, the finding of fact must be readily predictable. 
The Graver case exemplifies how difficult it is in a particular situation 
to forecast a finding of fact. However, this commentator appeared more 
concerned with the patentee’s monopoly than with the public’s protection. 

It appears that the Court in Graver ignored the many arguments 
against the employment of equivalents from a desire to obtain what it 
considered an equitable result. But by creating uncertainty in patent 





19 Graver Tank & Mfg. Co. v. Linde Air Prods. Co., supra note 11, at 610-11, 85 
U.S.P.Q. at 331: 

Chemists familiar with the two fluxes testified that manganese and magnesium 
were similar in many of their reactions . . . . There is testimony by a metallurgist 
that alkaline earth metals are often found in manganese orés in = natural 
state and that they serve the same purposes in the fluxes . . .; and a chemist 
testified in the sense of the patent manganese could be included as an alkaline 
earth. And the record contains no evidence of any kind that Lincoln- 
weld [the infringing flux] was developed as the result of independent research 
or experimen 

20 U.S. Patent No. 2, 043,960, the specification stated : 

We have used calcium silicate and silicates of sodium, barium, iron, manga- 
nese, cobalt, magnesium, calcium, nickel and aluminum, both in binary and 
ternary combinations in various proportions. 

21 See Graver Tank & Mfg. Co, v. Linde Air Prods. Co., supra note 11, at 611, 
85 U.S.P.Q. at 331. 
22In Union Carbide Corp. v. Graver Tank & Mfg. Co., 282 F.2d 653, 661, 127 
U.S.P.Q. 3, 9 (7th Cir. 1960), in reviewing the decree of accounting, the court 
seriously questioned the previous findings of infringement : 
Thus, in resume, the skilled representatives of Union Carbide told the Patent 
Office, referring to the Jones patent, that “there is clearly no teaching for 
what purpose or in what amount it (ie., manganese) is to be added.” . 
In view of this appraisement by Union Carbide’s experts, it is paradoxical that 
Lincoln’s infringing flux with its 95% manganese silicate has been or could 
on any logical basis be held to have been copied from such teachings. 
23 Swanson, A Discussion of the Application of the Doctrine of Equivalents in the 
Graver v. Linde Case, 33 J. Pat. Off. Soc’y 19 (1951). 
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interpretation, the Court greatly enhanced the value of patents, thus 
undermining its policy against reinforcing exceptions to the anti-trust 
law.** The less predictable the result of patent litigation becomes, the 
easier it becomes for a patentee to coerce the public to purchase 
licenses rather than to engage in Pyrrhic litigation. 


B. Determination of Equivalents 


As stated by the Supreme Court, the test for determining equivalents 
is that “an equivalent performs substantially the same function in sub- 
stantially the same way to obtain the same result.”*° The test is of 
dubious utility,* because in almost every infringement suit the accused 
device performs the same function to achieve the same result and in a 
manner similar to the patented device. While the courts invariably cite 
the test, they frequently look to extrinsic circumstances for their de- 
cision.”* In attempting to reach a “just result,” ** the courts go beyond 
a comparison of the alleged infringing device with the patented device, 
and consider evidence which is relatively remote from the devices. 
For example, while the Supreme Court cited the test in Graver, it would 
appear that a major factor in its decision was the defendant’s failure to 
demonstrate independent research in achieving his result. 

The greatest difficulty is in predicting what factors will be determina- 
tive, for circumstances totally unrelated to claims appear to be influential. 
Two recent cases are illustrative. In La Maur, Inc. v. L. S. Donaldson 
Co., the patent was for a hair spray composition containing a homopoly- 
mer. Use of a copolymer having only 70% of the same material present 
in the homopolymer, was found to infringe. Prior to obtaining his 
patent, plaintiff had employed defendant to load his spray in pressurized 
containers. Despite assiduous efforts to determine the spray’s contents, 
defendant failed in his efforts, until happenstance revealed its composition. 
Defendant then competed with plaintiff, using plaintiff's composition, 
and only upon issuance of the patent did the defendant substitute the 
copolymer for the homopolymer in his hair spray. The court had no 
difficulty in brushing all of the defenses aside, and found infringement 
through use of the doctrine of equivalents. 


24 See Tilton, supra note 12, at 869. 

25 Graver Tank & Mfg. Co. v. Linde Air Prods. Co., supra note 11, at 608, 85 
U.S.P.Q. at 330; Sanitary Refrigerator Co. v. Winters, 280 U.S. 30, 42, 3 U.S.P.Q. 
40, 44 (1929) ; Machine Co. v. Murphy, 97 U.S. 120, 125 (1877). 

26 In Claude Neon Lights, Inc. v. E. Machlett & Son, 36 F.2d 574, 576, 3 U.S.P.Q. 
220, 222 (2d Cir. 1929), Judge Learned Hand called the test a “ritual . . . which has 
so little meaning. .. .” 

27 See, e.g., Long Mfg. Co. v. Holliday, supra note 4. But see Helms Prods., Inc. 
v. Lake Shore Mfg. Co., 227 F.2d 677, 107 U.S.P.Q. 317 (7th Cir. 1955). 


-— Typewriter Co. v. Remington Rand, Inc., supra note 4, at 692, 77 U.S.P.Q. 
at 518. 


29 190 F. Supp. 771, 128 U.S.P.Q. 216 (D. Minn. 1961). 
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In Castro Decorators, Inc. v. Bebry Bedding Corp.,*° the plaintiff, 
assignee of the invention, revealed it to the defendant prior to issuance 
of the patent. At that time the defendant strongly discouraged the 
plaintiff’s continued interest, but after spending a year in making the 
model, applied for a patent in his own name. Although the defendant’s 
device was not identical with the plaintiff's, the court, as in the previous 
case, invoked the doctrine of equivalents and found infringement. 

If the device is a simple one, the problem of predicting what will 
infringe is particularly vexing. The differences from the patented 
device will generally be small and the allegedly infringing device must 
inherently fulfill the same function. For example, in Fortner & Perrin, 
Inc. v. Perrin,** a wire trouser hanger was found to infringe, despite three 
differences in structure between the hangers. The court may have taken 
into consideration the fact that the defendant had originally assigned the 
patent to plaintiff, and was now marketing a competing product which 
seriously compromised the value of the assignment. Equity was there- 
fore heavily on the side of plaintiff. 

The uncertainty created by the doctrine of equivalents becomes 
dramatic when the courts ignore a numerical limitation. In University of 
Illinois Foundation v. Block Drug Co.,** the claim was limited to 1 to 10 
parts by weight of urea in toothpaste, while the accused toothpaste had 
13 percent. The court found infringement because: (1) “it is not discerni- 
ble that any great skill was required to increase the percent of urea” and 
(2) “Even with such changes in percentage in defendant’s product, the 
result was the same, achieved in the same manner, and was the equivalent 
of” the patented product.** 


C. Indefinite Claims Upheld on Analogy to Doctrine of Equivalents 


The uncertainty created by the doctrine of equivalents has been 
used to justify judicial leniency with indefinite claim language. Holding 
a claim valid over the defendant’s challenge of it as vague and indefinite, 
the court in Georgia-Pacific Corp. v. United States Plywood Corp. said: 


It would be anomalous if this Court were to strike down a patent 
because the inevitable area of uncertainty was created by the 
language of the specifications and claims rather than by judicial 
application of equivalency doctrine.™ 


30 181 F. Supp. 493, 124 U.S.P.Q. 210 (E.D.N.Y. 1960). 

31 180 F. Supp. 770, 125 U.S.P.Q. 152 (S.D. Cal. 1960). 

82241 F.2d 6, 112 U.S.P.Q. 204 (7th Cir.), cert. denied, 354 U.S. 922, 113 
U.S.P.Q. 549 (1957). 

33 Td. at 14, 112 U.S.P.Q. at 210. 

84 258 F.2d 124, 137, 118 U.S.P.Q. 122, 128 (2d Cir. 1958). Cited in support of 
this proposition was Phillip A. Hunt Co. v. Mallinckrodt Chem. Works, 177 F.2d 
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But this statement equating the patentee’s position with that of the 
court, ignores the Congressional mandate that the applicant have claims 
“,.. particularly pointing out and distinctly claiming the subject matter 
which the applicant regards as his invention.” ®5 There is no parallel 
provision telling the courts how to interpret claims. 

In International Nickel Co. v. Ford Motor Co.,* infringed claims 
specified 0.04% as the minimum amount for a critical material.37 This 
was more than two-fold greater than the 0.015% used by the defendant. 
Using the Georgia-Pacific rationale, the court went further and upheld 
claims which described the amount of critical material as “small but 
effective.” ** The former finding is sufficiently egregious without the 
latter, which permits the patentee to compound the confusion. 

Cases such as these cogently refute the contention that security from 
infringement lies solely in unambiguous claim language. Each claim 
must not only be read and interpreted as to its literal meaning, but it 
must be considered in the light of a wide range of actual and potential 
equivalents. In view of the courts’ continued sanction of uncertainty 
in claim language under the doctrine, countervailing principles that de- 
prive the patentee of equivalents assume paramount importance. One such 
principle is file wrapper estoppel; its effectiveness as a limitation on the 
granting of equivalents remains to be considered. 


IJ. Fre Wrapper EstopPer 


Under the doctrine of file wrapper estoppel, “the claim as allowed 
must be read and interpreted with reference to the rejected claim... 
and cannot be so construed as to cover . . . what was rejected by the Pat- 
ent Office ... .” 3® The theory underlying the estoppel is that the applicant 
should have appealed the Examiner’s rejection if he considered the 


583, + 83 U.S.P.Q. 277, 279 (2d Cir. 1949), in which Judge Learned Hand had 
stated : 
Since by virtue of that doctrine [of equivalents] a claim will cover whatever 
will accomplish substantially the same means, it cannot be that a claim becomes 
invalid when it states expressly what the courts would in any event imply. 
35 35 U.S.C. § 112 (1958). 
36 166 F. Supp. 551, 119 U.S.P.Q. 72 (S.D.N.Y. 1958). 


37 The invention was the addition of magnesium to cast iron to form nodular 
graphite, thus increasing ductility. 

38 International Nickel Co. v. Ford Motor Co., supra note 36, at 558, 119 U.S.P.Q. 
at 78. The court said: aN . 

Instead, giving the patent the broad construction to which it is entitled the 
exact point of novelty must be regarded as the occurrence in cast iron, as cast, 
of spheroidal graphite due to the retention of magnesium. 

89 Hubbell v. United States, 179 U.S. 77, 80 (1900). Other cases having a similar 
holding are the following: Aeration Processes, Inc. v. Lange, 196 F.2d 981, 93 U.S.P.Q. 
332 (8th Cir. 1952), cert. denied, 344 U.S. 834, 95 U.S.P.Q. 417 (1952); Jones v. 
Bodaness, 189 F.2d 838, 89 U.S.P.Q. 480 (10th Cir. 1951); Peters & Russell, Inc. v. 
Dorfman, 188 F.2d 711, 89 U.S.P.Q. 351 (7th Cir. 1951). 
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Examiner wrong.*® Having acquiesced in the rejection, the applicant 
may not later regain what he gave up in order to obtain his patent.‘ 
Furthermore, it is irrelevant whether the Examiner was wrong in his 
rejection.“ The court may base an estoppel upon cancellation or amend- 
ment of claims, upon remarks, or upon sources outside the file wrapper. 


A. Circumstances Which Give Rise to an Estoppel 
1. Cancellation and amendment of claims 


An applicant’s cancellations or amendments of his claims in response 
to a rejection are considered by the courts to be indicative of his evalua- 
tion of the breadth of his invention. His acquiescence leads the courts to 
infer that the applicant assumed that he would fail on appeal.** Typically, 
a broad claim is rejected, and the applicant retreats to a more restricted 
claim by cancellation or amending of the broad claim. In a subsequent 
infringement suit, the patentee will usually be denied the scope of the 
lost claim.** 

However, there is authority for creating an estoppel when a broad claim 
is allowed and a narrow claim is cancelled in response to a rejection. In 
Schriber-Schroth Co. v. Cleveland Trust Co., the Supreme Court said: 


[While] it does not appear why the Patent Office allowed the 
broad claims after rejecting the narrower ones . . . the patentee, 
having acquiesced in their rejection is no longer able to gain the 
supposed advantage of the rejected claims by a construction of 
the allowed claims as equivalent to them.*® 


The lower court had upheld the claims by considering them equivalent 
to claims originally submitted but cancelled under rejection.‘6 The 
Supreme Court, however, refused to equate the broad and narrow claims 
and held the claims invalid, for the invention was said to lie in the 
difference between the claims. 

Even upon a cancellation or amendment, the creation of an estoppel 
will depend on the basis for the rejection. Among the various rejections 


40 See Oldham, File Wrapper Estoppel, 20 J. Pat. Off. Soc’y 115, 132 (1938). 

41E.g., Exhibit Supply Co. v. Ace Patents Corp., supra note 6; Shepard v. 
Carrigan, 116 U.S. 593 (1886). 

42 E.g., I.T.S. Rubber Co. v. Essex Rubber Co., supra note 6. 

43 E.g., Darsyn Labs., Inc. v. Lenox Labs., Inc., 120 F. Supp. 42, 101 U.S.P.Q. 50 
(D.N.J. 1954), al aff'd 217 F.2d 648, 104 U.S. P.Q. 39 (3d Cir. 1954), cert. denied, 349 
U.S. 921, 104 U.S.P.Q. 39 (1955). 

“4 Eg, Exhibit Supply Co. v. Ace Patents Co., supra note 6. 

_ 45 311 U.S. 211, 221, 47 U.S.P.Q. 335, 349 (1940). Accord, Cramer Mfg. Co. 
v. Nims Pump Co., 9 F.2d 914 (7th Cir. 1925). Contra, Hunt v. Armour & Co., 
185 F.2d 722, P3g U.S.P.Q. 53 (7th Cir. 1950); G. H. Packwood Mfg. Co. v. St. 
Louis Janitor Supply Co., 115 F.2d 958, 48 US.P.Q. 4 (8th Cir. 1940). 

46 Schriber-Schroth Co. v. Cleveland Trust Co., 108 F.2d 109, 43 U.S.P.Q. 204 
(6th Cir. 1939). 
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which may give rise to an estoppel are those based on: (1) prior art; 
(2) double patenting;** and (3) formal grounds of a substantive nature.*® 
Although changes in claims in response to rejections on prior art, 
double patenting and undue breadth almost always result in an estoppel, 
formal rejections of a non-substantive nature are unlikely to do so. 
This is reasonable: an estoppel is too high a price to pay for minor 
informalities. 

Rejections on undue breadth are based on the patentee’s failure or 
inability to disclose subject matter in support of the breadth of his claim. 
In Parke Davis & Co. v. American Cyanamid Co.,® a claim describing 
a natural product by its physical characteristics had been rejected 
as too broad. The patentee was unable to determine the com- 
pound’s structure and was restricted to a claim for the compound as 
derived from his process.*? The compound, when subsequently syn- 
thesized, did not infringe. Another example is Muter Co. v. Schwartz,°* 
in which a claim for a centering member of a loudspeaker had been 
described as “inherently porous” and was rejected as too broad. The 
patentee limited his claims to a narrower term and in a subsequent 
litigation, was denied the scope of the cancelled term as an equivalent. 


2. Remarks 


The remarks™ have been called the “preliminary negotiations between 
the Patent Office [and the patentee] for a patent monopoly contract.” © 
Under orthodox contract theory, they would constitute parol evidence, 
inadmissable to alter a formal integrated contract. The courts were, 


47 See Exhibit Supply Co. v. Ace Patents Corp., supra note 6. 

48 Higgin Mfg. Co. v. Watson, 263 Fed. 378 (6th Cir. 1920); Accord, Emerson 
v. National Cylinder Gas Co., 146 F. Supp. 581, 108 U.S.P.Q. 40 (D. Mass. 1955). 

49 Infra notes 51 and 53. 

50 Formal grounds which have been held not to result in an estoppel are the 
following: vagueness, Ceramic Process Co. v. General Porcelain Enameling & 
Mfg. Co., 129 F.2d 803, 54 U.S.P.Q. 165 (7th Cir. 1942); omnibus or functional, 
Hunt Tool Co. v. Lawrence, 342 F.2d 347, 113 U.S.P.Q. 7 (5th Cir.), cert. denied, 
354 U.S. 910, 113 U.S.P.Q. 549 (1957); failing to define a material element, Toy 
Ideas, Inc. v. Montgomery Ward & Co., 172 F. Supp. 878, 121 U.S.P.Q. 296 (D. 
Md. 1959); and not readable, Emerson vy. National Cylinder Gas Co., 146 F. Supp. 
= a U.S.P.Q. 40 (D. Mass. 1955), aff’d, 251 F.2d 152, 116 U.S.P.Q. 101 (1st Cir. 


- 

51 207 F.2d 571, 99 U.S.P.Q. 237 (6th Cir. 1953). 

52 The case is complicated somewhat because the change in language resulted in a 
product-by-process claim, which the courts are wont to construe narrowly. For a 
discussion of this type of claim, see Note, Product-By-Process Claims and Their 
Current Status in Chemical Patent Office Practice, 28 Geo. Wash. L. Rev. 616 (1960). 

53 156 F. Supp. 893, 115 U.S.P.Q. 211 (N.D. Ill. 1957). 

54The remarks are the arguments and discussions of the applicant in response 
to the rejections of the Patent Office during prosecution of a patent. Also included 
are discussions of changes made independent of any rejection the Examiner. 

55D & H Elec. Co. v. M. Stephens Mfg. Inc., 233 F.2d , 883, 110 U.S.P.Q. 
469, 470 (9th Cir. 1956). 


Pay ios) Spaulding & Bros. v. John Wanamaker, New York, 256 Fed. 530, 533 (2d 
ir. 3 
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therefore, initially reluctant to hear evidence of them. The Second 
Circuit in particular refused to admit remarks in evidence.*” As Judge 
Learned Hand, an indefatigable opponent of the use of remarks,®* stated 
in Catalin Corp. of America v. Catalazuli Mfg. Co.: 













If the doctrine of the integration of a written instrument has any 
basis at all, surely it should apply to such a document, for if a 
patent can be construed only by threading one’s way through all the 
verbal ingenuities which casuistical solicitors develop to circumvent 
the objections of examiners, a labyrinth results from which we have 
no escape.*® 














Nevertheless, the remarks were too fruitful a source of information to 
be ignored, and have now been accepted in every appellate circuit except 
the Second.® While giving lip service to the dangers inherent in using 
the remarks,*! the courts have increasingly relied on them as a guide in 
interpretation.®* Often the applicant indicates in the remarks what he 
considers his invention to be.** Since the applicant himself is in the best 
position to know what he has achieved, the courts probably find assurance 
in being able to rely on his statements, rather than on the conflicting 
testimony of experts. 
















57 Katz v. Horni Signal Mfg. Corp., 145 F.2d 961, 63 U.S.P.Q. 190 (2d Cir. 
1945), cert. denied, 324 U.S. 882, 65 U.S.P.Q. 588 1945); also cases cited infra 
note 58, Zenith Radio Corp. v. Lehman, 121 F. Supp. 69, 101 U.S.P.Q. 238 (S.D.N.Y. 
1954), aff’d, 217 F.2d 954, 104 U.S.P.Q. 96 (2d Cir. 1955). 

58 Catalin Corp. of America vy. Catalazuli Mfg. Co. 79 F.2d 593, 27 U.S.P.Q. 372 
(2d Cir 1935); A. G. Spaulding & Bros. v. John Wanamaker, New York, 256 Fed. 
530 (2d Cir. 1919); Auto Pneumatic Action Co. v. Kindler & Collins, 247 Fed. 323 
(2d Cir. 1917). 

59 Catalin Corp. of America v. Catalazuli Mfg. Co., supra note 58, at 594, 27 
U.S.P.Q. at 373. 

60 Doble Eng’r Co. v. Leeds & Northrup Co., 134 F.2d 78, 56 U.S.P.Q. 406 (Ist 
Cir. 1943) ; Westinghouse Elec. Corp. v. Hanovia Chem. & Mfg. Co., 179 F.2d 293, 
84 U.S.P.Q. 110 (3d Cir. 1949); Carter Prods., Inc. v. Colgate-Palmolive Co., 269 
F.2d 299, 122 U.S.P.Q. 175 (4th Cir. 1959), Southern States Equip. Corp. v. 
USCO Power Equip. Co. 209 F.2d 111, 100 U.S.P.Q. 127 (5th Cir. 1953), 
Wiegand v. W. Bingham Co., 106 F.2d 546, 43 U.S.P.Q. 50 (6th Cir. 1939), cert. 
denied, 308 U.S. 627, 44 U.S.P.Q. 719 (1940); Ric-Wil Co. v. E. B. Kaiser Co., 
187 F.2d 1, 88 U.S.P.Q. 343 (7th Cir. 1951); Steffan v. Len A. Maune Co., 234 
F.2d 750, 110 U.S.P.Q. 7 (8th Cir. 1956) ; Whiteman v. Mathews, 216 F.2d 712, 104 
U.S.P.Q. 83 (9th Cir. 1954) ; Doran Coffee Roasting Co. v. Wyott Mfg. Co., 267 F.2d 
200, 121 U.S.P.Q. 482 (10th Cir. 1959) ; Bendix Aviation Corp. v. Smith’s America 
Corp., 248 F.2d 621, 114 U.S.P.Q. 581 (D.C. Cir. 1957). Contra, Katz vy. Horni 
Signal Mfg. Corp., supra note 57. See the discussion in Entron of Maryland, Inc. 
v. Jerrold Electronics Corp., 186 F. Supp. 483, 504, 126 U.S.P.Q. 328, 344 (D. Md. 
1960). 

61 See, e.g., Cincinnati Milling Mach. Co, v. Turchan, 208 F.2d 222, 99 U.S.P.Q. 
366 (6th Cir. 1953); Barrel Fitting & Seal Corp. of America v. American Flange 
& Mfg. Co., 74 F.2d 569, 24 U.S.P.Q. 105 (7th Cir. 1935). 

62 See, e.g., Directoplate Corp. v. Donaldson Lithography Co., 51 F.2d 199, 10 
U.S.P.Q. 62, modified and rehearing denied, 52 F.2d 1082, 11 U.S.P.Q. 19 (6th 
Cir. 1931). 

63 See, e.g., Thabet Mfg. Co. v. Kool Vent Metal Awning Corp. of America, 226 
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When using the remarks, the court should take care that the state- 
ments are read in the context in which they were made. One court 
emphasizing the need for caution said: 


Distinctions are made and limitations are sometimes placed on 
language of claims by applicant’s counsel which are somewhat 
inaccurate or made to meet a precise art situation, and without 
much thought as to their effect on other structures designed to 
avoid infringement.™ 


It would appear that as long as a reasoned interpretation is given to 
the remarks, there should be no opposition to holding the patentee to 
the statements which led to the grant of his patent. 


The effect of the remarks, when considered, may vary. The applicant’s 
remarks may be construed as a material limitation on the scope of the 
patent® or as an estoppel.®* Findings of non-infringement have frequent- 
ly been based on the patentee’s representations, which are held to create 
a material limitation. Where a patentee had argued that his assembly 
was a prefabricated one, a similar assembly which was sold in parts to 
be coupled in the field did not infringe. In another case,** the patentee 
had stated that a particular electrode was considered inoperative in his 
invention. The court rejected the argument that since the prior art 
would not have prevented the patentee from claiming it, the particular 
electrode should be held to be within the claim. In still a third case,® 
a patentee had stated that an essential element of his invention was 
mechanical pre-working and was held to such limitation. 

In these cases the patentee was denied what he had explicitly stated was 
not within his invention. A different situation arises where the alleged 
infringement falls between the limits of the claim and the scope dis- 
claimed in the remarks. In this area, using the remarks as a basis for an 
estoppel rather than for a material limitation, could lead to a different 
result, particularly where the alleged infringement concerns a colorable 


F.2d 207, 107 U.S.P.Q. 61 (6th Cir. 1955). 

64 Barrel Fitting & Seal Corp. of America v. American Flange & Mfg. Co., supra 
note 61, at 571, 24 U.S.P.Q. at 107. 

65 E.g., Stewart-Warner Corp. v. Lone Star Gas Co., 195 F.2d 645, 93 U.S.P.Q. 
74 (5th Cir. 1952). 

66 E.g., Calgon Inc. v. Morton Salt Co., 177 F. Supp. 712, 123 U.S.P.Q. 159 
(M.D. Pa. 1959). 

67 Ric-Wil Co. v. E. B. Kaiser Co., 187 F.2d 1, 88 U.S.P.Q. 343 (7th Cir. 1951). 

68 Westinghouse Elec. Corp. v. Hanovia Chem. & Mfg. Co., 179 F.2d 293, 84 
U.S.P.Q. 110 (3d Cir. 1949). 

69 Consolidated Water Co. v. Kimberly-Clark Corp., 170 F. Supp. 777, 95 U.S.P.Q. 
146 (E.D. Wisc. 1952). 
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limitation.” If the remarks are not given the force of an estoppel,” 
a finding that a limitation was material might still permit a range of 
equivalents which would include the colorable imitation. However, if 
remarks are given that force,” a literal reading of the claim limitation 
would exclude a colorable imitation. Whether the remarks support an 
estoppel is not settled, for the decisions in the various circuits are con- 
fused.” In the present state of the law, however, any distinction be- 
tween material limitation and estoppel is unnecessary, for the courts 
have a wide latitude in granting equivalents even where the basis for an 
estoppel is found.” 


3. Sources outside the file wrapper 


The difficulties inherent in patent interpretation have prompted the 
courts to look farther afield for sources casting light on the claim. It 
is not uncommon for courts to review the action and remarks made by 
the patentee during prosecution of a reissue application.**> Withdrawal 
of a broadened reissue application after its rejection has been held to be 
a disclaimer of the difference between the claims of the patent and the 
reissue application.”* The file wrapper of continuation and continuation- 
in-part applications are also considered by the courts. Changes in the 
claims in the continuation applications may estop the patentee from 
availing himself of equivalents to the claims in the parent application, 
should it issue as a patent.77 The courts will also look to the file wrappers 
of other patents owned by the patentee or assignee, particularly where 
the other patent is for an improvement over the patent in question.” 


70 Graver Tank & Mfg. Co. v. Linde Air Prods. Co., supra note 3, at 615, 85 
U.S.P.Q. at 333, Mr. Justice Black dissenting. 

71 Keystone Driller Co. v. Northwest Eng’r Corp., 294 U.S. 42, 24 U.S.P.Q. 35 
(1935) (Dicta). 

72 Exhibit Supply Co. v. Ace Patents Corp., 315 U.S. 126, 52 U.S.P.Q. 275 (1942). 

73 Aeolean-Skinner Organ Co. Inc. v. Shepard Broadcasting Service, Inc. 81 F.2d 
392, 28 U.S.P.Q. 145 (1st Cir. 1936) ; Calgon Inc. v. Morton Salt Co., 177 F. Supp. 
712, 123 U.S.P.Q. 159 (M.D. Pa. 1959) have stated that the remarks do have the 
force of an estoppel. Doble Eng’r Co. v. Leeds & Northrup Co., 134 F.2d 78, 56 
U.S.P.Q. 406 (ist Cir. 1943) and Bishop & Babcock v. Western Auto Supply Co., 
105 F.2d 886, 42 U.S.P.Q. 293 (6th Cir. 1939), while considering the remarks, do 
not attribute to them the force of an estoppel. 
en io)” Hunt Tool Co. v. Lawrence, 242 F.2d 347, 113 U.S.P.Q. 7 (5th 

ir. : 

7 Smith v. General Foundry Mach. Co., 174 F.2d 147, 81 U.S.P.Q. 297 (4th Cir. 
1949), cert. denied, 338 U.S. 689, 83 U.S.P.Q. 543 (1949); Titcomb v. Norton, 124 
U.S.P.Q. 257 (D. Conn. 1959). Contra, John W. Gottschalk Mfg. Co. v. Springfield 
Wire & Tinsel Co., 74 F.2d 583, 24 U.S.P.Q. 130 (1st Cir. 1935). 

76 Baker-Cammack Hosiery Mills Inc. v. Davis Co., 181 F.2d 550, 85 U.S.P.Q. 94 
(4th Cir. 1950), cert. denied, 340 U.S. 824, 87 U.S.P.Q. 432 (1951). 

7T See, e.g., Aeration Processes Inc. v. Lange, 196 F.2d 981, 93 U.S.P.Q. 332 (8th 
Cir. 1952), cert. denied, 344 U.S. 834, 95 U.S.P.Q. 417 (1953). 

78 See, e.g., Jeoffry Mfg. Inc. v. Graham, 206 F.2d 772, 98 U.S.P.Q. 424 (5th 
Cir. 1955). Cf. Union Carbide Corp. v. Graver Tank & Mfg. Co., 282 F.2d 653, 127 
U.S.P.Q. 3 (7th Cir. 1960). 
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Interference files will be considered by the courts and statements made 
during interference may be held to create an estoppel.” 

The continued expansion of the sources to which the courts look 
for guidance testifies to the confusion of the courts in attempting to 
evaluate the technical niceties in the conflicting testimony of experts.®° 


B. Judicial Avoidance of an Estoppel 


Even when all the elements of an estoppel are present, the courts 
have still granted equivalents. In O’Brien v. O’Brien,®' the patentee at- 
tempted to distinguish his invention from the prior art by pointing out 
in his remarks that his device had a “unitary motor and casing.” The court 
granted equivalents, stating that this was not the “particular feature” 
which was the basis for the patent grant. A second court denied an 
estoppel on the basis of a conclusion that the Examiner had allowed the 
claims after changing his mind as to the principle of the invention, and 
not because the numerous amendments had sufficiently distinguished the 
claim from the prior art reference.®? Still a third court could find 
nothing in the file history to explain why a claim was cancelled when 
rejected, and called the cancellation “voluntary.” §* The use of the term 
“voluntary” to describe a cancellation in response to a rejection is 
grossly misleading. 

Courts have also denied an estoppel when the claims were allowed 
as originally presented, although other claims had been cancelled.™ 
Finally, where the Patent Office requested an applicant to copy claims 
of another application in order to provoke an interference, his refusal 
was held not to create an estoppel.®* 


C. Scope of the Estoppel 


After a basis has been found for invoking file wrapper estoppel, the 
extent to which the patentee is adversely affected by the estoppel 


79 See, e.g., Cardox Corp. v. Armstrong Coalbreak Co., 194 F.2d 376, 92 U.S.P.Q. 
296 6 (2th Cir. 1952). 

80 See Research Prods. Co. v. Tretolite Co., 106 F.2d 530, 43 U.S.P.Q. 99 (9th 
Cir. 1939), in which the parties agreed to the appointment of an impartial expert to 
aid the trial judge 

81 202 F.2d 284, 257, 96 U.S.P.Q. 290, 292 (7th Cir. 1953). 

82 Stone v. Hallan, 102 F. Supp. 252, 93 U.S. P.Q. 10 (N.D. Tex. 1951). 

83 Unilectric, Inc. v. Holwin Corp., 243 F.2d 393, 113 U.S.P.Q. 242 (7th Cir )e 
cert. denied, 355 US. 830, 115 U.S.P.Q. 427 (1957). This case is criticised in 3 Vill. 
L. Rev. 406 (1958). Hoover Co. v. Mitchell Mfg. Co., 269 F.2d 795, 122 U.S.P.Q. 
314 (7th Cir. 1959). 

84 See, e.g., France Mfg. Co. v. Jefferson Elec. Co., 106 F.2d 605, 43 U.S.P.Q. 
53 (6th ‘Cir. 1939), cert. denied, 309 U.S. 657, 44 U.S. P.O. 718 (1940). The patent 
was for a transformer. A claim for the combination of the transformer and a neon 
sign was rejected and cancelled. Nevertheless, the use of the transformer with a neon 
sign was held to be an infringment. Accord American Cone & Wafer Co. v. Denaro, 
297 F. 913 (1st Cir. 1924). ee Church of Religious Science v. Kinkead Indus., Inc., 
234 F.2d 573, 109 U.S.P.Q. 466 (7th Cir. 1956). 

85 Lyon v. Boh, 10 F.2d 30 (2d Cir. 1926). 
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remains to be determined. The strictest view is that the estoppel is a 
bar to the use of equivalents, and this view has been endorsed repeatedly 
by the Supreme Court.** The Court has held that the amendment must 
be considered a disclaimer and that the difference between the original 
and amended claim must be strictly construed against the patentee. 

Despite the Supreme Court’s strict application of file wrapper estoppel, 
the lower courts have occasionally been more lenient.** In Deitel v. 
Unique Specialty Corp., the court said: 


While a rejection of a claim does of course forbid any inter- 
pretation of . . . [the allowed claims] . . . which leaves them 
identical with that rejected, it does not necessarily prevent them 
being read as equivalent to any species of the rejected claim, which 
the doctrine of equivalents justifies. It only forbids the patentee 
from reducing his claim to the rejected claim, simpliciter.* 


The language used in Deitel is still found where denial of the scope 
of the canceled claim is sufficient for a finding of non-infringement. 

An intermediate position is that the patentee is estopped from ex- 
panding the claim “to include the principles originally rejected or their 
equivalents.” ®t This position lacks merit, since the public cannot predict 
what is outside the patent monopoly and must assume the Deitel view 
as a starting point. A similar view is that an estoppel will not protect a 
colorable imitation from being an infringement.®? 


Some courts have severely limited the doctrine by placing the burden 
of establishing the effect and extent of the estoppel on the party 


86 Exhibit Supply Co. v. Ace Patents Corp., 315 U.S. 126, 52 U.S.P.Q. 275 (1942) ; 
Smith v. Magic City Kennel Club, 282 U.S. 784, 8 U.S.P.Q. 123 (1931); L.T.S. 
Rubber Co. v. Essex Rubber Co., 272 U.S. 429 (1926). 

87 Exhibit Supply Co. v. Ace Patents Corp., supra note 86, at 136, 52 U.S.P.Q. at 
279. 

88 Waring Prods. Corp. v. Landers, Frary & Clark, 263 F.2d 160, 120 U.S.P.Q. 
132 (2d Cir. 1959) ; Smith v. Mid-Continent Inv. Co., 106 F.2d 622, 43 U.S.P.Q. 59 
(8th Cir. 1939) ; Ferguson Bros. Mfg. Co. v. Lorraine Metal Mfg. Co., 83 F.2d 245, 
29 U.S.P.Q. 316 (2d Cir. 1936). 

8954 F.2d 359, 360, 11 U.S.P.Q. 229, 230 (2d Cir. 1931) (per Judge Learned 
Hand). 

90 E.g., Baker-Cammack Hosiery Mills v. Davis Co., 181 F.2d 550, 563, 85 U.S.P.Q. 
94, 105 (4th Cir. 1950). In Carter Prods., Inc. v. Colgate-Palmolive Co., 164 F. 
Supp. 503, 519, 118 U.S.P.Q. 208, 220 (D. Md. 1958), aff’d, 269 F.2d 299, 122 U.S.P.Q. 
175 (4th Cir. 1959), the court discussing the Baker-Cammack ruling said: 

(The ruling) must be read in the context of the whole paragraph and of the 
cases cited, both. of which indicate clearly that the Fourth Circuit did not 
intend to narrow in any way the rule announced in the Schriber and Exhibit 
Supply cases. 

91D & H Elec. Co. v. M. Stephens Mfg. Inc., 233 F.2d 879, 110 U.S.P.Q. 469 
(9th Cir. 1956). 

92 Ferguson Bros. Mfg. Co. v. Lorraine Metal Mfg. Co., 83 F.2d 245, 29 U.S.P.Q. 
316 (2d Cir. 1936) ; Farrington v. Haywood, 35 F.2d 628, 3 U.S.P.Q. 248 (6th Cir. 
1929). 
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asserting it.°* In essence, the alleged infringer must establish the extent 
of the prior art, and thus there is no estoppel at all, since the patentee 
is denied only what the prior art precluded. 

The Deitel view closely approximates the negation of the estoppel. 
For if the Examiner were correct in his rejection, then the patentee lost 
nothing to which he had a right by cancelling the broad claim. Either 
the claim included the prior art or was insufficiently supported by the 
disclosure. The estoppel penalizes the patentee only when the Examiner 
is wrong. 

The Supreme Court view that an estoppel is a bar to any equivalents™ 
may appear to be too harsh. In some instances the patentee may have 
given up more than necessary by his cancellation and the estoppel will 
empty the patent of much of its value.** However, the patentee is still 
left with his preferred embodiment, which he may continue to practice 
and license. 


IV. CoNcLusION 


The public policy requiring the claim to delineate the patent monopoly 
accurately is frequently outweighed by the equities of the parties. The 
claim is not a definite statement of the scope of the patent monopoly, 
for its limits may be expanded under the doctrine of equivalents. The 
degree of expansion as limited by the prior art is definite, but the limita- 
tion created by the acts of the patentee which result in an estoppel is 
equivocal. Being undependable, the estoppel loses much of its value as 
an aid in interpretation. 

The policy of protecting the patentee which supports the granting of 
equivalents has many adverse effects. It supports sloppy claim drafting, 
slovenly thinking and uncertainty in claim interpretation. Yet file 
wrapper estoppel, which is only a minor bulwark against the granting 
of equivalents, is so riddled with exceptions and of such indefinite scope 
that it represents a trap for the unwary. 


If file wrapper estoppel is to be an aid in claim interpretation, the rules 
governing it must be more clearly defined and followed by the courts. 
The following rules might increase the value of the estoppel: 


First, a cancellation of a claim or an amendment in response to a 
Tejection should be a disclaimer of all that is contained in the difference. 


93 George P. Converse & Co. v. Polaroid Corp., 136 F. Supp. 912, 914, 108 U.S.P.Q. 
171, 172 (D. Mass. 1955), aff'd, 242 F.2d 116, 112 U.S.P.Q. 453 (Ist Cir. 1957). 
‘Cf. Hunt Tool Co. v. Lawrence, 242 F.2d 347, 113 U.S.P.Q. 7 (5th Cir. 1957) in 
which the court said in dicta that the patentee might be deprived of only what the 
prior art included. 

94 Exhibit Supply Co. v. Ace Patents Corp., supra note 86. 

%5 Barrel Fitting & Seal Corp. of America v. American Flange & Mfg. Co., supra 
mote 64 and accompanying text. 
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Granting that in individual cases this may be harsh, the applicant or his 
attorney is in the best position to mitigate its harshness. 

Second, the patentee should have the burden of explaining why the 
claim failed to include the alleged infringement within its literal scope. 
When a claim has been cancelled which incorporated the broad scope, 
the burden should be heavy indeed. 

Third, the remarks should be used as an aid in the interpretation of 
the specification and claims. Arguments used in the remarks, if not 
given the force of an estoppel, would at least have the evidentiary weight 
of admissions. 

When interpreting patents, the courts should look beyond the im- 
mediate interests of the parties. It is unfortunate that under the adve 
system of jurisprudence a wrongdoer often represents the public in- 
terest. But the public does have a real interest in the result of patent 
litigation. Since the public must adhere to the method used by the 
courts to interpret claims, the more accurately the method permits an 
evaluation of the patent monopoly, the better they are served. 





CASE NOTES 


ConFLicr oF Laws—Cuoice or Law—AtTtTorNey’s CoNTRACT TO BRING 
FEDERAL Cause oF ACTION IN FEDERAL Court—Greenberg v. Panama 
Transport Co., 185 F. Supp. 320 (D. Mass. 1960). 


Plaintiff, a Massachusetts attorney, contracted to represent a Spanish 
seaman respecting any claims against the seaman’s employer arising out 
of a personal injury received in a Maine harbor. Agents of defendant 
employer, a Panama and a New Jersey corporation, by making false 
representations concerning American lawyers induced the seaman to 
dismiss the plaintiff and return to Spain. As a result, there was no further 

rosecution of the seaman’s complaint against defendant which had been 
filed in a federal district court in New York. Plaintiff, alleging diversity 
of citizenship, brought suit against defendant in a federal district court 
for Massachusetts seeking damages for tortious interference with his 
retainer contract. Plaintiff contended that, since the seaman’s claim was 
based on federal law! and was filed in a federal court, federal law should 
govern validity of the retainer contract and the effect of defendant’s 
interference with that contract. Defendant, pointing to the common law 
nature of plaintiff’s claim, argued that the court in exercising its diversity 
jurisdiction must apply the conflict of laws rules of the forum state. 
Held, judgment for plaintiff; validity of, and effect of interference with, 
an attorney’s contract to bring a federal cause of action in a federal 
court are determined by federal law. 


When exercising jurisdiction based solely on diversity of citizenship, 
federal courts in adjudicating state created rights must follow the sub- 
stantive law,” including the conflict of laws rules,® of the states in which 
they sit. Where, however, a cause of action is related to but not created 
by a federal statute, and it is determined that the effectuation of the 
federal policy implicit in the statute necessitates the application of a 
uniform federal rule, state law will not be applied even in diversity 
jurisdiction.t Thus, to insure the proper effectuation of the policies 
enunciated in the Federal Communications Act, “federal common law” 
has determined the liability of a telegraph company for transmitting a 
defamatory message in interstate commerce.® Likewise, an interstate 
telegraph company’s liability for negligent delivery of a telegram is to 


1 Plaintiff believed that the seaman had causes of action under the Jones Act and 
general maritime law. Greenberg v. Panama Transport Co., 185 F. Supp. 320, 323-24. 
Art. 3, § 2 of the Constitution has traditionally been thought to imply that maritime 
law is a federal subject. Gilmore & Black, The Law of Admiralty 43-44 (1957). 

2 See Erie R.R. v. Tompkins, 304 U.S. 64 (1938). 

3 Klaxon Co. v. Stentor Elec. Mfg. Co., 313 U.S. 487 (1941). 

4 Moore, Commentary on the U. S. Judicial Code 340-41 § 0.03(45) (1949). 

5 O’Brien v. Western Union Tel. Co., 113 F.2d 539, 541 (1st Cir. 1940). 


[ 933 ] 
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be governed by “federal common law.” ® A forum state’s doctrine of 
estoppel cannot be applied by a federal court in an action on patent- 
licensing agreements if doing so would contravene federal policies 
enunciated in the Sherman Act.’ The national policy underlying the 
Bankruptcy Act, to conserve a bankrupt’s estate for the benefit of his 
creditors, requires that “federal common law” be applied to determine 
a bank’s liability for a deposit of assets of a bankrupt’s estate.® 


Similarly, where there are important federal policies involved, suits 
involving the rights and liabilities of the United States will not be 
governed by state law.® Thus a federal policy implicit in the Federal De- 
posit Insurance Corporation Act, protecting the FDIC against misrepre- 
sentation of member banks, dictates that the liability of an accommodation 
maker on a note given to a bank and subsequently transferred by it to the 
FDIC be governed by “federal common law.” © The immediate govern- 
mental interests of the United States implicit in the constitutional power 
to pay its debts requires that its rights and liabilities on commercial paper 
which it has issued be governed by “federal common law.” 1! However, in 
a diversity case in a federal court, by and against private parties for con- 
version of United States bonds, these same policy considerations are too 
remote and speculative to justify the application of “federal common 
law.” 12 


“Federal common law” also governs where the cause of action is based 
on a federal statute which, in addition to creating the action, provides for 


concurrent jurisdiction of state and federal courts.!* In such cases, all 
questions HY aati the substantive rights of the parties will be determined 
by federal law, whether the suit be in a state or federal court.’* In 
the field of maritime law, such a cause of action was created by the 
Jones Act,’® which was fostered by a strong federal interest in favor 
of the protection of seamen.’* By this act, seamen were given the same 
rights granted to railway employees under the Federal Employer's 
Liability Act.17 The purpose of both statutes was to provide covered 
employees more adequate tort remedies against their employers.'* Under 


6 Vaigneur v. Western Union Tel. Co., 34 F. Supp. 92, 93 (E.D. Tenn. 1940). 
7 Sola Elec. Co. v. Jefferson Elec. Co., 317 U.S. 173, 176 (1942). 
8 American Surety Co. v. First Nat’l Bank, 141 F.2d 411, 416-17 (4th Cir. 1944). 
9 Moore, op. cit. supra note 4, at 344. 
10 D’Oench, Duhme & Co. v. FDIC, 315 U.S. 447, 459 (1942). 
11 Clearfield Trust Co. v. United States, 318 U.S. 363, 366 (1943). 
a of America Nat’l Trust & Savings Ass’n v. Parnell, 352 U.S. 29, 33-34 
(1956). 
PD Note, Exceptions to Erie v. Tompkins, 59 Harv. L. Rev. 966, 970 (1946). 
4 Ibid. 
15 41 Stat. 1007 (1920), 46 U.S.C. § 688 (1958). 
16 Garrett v. Moore-McCormack Co., 317 U.S. 239, 248-49 (1942). 
17 Cox v. Roth, 348 U.S. 207, 208, (1955) in which the Court remarked : 
Congress in passing the Jones Act, did not specifically enumerate the rights of 
seamen, but merely extended to them the same rights granted to railway em- 
ployees by the Federal Employers’ Liability Act. 
18 Claussen v. Gulf Oil Corp., 136 F. Supp. 110, 113 (W.D. Pa. 1955); Terminal 
R.R. Ass’n of S.L. v. Schorb, 151 F.2d 361, 365 (8th Cir. 1945). 
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the FELA” and therefore under the Jones Act, an injured employee 
has the option to sue in either a state or a federal court.” Although not 
specifically covered by the statutes, certain questions have been de- 
termined by “federal common law” so as to effectuate the federal policy 
of protection of covered employees. Thus state law relating to the 
execution of releases is not applicable in actions under the Jones Act”? 
or the FELA.”? Similarly, in Jones Act suits the question of assumption 
of risk is determined by federal law.** 


In at least two instances, however, where the claim was not directly 
based on FELA but was only indirectly related thereto, it has been 
held that the effectuation of federal policy did not require the applica- 
tion of a uniform federal law. In Dickinson v. Stiles,* an employee of 
a railroad company engaged an attorney on a contingent fee basis to 
bring a claim under the FELA. Suit was brought in a state court, but 
before trial the employee accepted a settlement directly from his em- 
ployer. The attorney then sought, in a state court, to impose a lien 
against the employer, relying on a state statute which gave attorneys a 
lien upon a client’s cause of action. The employer contended that be- 
cause Congress had pre-empted the field in enacting the FELA, all 
questions pertaining to attorneys’ retainer contracts should be governed 
by federal law. In holding that state law governed, the Supreme Court 
asserted that the application of the state statutory procedure for the en- 
forcement of retainer contracts would not interfere with the federal 
policy of providing adequate remedies for railroad employees in suits 
against their employers, and therefore there was no potential conflict 
between federal policy and the state law sought to be applied. The recent 
case of Cumo v. Pennsylvania R.R.* involved facts similar to those in 
Dickinson, but the employee’s action and the attorney’s action as well 
were brought in a federal court.”* Although in sympathy with the at- 
torney’s predicament,”’ the district court felt constrained by Dickinson 
to apply state law, which denied relief to the attorney under the 
circumstances of the case.?8 


Plaintiff's contention in the instant case that federal law should govern 


19 35 Stat. 65 (1908), as amended, 45 U.S.C. § 51-60 (1958). 

20 35 Stat. 66 (1908), as amended, 45 U.S.C. § 56 (1958). 

21 Garrett v. Moore-McCormack, 317 U.S. 239 (1942). 

22 Ricketts v. Pennsylvania R.R., 153 F.2d 757 (2d Cir. 1946). 

23 Socony Vacuum Oil Co. v. Smith, 305 U.S. 424 (1939). 

24 246 U.S. 631 (1918). 

25 157 F. Supp. 358 (W.D. Pa. 1957). 

6 The attorney had entered into a contingent fee contract to represent an employee 
in an action against the railroad company. After the suit had been filed in a 
federal court the defendant railroad company entered into a settlement agreement 
directly with the employee. The attorney brought an action in the federal court 
seeking to impose a lien upon the defendant, contending that the latter had engaged 
in “nefarious” practices in complete disregard of plaintiff’s contractual rights. 157 
F. Supp. at 358-59. 

27157 F. Supp. at 359. 

28 The dismissal was without prejudice to the attorney’s right to file a new action 
based on contract interference. 157 F. Supp. at 360. 
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both the validity and the effect of interference with the retainer contract 
was based upon the fact that he was retained to assert a federal cause of 
action in a federal court. But defendant denied that federal law was 
applicable since the wrong alleged, tortious interference with a retainer 
contract, was not a maritime tort and since the attorney-plaintiff was not 
within the scope of federal concern for seamen. The court placed 
emphasis upon the subject matter of the contract, a maritime tort, and 
concluded that plaintiff had been retained to assert a federal cause of 
action. Although the court conceded that under the general maritime law 
or the Jones Act suit could have been brought in either state or federal 
court, it reasoned that since generally such claims are brought in federal 
courts, as was done here, the retainer contract represented an obligation 
to perform services in a federal court with respect to a federal cause of 
action. Thus, it was deemed proper to determine the validity of the 
contract by federal law. From this it was reasoned that interference 
with that contract was interference between an officer of a federal court 
and his client, which should also be governed by federal law.” 


Although the plaintiff’s claim in the instant case was not based on a 
federal statute and the court was exercising its diversity jurisdiction, 
nevertheless, the court was free to ignore state law and apply federal 
law if it were determined that the effectuation of some overriding federal 
policy necessitated such application. Insofar as the court’s decision was 
influenced by the maritime nature of the attorney-plaintiff’s cause of 
action, it is clear that the overriding federal interest must be found in 
the federal policy in favor of the protection of seamen. The court, how- 
ever, did not discuss and appears not to have considered how this federal 
interest dictated such a result. The instant decision cited only O’Brien 
v. Western Union Tel. Co.® and Sola Elec. Co. v. Jefferson Elec. Co. 
in support of the application of federal law. In both of these cases the 
application of state law could possibly have resulted in a direct and 
serious conflict with policies specifically expressed in a federal statute. 

In view of the approach of the Supreme Court in the Dickinson case, 
which was not cited by the court in the principal case, it may be argued 
that the federal interest in protecting seamen did not require the ap- 
plication of federal law to the plaintiff’s cause of action. Since in that 
case the Court found that the effectuaticn of the policy of the FELA 
did not require federal regulation of attorneys’ remedies for enforcing 
contracts to bring FELA claims, it could be argued that an attorney's 
contract to bring a seaman’s maritime tort action, and whether there was 
interference with that contract, should likewise be governed by state 
law. In Dickinson the application of state law to enable an attorney to 
impose a lien upon the employer directly affected the injured employee, 
whereas in the instant case the result of the attorney-plaintiff’s suit in 


29 Greenberg v. Panama Transport Co., 185 F. Supp. 320, 324-25 (D. Mass. 1960). 
30 O’Brien v. Western Union Tel. Co., 113 F.2d 539 (1st Cir. 1940). 
31 Sola Elec. Co. v. Jefferson Elec. Co., 317 U.S. 173 (1942). 
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no way affected the interests of the injured seaman. Thus, it could 
be said that in the instant case the federal interests in protecting the 
covered employees were even more remote than in Dickinson. 


The instant decision, however, did not rest entirely upon the nature 
of the claim for which the attorney-plaintiff was retained, but also 
rested upon a finding that the contract was to bring the federal claim in a 
federal court. Had the court discussed Dickinson, it perhaps could 
have distinguished it from the instant case by pointing to the fact that 
Dickinson involved a federal claim brought in a state court and there- 
fore the Supreme Court was not concerned with the additional policy 
consideration, found to be present in the instant case, of protecting 
the officers of a federal court. The Cumo case, however, would seem to 
refute this argument, for there it was held that the doctrine of Dickin- 
son applied even where the employee’s action was brought by the at- 
torney in a federal court.** However, the specific holding in Dickinson 
was that the attorney’s means of enforcement of the retainer contract 
to bring a federal cause of action could be determined by state law. 
Validity of the retainer contract was not in issue; thus the Court made 
no decision as to whether state or federal law should govern that 
determination. In the instant case, however, the court was squarely 
confronted with the questions of validity of the retainer contract and 
the effect of interference with that contract, rather than its enforcement. 

The primary policy consideration in cases such as the instant one 
should be the effectuation of the federal policy in favor of the protec- 
tion of seamen. Application of federal law in such cases can be justified 
without the necessity of finding that the retainer contract represents 
an obligation to perform services in the federal court as was done in the 
instant case. If questions of validity and interference with such contracts 
were left to state law, the failure of a state to provide an adequate 
remedy for an attorney confronted with employer conduct of the type 
involved in the instant case could serve as an encouragement to such 
conduct and thereby indirectly deprive seamen of the full benefit secured 
to them by federal law. The decision in the instant case unnecessarily 
limits the effectuation of federal policy by predicating its application 
of federal law on a finding of a contract to perform services in a federal 
court. Had the plaintiff contracted to bring the federal claim in a state 





82 Under the terms of the contract the plaintiff was to represent the seaman 
“respecting any claims against” his employer, Greenberg v. Panama Transport Co., 
185 F. Supp. at 321. It appears that the contract did not provide that the claim was 
to be presented in any particular court. The court’s conclusion that the contract 
was to bring an action in a federal court is subject to the criticism that the 
contract’s validity should not be determined by where the attorney-plaintiff subse- 
quently filed the seaman’s complaint. 

33 A concurring opinion in Great Lakes Transit Corp. v. Marceau, 154 F.2d 
623, 628 (2d Cir. 1946) (L. Hand, J.) suggests that the Supreme Court impliedly 
overruled Dickinson in Garrett v. Moore-McCormack Co., supra note 16. However, 
it would seem that the cases are distinguishable in that Garrett involved an FELA 
suit by an employee against his employer, whereas in Dickinson the suit was by an 
attorney to enforce a contract to bring an FEIJ.A claim. 
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court, the court’s rationale would seem to require that any interference 
with that contract be governed by state law without regard for the 
equally present federal interest in the protection of seamen. It is sub- 
mitted, therefore, that the effectuation of this federal policy is sufficient 
justification for the application of federal law to retainer contracts to 
bring seamen’s maritime tort claims, in whatever court those claims are 
to be presented. 


William E. Watson 


FeperaAL Courts—PATENT VENUE—WAIVER OF 28 U.S.C. § 1400(b) By 
OPENLY ASSUMING CONTROL OF THE DEFENSE—Schnell v. Eckrich © 
Sons, Inc., 365 U.S. 260 (1961). 


In a patent infringement suit against an Indiana retailer, brought in the 
District Court for the Northern District of Indiana, plaintiff amended his 
complaint to include the manufacturer, an Illinois corporation with no 
place of business in Indiana. The manufacturer had taken control of the 
retailer’s defense as required by an indemnity contract with the retailer. 
Contending that venue was improper under 28 U.S.C. § 1400(b),' the 
manufacturer moved to dismiss on grounds that it neither resided nor had 
a regular and established place of business in the district. Plaintiff claimed 
that the manufacturer’s conduct in controlling the defense waived venue. 
The court of appeals affirmed? the district court’s dismissal. On certiorari, 
held, affirmed; control of the defense in a patent infringement suit pur- 
suant to an indemnity contract does not constitute a waiver of the venue 
requirements of 28 U.S.C. § 1400(b). 

Before 1887, a civil suit could be instituted in a federal court in the 
district of which the defendant was an inhabitant or in which he was 
found and served.’ Infringement suits instituted in a district far removed 
from the place where the infringing acts were committed made it in- 
convenient for the parties and the court to examine the allegedly in- 
fringing device and to obtain the testimony of the necessary witnesses.‘ 
The Act of 1887 limited venue in all but diversity suits to the district 
where the defendant was an inhabitant;® but, lower courts interpreted that 
Act as being inapplicable to patent infringement actions.® Thus, patent 
venue remained as broad as before the 1887 Act.” 


128 U.S.C. § 1400(b) (1958). This section provides: “Any civil action for patent 
infringement may be brought in the judicial district where the defendant resides, or 
where the defendant has committed acts of infringement and has a regular and 
established place of business.” 

2 Schnell v. Eckrich & Sons, Inc., 279 F.2d 594 (7th Cir. 1960). 

3 Act of Sept. 24, 1789, ch. 20, § 11, 1 Stat. 79, as amended, Act of Mar. 3, 1875, 
ch. 137, § 1, 18 Stat. 470. 

4 See Ruth v. Eagle-Picher Co., 225 F.2d 572, 577 (10th Cir. 1955). 

5 Act of Mar. 3, 1887, ch. 373, § 1, 24 Stat. 552. 

6 National Button Works v. Wade, 72 Fed. 298 (C.C.S.D.N.Y. 1896); Earl v. 
Southern Pacific Co., 75 Fed. 609 (C.C.N.D. Cal. 1896) ; contra, Gorham Mfg. Co. v. 
Watson, 74 Fed. 418 (C.C.D. Mass. 1896). 

7 See Bowers v. Atlantic G. & P. Co., 104 Fed. 887 (C.C.S.D.N.Y. 1900). 
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Congress in 1897 passed the first special patent venue statute, which 
provided that a patent infringement suit could be brought only in the 
district in which the defendant was an inhabitant, or in which he com- 
mitted an act of infringement and had a regular and established place of 
business. In 1948, when the special patent venue statute was codified as 
28 U.S.C. § 1400(b), Congress enacted a broadened corporate general 
venue statute for diversity suits,® as well as clearly indicating that venue 
provisions may be waived.’° The Supreme Court subsequently held that 
patent venue was governed solely by section 1400(b) and in no way was 
enlarged or affected by the new corporate venue statute.!! 


An appearance on the merits waives venue if the privilege is not 
claimed.1* Whether other conduct waives venue is to be determined by 
considering the policy behind the applicable venue statute.’* Written 
consent to be sued, required as a condition precedent to doing business in 
a state, has been held to waive general venue in a diversity suit,"* but 
not special venue in a patent infringement suit.*° A non-resident whose 
acts within a state are sufficient to give that state’s courts jurisdiction 
over him’* does not, by those same acts, waive general venue in a diversi 
suit.17 Lower federal courts have held that a non-party’s control of the 
defense in a suit does not waive special patent venue,'® although the con- 
duct does make the issues litigated res judicata in a later suit between the 
non-party and the former plaintiff.'® 

In the principal case the Court, citing Fourco Glass Co. v. Transmirra 
Prods. Corp.,”° reiterated that section 1400(b) exclusively controlled 
patent infringement suits.21 Therefore, it reasoned, to imply waiver 





8 29 Stat. 695. 

928 U.S.C. § 1391 (c) (1958). 

1028 U.S.C., § 1406(b) (1958). The Pevtear's Note to this section is as follows: 
“Subsection (b) is declaratory of existing law. . It makes clear the intent of 
Congress that venue provisions are not jurisdictional, but may be waived.” 

11 Fourco Glass Co. v. Transmirra Prods. Corp., 353 U.S. 222 (1957). 

12 Gulf Smokeless Coal Co. v. Sutton, Steele & Steele, 35 F.2d 433 (4th Cir. 1929), 
cert. denied, 280 U.S. 609 (1930); see Fed. R. Civ. P. 12(h). 

a Neirbo Co. v. Bethlehem Shipbuilding Corp., 308 U.S. 165, 168 (1939). 

d. at 1 

15 Blaw-Knox Co. v. Lederle, 151 F.2d 973 (6th Cir. 1945). 

16 Hess v. Pawloski, 274 U.S. 352 (1927). 

17 Olberding v. Illinois Central R. Co., 346 U.S. 338 (1953). 

18 Freeman-Sweet Co. v. Luminous Unit. Co., 264 Fed. 107 (7th Cir.), cert. denied, 
Me 486 (1920); Dow Chemical Co. v. Metlon Corp., 281 F.2d 292 (4th Cir. 


19 Caterpillar Tractor Co. v. International Harvester Co., 120 F.2d 82 (3rd Cir. 
1941). See Merriam Co. v. Saalfield, 241 U.S. 22 (1916). In Merriam, the non-resident 
who had controlled the defense was sought to be included in the judgment by a 
supplemental bill. While recognizing that the party’s actions would bind him as to 
the issues litigated in a subsequent suit on the theory of res judicata, the Court 
reasoned that the lack of a final judgment at the time was fatal to the plaintiff’s 
case against the non-resident. Whether the fact that the non-resident was using the 
court’s processes for his own benefit though those processes could not be applied 
to him would constitute waiver of venue was not discussed by the court. 

20 Supra note 11. 
21 Schnell v. Eckrich & Sons, Inc., 365 U.S. 260, 262 (1961). 
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from control of the defense would be improper enlargement of the Con- 
gressional mandate.** Whether objections to venue may be waived by 
conduct, the Court stated, could only be determined by considering the 
policy behind the applicable venue statute. It then noted that the pred- 
ecessor to section 1400(b) was passed to eliminate abuses permitted by 
the previous broad venue statute;”* the policy behind adoption of the 
present patent venue provisions, therefore, was one of limiting the forums 
in which an alleged infringer might be sued. Citing Merriam Co. v. Saal- 
field** as complete support, the Court unanimously held that control of 
a defense did not waive patent venue. 

The Merriam decision, although factually similar to the instant case, 
was decided on the theory of res judicata; control of the defense as con- 
duct waiving venue was not considered.*> In Fourco, the Court had re- 
fused to modify patent venue by reading into that statute a general venue 
provision.*® However, in the principal case there was no attempt to modi- 
fy one venue statute by another; instead it was contended that the gov- 
erning patent venue provisions had been waived. 

However, the holding is supported by what the Court found to be the 
policy behind the special venue statute. Allowing the plaintiff to sue 
where the wrong was committed and where defendant has a regular and 
established place of business is based upon both convenience and prac- 
ticality. Patent infringement actions often involve technical evidence 
that can be presented only when the trier of fact has the opportunity to 
gain first-hand knowledge of the alleged infringing article. The patent 
venue statute achieves this result, without creating a hardship on the de- 
fendant, by placing the suit in the district where defendant and the 
article are found.?* But where the non-party is in court defending an in- 
fringement allegation against his indemnitee, these technical considera- 
tions may make it inconvenient for the non-party to litigate in his own 
name, since the issues involved need not necessarily be the same. Further, 
it must be noted that contractual agreements to conduct the defense are 
of long standing, and the lower federal courts have refused to consider 
them as waiving venue.”* Thus, finding waiver in the instant case would 
affect expectation of indemnitors who had agreed to conduct a defense. 

Nevertheless, a written consent to be sued, which was held in Neirbo 
Co. v. Bethlehem Shipbuilding Corp.” to be a waiver, is arguably 
analogous to the signing of the indemnity contract in the instant case. 
Although in neither case has the person expressly waived federal venue, 
in both the signer has actual knowledge that, because of his agreement, 
he may be involved in litigation in the jurisdiction. The waiver found in 

22 Id. at 263. 

23 See text accompanying note 8 supra. 

24 Supra note 19. 

25 See discussion note 19 supra. 

26 See note 11 supra and accompanying text. 

27 See note 4 supra and accompanying text. 


28 See text accompanying note 18 supra. 
29 Supra note 13. 
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Neirbo was not dependent on convenience of the place of suit. The Court 
did not discuss why patent infringement does in fact require differentia- 
tion. 

Although relitigation of issues by a party who had earlier controlled 
the defense of those same issues is eliminated by the doctrine of res judi- 
cata,® the plaintiff is still put to the expense of bringing a separate suit 
in another jurisdiction. Finding waiver by control of the defense would 
avoid this added expense and reduce the number of infringement actions. 
Further, the non-party is not subject to the same duties as the plaintiff 
with regard to discovery and deposition procedure. The non-party can 
early obtain information which may be useful in subsequent litigation 
with the plaintiff; however, the plaintiff does not have this opportunity.*? 
Removal of such discrimination should be considered in determining 
whether the conduct is waiver.®? In addition, it may be noted that to the 
extent that the number of available forums would be increased, the re- 
sult of finding certain conduct waiver would be consistent with the 
modern trend to broaden court jurisdiction over “non-residents.” ** 

Admittedly, waiver in the instant case could cause some inconvenience 
to the non-resident, but no more than in Neirbo where the Court found 
waiver. It is submitted that the policy behind the patent venue statute 
does not preclude application of the waiver doctrine to a party who 
openly assumes control of the defense; and that the Court in the instant 
case improvidently blunted a promising procedural innovation. 


Max Volterra* 


FEDERAL JURISDICTION—APPEALABILITY Or Stay Orpers—28 U.S.C. Sec- 
TION 1292 (a)(1) Nor AppiicaBLe To Pretimrinary Stays In SUMMARY 
ProceepIncs To Suppress ILLEGALLY OstaineD Evipence—Grant v. 
United States, 282 F.2d 165 (2d Cir. 1960). 


Pursuant to Rule 41(e) of the Federal Rules of Criminal Procedure,* 
appellees applied to a federal district court for an order suppressing for 
use as evidence certain records which they had voluntarily made available 
to agents of the Internal Revenue Service, on the ground that the records 


30 See text accompanying note 19 supra. 

31 See the dissenting opinion in the court of appeals in the instant case, Schnell v. 
Eckrich & Sons, Inc., 279 F.2d 594, 597 (7th Cir. 1960). 
ns Cf. Hoffman v. Blaski, 363 U.S. 335 (1960), noted in 29 Geo. Wash. L. Rev. 589 

1). 

33 See International Shoe Co. v. Washington, 326 U.S. 310 (1945) ; McGee v. Inter- 
national Life Ins. Co., 355 U.S. 220, 222-23 (1957), in which the Court explained the 
trend as being “attributable to the fundamental transformation of our economy.” The 
“increasing nationalization of commerce [coupled with] modern transportation and com- 
munication have made it much less burdensome for a party sued to defend himself. . . .” 

* Winner, 1960 ANNUAL Geo. Wash. L. Rev. Recent Case Note Competition 
(for prospective members of the Law Review Staff). 

1 Fed. R. Crim. P. 41(e) reads in pertinent part: cor 

A person aggrieved by an unlawful search and seizure may move the district 
court for the district in which the property was seized for the return of the 
property and to suppress for the use as evidence anything so obtained on the 
ground that . . . the property was illegally seized without warrant... . 
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had been illegally obtained. The court issued an ex parte order, without 
notice and hearing and without a preliminary determination of the rights 
of the parties, which required the United States attorney to show cause 
why the relief sought should not be granted. The order also restrained 
all agents of the Government from presenting to a grand jury any 
evidence regarding appellees, or from taking any other action against 
them, until the court had finally disposed of the application to suppress 
at a hearing scheduled twenty-four days later. Appellant obtained an 
order to show cause why the stay should not be vacated and, after 
notice and hearing, the district court refused to dissolve the stay, from 
which order this appeal was taken. The court of appeals on its own 
motion held, appeal dismissed; a preliminary stay in summary proceed- 
ings under Rule 41(e) of the Federal Rules of Criminal Procedure is not 
an interlocutory order appealable under 28 U.S.C. § 1292(a)(1).? 

The general rule is that a federal district court order is reviewable 
by a federal court of appeals only where such order is final.* However, 
under 28 U.S.C. § 1292(a)(1), an order refusing to dissolve an injunction 
is appealable even though it is interlocutory. While an order refusing 
to dissolve a temporary restraining order cannot be appealed under the 
statute,* orders refusing to dissolve preliminary injunctions can.5 A 
temporary restraining order under Rule 65(b) of the Federal Rules 
of Civil Procedure® can be issued without notice and in the discretion of 
the judge’ in order to preserve the status quo until there has been a 


hearing on the merits® or to preserve the status quo until there has been 


228 U.S.C. § 1292(a) (1) rg | reads in pertinent part: 

The courts of appeals shall have jurisdiction of appeals from .. . in- 
terlocutory orders of the district courts of the United States . .. or of the 
judges thereof, granting, continuing, modifying, refusing or dissolving injunc- 
tions, or refusing to dissolve or modify injunctions, except where a direct 
review may be had in the Supreme Court; 

328 U.S.C. § 1291 (1958) ; Baltimore Contractors Inc. v. Bodinger, 348 U.S. 176, 
178-79 (1955). 

4 Pennsylvania Motor Truck Ass’n v. Port of Philadelphia Marine Terminal Ass’n, 
Re 931, 932 (3d Cir. 1960) ; 7 Moore, Federal Practice { 65.07, at 1649 (2d ed. 
1955) 

5 Deckert v. Independence Shares Corp., 311 U.S. 282, 287 (1940); Riverbank 
Laboratories v. Hardwood Products Corp., 220 F.2d 465, 466 (7th Cir. 1955). 

6 Fed. R. Civ. P. 65(b), which applies to the issuance of temporary restraining 
orders, reads in pertinent part as follows: 

No temporary restraining order shall be granted without notice to the 
adverse party unless it clearly appears from specific facts shown by affidavit 
or by the verified complaint that immediate and irreparable injury, loss, or 
damage will result to the applicant before notice can be served and a hearing 
had thereon. Every temporary restraining order granted without notice 
shall be indorsed with the date and hour of issuance; shall be filed forthwith 
in the clerk’s office and entered of record; shall define the injury and state 
why it is irreparable and why the order was granted without notice; and 
shall expire by its terms within such time after entry, not to exceed 10 "days, 
as the court fixes, unless within the time so fixed the order, for good cause 
shown, is extended for a like period or unless the party agent whom the order 
is directed consents that it may be extended for a longer period 

T Youngstown Sheet & Tube Co. v. Sawyer, 103 F. Supp. 978, 980 (D. D.C. "1952). 

8 Houghton v. Meyer, 208 U.S. 149, 156 (1908) ; 7 Moore, Federal Practice 65.05, 
at 1643 a3 (2d ed. 1955). 
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a hearing on a motion for a preliminary injunction.® On the other hand, 
a preliminary injunction, which also is discretionary,!® can be issued 
only after notice to the adverse party" and after findings of fact and 
conclusions of law have been made by the court.!? 


In determining appealability of an order refusing to dissolve an earlier 
order restraining a party, the court of appeals has looked to the effect of 
the order rather than the label applied by the district court.1* Thus, 
in a bankruptcy proceeding wherein the court restrained all creditors 
from commencing or prosecuting any action against the bankrupt until 
further court order, the order was held to be a preliminary injunction 
in everything but name and therefore appealable as such. But, where 
the order was no more than a continuance of the action at bar and did 
not enjoin the prosecution of any other action, appeal was not allowed.’® 


Section 1292(a)(1) contemplates review of interlocutory orders which 
are issued in equity-type proceedings.1*® The nature of a pre-indictment 
proceeding to suppress illegally obtained evidence has been variously 
described. Thus, prior to Rule 41(e) of the Federal Rules of Criminal 
Procedure,’ it had been held that a pre-indictment bill requesting sup- 
pression of evidence by the issuance of a permanent injunction properly 
invoked the court’s equity jurisdiction.‘* Furthermore, a summary 
motion requesting an order which would enjoin court officers from 
making use of certain property as evidence and which would order the 


return of the property to the petitioner was said to initiate a proceeding 
wherein the relief requested was equitable in character.1® Later cases 
conflicted as to whether a federal court could exercise equity jurisdiction 
in such pre-indictment proceedings.”° Subsequent to the effective date of 
Rule 41(e), federal courts have been held to have jurisdiction over pre- 


9 Supra note 6. 

10 Mesabi Iron Co. v. Reserve Mining Co., 270 F.2d 567, 570 (8th Cir. 1959). 

11 Fed. R. Civ. P. 65(a). 

12 Fed. R. Civ. P. 52(a). 

13 Western Union Tel. Co. v. United States & Mexican Trust Co., 221 Fed. 545, 
553 (8th Cir. 1915) ; Note, 71 Harv. L. Rev. 550, 551 (1958). 

14Western Union Tel. Co. v. United States & Mexican Trust Co., supra note 
13, at 553. Similarly, it has been held that a temporary restraining order which en- 
joined the defendants from disturbing plaintiffs’ status as empioyees became a 
temporary injunction and therefore appealable after the trial court had issued an 
order denying a motion to dissolve it. Missouri-Kansas-Texas R.R. v. Randolph, 182 
F.2d 996, 999 (8th Cir. 1950). 

15 Mottolese v. Preston, 172 F.2d 308, 309 (2d Cir. 1949); International Nickel 
Co. v. Martin J. Barry, Inc., 204 F.2d 583, 585 (4th Cir. 1953). It has been held 
that an order dismissing a motion to dissolve an injunction without prejudice is not 
appealable. Sun-Maid Raisin Growers of Cal. v. California Packing Corp., 244 
F.2d 895 (9th Cir. 1957). 

16 Schoenamsgruber v. Hamburg American Line, 294 U.S. 454, 457 (1935) ; Balti- 
more Contractors, Inc. v. Bodinger, 348 U.S. 176, 180 n.6 (1955). 

17 Supra note 1. Rule 41(e) became effective October 20, 1949. 

< eer v. Lane, 48 F.2d 32 (8th Cir. 1931). 

d. at 35. 


20 Compare Goodman v. Lane, supra note 18 with Eastus v. Bradshaw, 94 F.2d 788 
(5th Cir. 1938), and United States v. Rosenwasser, 145 F.2d 1015 (9th Cir. 1944). 
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trial suppression of evidence only under that rule.?_ Notwithstanding that 
conclusion, it has been recognized that Rule 41(e) is merely a restatement 
of law and practice existing at the time the rule was promulgated: 
pre-indictment motions thereunder are independent civil proceedings,?* 
and the propriety of a federal court exercising disciplinary jurisdiction 
over its officers depends upon considerations of an equitable nature. 
In addition, while it seems clear that a final order issued by a district 
court in a pre-indictment proceeding under Rule 41(e) is applicable as 
a final order under 28 U.S.C. § 1291,75 except for the instant de- 
cision no case has ruled upon the question of appealability under 
section 1292(a)(1) of an interlocutory order issued in such a proceeding. 


In the instant case, the court recognized the civil nature of the action 
but questioned whether the provisions of section 1292(a)(1) were ap- 
plicable at all to preliminary stays in summary proceedings under Rule 
41(e). The stay order, issued under circumstances which, as to notice 
and hearing, were similar to those from which a non-appealable temporary 
restraining order could issue pursuant to Rule 65(b) of the Federal Rules 
of Civil Procedure, was not found to be either a temporary restraining 
order or a preliminary injunction. The court simply held that the 
district court’s order, directing an attorney to refrain from using records 
claimed to have been unlawfully taken until the court could determine his 
right to use them, was made in the exercise of inherent disciplinary 
power over attorneys. As such, the order was not appealable as an 
interlocutory order refusing to grant, continue, modify or dissolve an 
injunction within the meaning of section 1292(a)(1).2° The court stated 
that not every request for an order containing words of restraint is one 
for an injunction within the meaning of the section, nor is every order 
issued without notice and hearing, and lasting more than a maximum of 
twenty days," to be treated as a preliminary injunction so as to make 
it appealable under section 1292(a)(1).?® Moreover, the court noted that 
mandamus was a proper remedy where there is an abuse of discretion 
in the scope or duration of a stay.” 


The dissenting opinion argued that since the proceeding was con- 
sidered a civil action, the court must consider the effect of the order 


21 United States v. Klapholz, 230 F.2d 494 (2d Cir. 1956). But see Weldon v. 
United States, 196 F.2d 874 (9th Cir. 1952). 

22 Centracchio v. Garrity, 198 F.2d 382, 386 (1st Cir.), cert. denied, 344 U.S. 866 
(1952) ; Advisory Committee’s Notes, Fed. R. Crim. P. 41(e). 

23 Russo v. United States, 241 F.2d 285, 287-88 (2d Cir. 1957). 

24 Centracchio v. Garrity, supra note 22, at 386. 

25 See United States v. Klapholz, note 21 supra at 486, and Russo v. United States, 
note 23 supra at 287. 

26 Grant v. United Statés, 282 F.2d 165, 169 (2d Cir. 1960). j 

27 The initial time period for a temporary restraining order under Rule 65(b) is 
ten days. Since for good cause the restraining order may be continued for a like 
period, the maximum time period permitted by the rule is twenty days, assuming that 
the adverse party does not consent to a longer period. Supra note 6. 

28 Grant v. United States, 282 F.2d 165, 169-70 (2d Cir. 1960). 

29 Td. at 170-71. 
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in the light of the temporary restraining order—preliminary injunction 
distinctions in order to determine its reviewability. Applying these 
distinctions, the dissent argued that because the instant stay order ex- 
ceeded the ten day time limitation of Rule 65(b),®° the order denying 
its dissolution should have been appealable under section 1292(a)(1). 
Otherwise, a district court could exercise unlimited discretion in re- 
straining other legal proceedings, regardless of the merits of the case at 
bar. 

United States v. Richardson* involved a condemnation action wherein 
the Secretary of the Army refused to comply with a request for a 
deposition. The lower court thereupon vacated its prior order placing 
title to the land in the United States, and ordered that any attempt by 
the United States to prosecute the cause be abated.8? The appeal from 
this order was dismissed on the ground that it was neither a fel order*? 
nor an interlocutory injunction.** The lower court was held merely to 
have exercised its inherent power to control the progress of the cause so 
as to maintain the orderly processes of justice.** The court also quoted 
with approval* language used by the Supreme Court to the effect that 
section 1292 contemplates interlocutory orders or decrees which con- 
stitute an exercise of equitable jurisdiction in granting or refusing an 
injunction, as distingiushed from a mere stay of proceedings which any 
court may grant in a cause pending before it.” 

In Sims v. Greene*®* the lower court, without making findings of fact 
or conclusions of law, issued an ex parte order restraining defendant for 
ten days from interfering with the activities of the plaintiff in his 
capacity as presiding bishop of a church. For good cause, the order was 
extended for another ten days by the court, and thereafter, with the 
consent of the defendant, the order was extended some twenty-three 
days more. The defendant appealed the order when it was extended 
further without his consent. On appeal, the court noted that the order 
violated the twenty-day time limitation of Rule 65(b)*® as well as other 
safety measures of the Rule. The court held that when a temporary 
restraining order is continued for a “substantial length of time” past 
the prescribed limit without the consent of the party against whom it is 
issued, it ceases to be a temporary restraining order and becomes 
reviewable as a preliminary injunction under section 1292(a) (1). 

Connell v. Dulien Steel Products, Inc.“ involved an attempt by the 


30 See note 27 supra. 

81 204 F.2d 552 (5th Cir. 1953). 
32 Td. at 555. 

33 Tbid. 







87 Enelow v. New York Life Ins. Co., 293 U.S. 379, 381 (1935). 
38 160 F.2d 512 (3rd Cir. 1947). 

38 Id. at 516. 

40 Id. at 517 


41240 F.2d 414 (Sth Cir. 1957), cert. denied, 356 U.S. 968 (1958). 
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plaintiff to enjoin execution of a judgment which had been awarded 
against him in certain state proceedings. After notice and hearing, the 
court denied defendant’s motion to dismiss and, after rendering con- 
clusions both of fact and of law, temporarily restrained the pw Le 
from levying execution on his judgment until the court should issue its 
final order on plaintiff's motion for a preliminary injunction, heari 

on which were to be held twenty-eight days thereafter. The defendant 
appealed the restraining order, arguing that because his activities were 
thereby restrained for more than ten days, the order was properly 
reviewable under section 1292(a)(1) as an interlocutory preliminary 
injunction. The court, reviewing the reasons for not allowing an appeal 
from a temporary restraining order,** held that the fact that its duration 
“barely extended” beyond twenty days was insufficient to alter its 
essential character as a non-appealable temporary restraining order.‘ 

The instant court did not reach the temporary restraining order— 
preliminary injunction question, but simply held the order to be non- 
appealable as an exercise of inherent disciplinary powers. While it is 
not doubted that the court has inherent disciplinary powers, as it has 
other inherent powers,** it is questionable whether the best interests of 
both federal procedure and the litigants who are governed thereby would 
not be better served were that power exercised in conformity with the 
requirement of Rule 65(b) where such can easily be achieved. It is 
significant that nothing appears either in the memorandum decision and 
order of the district judge* or in the opinion of the court of appeals to 
indicate why it was not possible to limit the duration of the stay to ten 
days and hold a hearing on the merits within that time period.“ 

The court in the Richardson case, while using its inherent power to 
control the progress of the cause so as to maintain the orderly processes 
of justice, merely stayed proceedings which were before that particular 
forum, as distinguished from the instant stay which barred any grand 
jury proceedings as well as any other action against appellees.*? Further- 


42 The court stated these reasons to be that: 

(1) they are usually effective for only very brief periods of time, far less than 
the time required for an appeal ..., (2) they are generally issued without 
notice to the adverse party and thus the trial judge has had opportunity to 
hear only one side of the case, and, (3) the trial court should have ample 
opportunity to have a full presentation of the facts and law before entering 
an order that is appealable . . . . 
ae hy Dulien Steel Products, Inc., supra note 41, at 418. 

id. 

44 E.g., that exercised in the Richardson case, supra note 31 and accompanying text. 

45 Grant v. United States, 186 F. Supp. 418 (N.D.N.Y. 1960). 

46 The instant opinion indicates that the hearing was originally scheduled for the 
issuing judge’s next regular hearing day in the same city. Grant v. United States, 
282 F.2d 165, 166, 171 (2d Cir. 1960). It may be doubted whether this explanation for 
the stay’s duration, assuming it to be the only one, would suffice to excuse non-con- 
formity with the clear time limitation of Rule 65(b). 

47 At the hearing on the show-cause order obtained by the Government, although 
refusing to dissolve the stay, the district court did allow the filing of a complaint to 
toll the statute of limitations. Grant v. United States, 186 F. Supp. 418, 420 
(N.D.N.Y. 1960). 
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more, Richardson approved language to the effect that section 1292 
contemplates review of interlocutory orders which constitute an exercise 
of equitable jurisdiction, and recent cases have noted that a Rule 41(e) 
proceeding to suppress evidence when instituted at a time when no 
criminal proceeding is pending against the moving party ((i.e., the instant 
case), is considered a proceeding equitable in nature.‘® Thus, there is 
merit in the dissent’s contention that the effect of an order in this type 
of civil proceeding must be considered and its reviewability determined in 
light of the temporary restraining order—preliminary injunction distinc- 
tions. 

Whereas the Sims case has been criticised as being too inflexible to 
admit of orderly procedure,*® nevertheless it is a rule which safeguards 
the rights of the party against whom a purported temporary restraining 
order is issued by affording him appellate review under section 1292 
(a)(1) when the safeguards of Rule 65(b) have been transgressed. In 
the instant case, the stay order, issued without notice or hearing, was in 
these respects similar to a non-appealable temporary restraining order. 
However, the fact that the order was to have a minimum effectiveness 
of twenty-four days made it unlike a non-appealable temporary re- 
straining order and more nearly like the order involved in Sims. Under 
the Sims rationale, it would be subject to review under section 1292 
(a)(1). On the other hand, the court might have concluded that because 
the twenty-four day period in the order was shorter than the twenty- 
eight day period involved in Connell, a fortiori it should be termed a 
non-appealable temporary restraining order. But, in considering Connell, 
it should be noted that while no appeal was allowed, the interests of the 
adverse party were much better protected than in the instant case because 
the order was issued after notice and hearing, and upon conclusions of 
fact and law made by the court;® the instant stay order was originally 
issued without notice, and continued in effect without any hearing 
until argument was heard ten days later on the order to show cause why 
the stay should not be dissolved. 

It is submitted that, in determining the reviewability of pre-indictment 
proceedings to suppress evidence under Rule 41(e), the court should 
consider the effect of the order in the light of the temporary restraining 
order—preliminary injunction dichotomy. And, given an instance of 
unjustified non-conformity to Rule 65(b), a stay order which enjoins 
other legal proceedings should be treated as a preliminary injunction 
and appeal allowed under section 1292(a) (1). 


John T. Ketcham 


48 United States v. Rosenwasser, supra note 20; Centracchio v. Garrity, supra notes 
22, 24 and accompanying text. 

497 Moore, Federal Practice 4 65.07, at 1648-49 (2d ed. 1955). 

50Tt has been observed that in the Comnell case the showing required for the 
temporary restraining order seemed to be so similar to that which would be required 
for a preliminary injunction that the restraining order should have been appealable. 
Note, 71 Harv. L. Rev. 550, 552 (1958). 
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Labor LAW—REPRESENTATION PROCEEDINGS—FEDERAL Districr Court 
JurispicTIon To ENJomn ENFoRCEMENT OF NLRB DETERMINATION THAT 
Hor Carco Cause Prevents Contract From Barrinc ELEcTion— 
Local 1545, United Bhd. of Carpenters v. Vincent, 286 F.2d 127 (2d 
Cir. 1960). 


Plaintiff union was the recognized bargaining agent for the employees 
of a furniture company with which it negotiated a contract containing 
a hot cargo clause." ve Tsao ay section 8(e) was added to the National 
Labor Relations Act, proscribing hot cargo clauses and making their 
adoption an unfair labor practice.” A rival union thereafter petitioned the 
National Labor Relations Board, pursuant to section 9(c) of the Act,® for 
a representation election by the company’s employees. Plaintiff and the 
company both contended that the existing contract was a bar to an elec- 
tion.* The Board disagreed and directed an election, holding that a con- 
tract containing an illegal hot cargo clause does not stand as a bar.® Plain- 
tiff brought suit in a federal district court to enjoin the Board from 
holding the election, contending that the Board had violated the statutory 
command of section 8(e) that only the hot cargo clause itself was void. 
The Board asserted that the district court had no original jurisdiction 
to enjoin its representation determination since the Board’s application of 
its contract bar rules did not violate a clear statutory command. On appeal 
from the district court’s dismissal for lack of jurisdiction,® held, affirmed; 
Board refusal to treat a collective agreement containing an illegal hot 
cargo clause as a bar to a representation election does not violate a clear 


1 Article III of the contract provided: “The Company agrees that after notice by 
the Union it will not purchase materials from any Company where a bona fide labor 
dispute exists to which the Carpenters Union is a party.” Pilgrim Furniture Co., Inc., 
128 N.L.R.B. 92 (1960). 


2NLRA § 8(e), added by 73 Stat. 543 (1959), 29 U.S.C. § 158(e) (Supp. I, 1959), 
which provides in pertinent part : 

It shall be an unfair labor practice for any labor organization and any em- 
ployer to enter into any contract or agreement, express or implied, whereby 
such employer ceases or refrains or agrees to cease or refrain from handling, 
using, selling, transporting or otherwise dealing in any of the products of any 
other employer, or to cease doing business with any other person, and any 
contract or agreement entered into heretofore or hereafter containing such an 
agreement shall be to such extent unenforceable and void: Provided. .. . 

3 61 Stat. 144 (1947), 29 U.S.C. § 159(c) (1958). 


4 Since its formation, the National Labor Relations Board has defined the effect 
of an existing collective bargaining agreement on a rival union’s petition for repre- 
sentation by the use of a cluster of principles described as “contract bar” rules. 
generally Freidin, The Board, The “Bar,” and The Bargain, 59 Colum. L. Rev. 61 
(1959). As a general rule, a written contract, whether newly executed or renewed 
in accordance with its provisions, which still has a period of time to run, bars an 
election during stated time periods. Contract Bar Rulings of the N.L.R.B.—Ad- 
ministrative Adaptation to Changing Times, Ind. Rel. Digest, Oct. 1958, p. 23, 24. 
— from N.L.R.B. Release R-552, address by Board Member Joseph A. 

enkins). 

5 Pilgrim Furniture Co., Inc., 128 N.L.R.B. 92 (1960). 

, Bs a 1545, United Bhd. of Carpenters v. Vincent, 187 F. Supp. 921 (S.D.N.Y. 
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statutory command and therefore there is no district court jurisdiction to 
enjoin the Board action. 


Section 10(f) of the National Labor Relations Act provides for judicial 
review of a final order of the NLRB.” A representation determination is 
not a final order;® the Act provides for judicial consideration of represen- 
tation determinations only as part of the record in proceedings to review 
or enforce the Board’s final order in an unfair labor practice case.° When 
Congress passed the Wagner Act,’ it rejected a proposal for direct re- 
view of representation determinations.‘ A further attempt to provide 
for direct review by the courts of appeals was made when the Act was 


amended in 1947.12 However, the proposed amendment was eliminated in 
conference.8 


An exception to this restricted scope of judicial review was made b 
the Supreme Court in Leedom v. Kyne.* In Kyne the Court held that 
federal district courts have jurisdiction to enjoin enforcement of Board 
decisions in representation matters where the Board has acted contrary 
to a “clear and mandatory” provision of the statute. Since section 9(b) 
(1) commanded the Board not to commingle in the same unit professional 
and non-professional employees without the acquiescence of the former,® 
that section created a right in professional employees which the district 
court could enforce against a Board determination not complying with 
the professional employees’ choice.** That this was intended to be a nar- 


row exception has been recognized by subsequent decisions in lower 
federal courts."* 


749 Stat. 453 (1935), as amended by 61 Stat. 146 (1947), 29 U.S.C. § 160 (1958). 

8 AFL v. NLRB, 308 U.S. 401, 409 (1940). 

®NLRA § 9(d), 49 Stat. 453 (1935), as reenacted by 61 Stat. 144 (1947), 29 U.S.C. 
§ 159(d) (1958). 

10 49 Stat. 449 (1935). 

11S. Rep. No. 573, 74th Cong., Ist Sess. 5-6 (1935); H.R. Rep. No. 1147, 74th 
Cong., Ist Sess. 7 (1935). 

12 H.R. Rep. No. 245, 80th Cong., Ist Sess. 59-60 (1947). 

13 93 Cong. Rec. 6444 (1947). 

14 358 U.S. 184 (1958). Earlier, in Fay v. Douds, 172 F.2d 720 (2d Cir. 1949), a 
different exception to restricted judicial review was announced. The court of appeals 
determined that district courts might grant relief where the Board representation 
determination gave rise to a substantial constitutional question. 

15 61 Stat. 143 (1947), 29 U.S.C. § 159(b) (1) (1958). 

16 Leedom v. Kyne, 358 U.S. 184, 191 (1958). In AFL v. NLRB, 308 U.S. 401 
(1940), where a Board certification order was held not a “final order” so that direct 
review of such an order was not available, the Court expressly reserved the ques- 
tion whether the review provisions of the Act precluded bringing an independent 
suit to vacate Board action contrary to a statutory provision. In a subsequent case, 
the Court stated that if the absence of jurisdiction of the federal courts meant sacri- 
fice or obliteration of a right which Congress had created, the inference would be 
strong that Congress intended the statutory provisions governing the general juris- 
diction of those courts to control. Switchmen’s Union v. National Mediation Board, 
320 U.S. 297, 300 (1943). 

17 The courts have consistently found no violation of “clear and mandatory” statu- 
tory language. See Leedom v. IBEW, 278 F.2d 237 (D.C. Cir. 1960) (contention 
that intervention by a rival union in decertification proceedings violated clear 
language of § 9(c)(1), rejected); Leedom v. Norwich, Connecticut Printing Spe- 
cialties, 275 F.2d 628 (D.C. Cir. 1960) (contention that Board’s determination as to 
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The NLRB’s contract bar policies do not find their source in any ex- 
press language of the statute,’® but are administrative determinations 
largely within the discretion of the Board,’ which the Board may waive 
or apply as the facts of a case may demand.”° Thus, the Board has de- 
clared that a contract which on its face did not conform to the require- 
ments of the Act or which had previously been found unlawful in an 
unfair labor practice proceeding would not bar a representation election.” 


Two recent cases illustrate how narrowly the Kyne decision has been 
construed. In National Biscuit Division v. Leedom,?? the Board had con- 
cluded that the contract of a union in which there was a schism would not 
be regarded as a bar to an election. Although section 9(c)(2) of the Act 
provided that when determining a question of representation the same 
regulations and rules of decision should apply irrespective of the identity 
of the parties,?* the court held in a per curiam opinion that the Board’s 
application of its contract bar policy was within the allowable limits of 
its discretion and was not prohibited by section 9(c) (2). 


The petitioning union contended in International Ass’n of Tool Crafts- 
men v. Leedom* that the Board had violated the express command of 
section 9(c)(5), which provides that the extent to which employees 
have organized shall not be controlling in determining the appropriate 
bargaining unit.** The Board had ruled that, although the existing 
certification was only plant-wide, the history of collective bargaining 
had brought into existence a single company-wide unit. Petitioner, seek- 
ing single-plant unit bargaining, contended that section 9(c) (5) precluded 
the Board from making a unit determination on such a basis. Significantly, 
the court implied it would not sustain the Board’s position in an unfair 
labor practice proceeding.” However, the court did not find the viola- 
tion of a “clear and mandatory” statutory prohibition upon which to 
predicate jurisdiction, since the statutory language and legislative history 
sufficiently supported the Board’s position that bargaining history was 
not coextensive with the extent of employee organization. 

In the instant case, the primary issue was whether the Board’s applica- 


the appropriate bargaining unit for holding election violated specific language of § 9(b) 
(2), rejected); see also, Teamsters, Local 826 v. Kaynard, 46 L.R.R.M. 2986 
(S.D.N.Y. Sept. 16, 1960) ; Local 719, Production Employees v. McLeod, 46 L.R.R.M. 
2030 (E.D.N.Y. April 22, 1960) ; DePratter v. Farmer, 232 F.2d 74 (D.C. Cir. 1956). 

18 Contract Bar Rulings of the N.L.R.B.-Administrative Adaptation to Changing 
Times, Ind. Rel. Digest, Oct. 1958, p. 23, 24, (condensed from N.L.R.B. Release R- 
552, address by Board Member Joseph A. Jenkins). 

19 See, e.g., NLRB v. Efco Mfg., Inc., 203 F.2d 458 (1st Cir. 1953) ; International 
Assoc. of Tool Craftsmen v. Leedom, 276 F.2d 514 (D.C. Cir.), cert. denied, 364 U.S. 
815 (1960) ; see generally, Feldesman, Contract Bar to Representation Elections, 29 
Geo. Wash. L. Rev. 450 (1960). 

20 NLRB v. National Container Corp., 211 F.2d 525, 534 (2d Cir. 1954). 

21 Keystone Coat, Apron and Towel Supply Co., 121 N.L.R.B. 880, 883 (1958). 

22 265 F.2d 101 (D.C. Cir.), cert. denied, 359 U.S. 1011 (1959). 

23 61 Stat. 144 (1947), 29 U.S.C. § 159(c) (2) (1958). 

24 276 F.2d 514 (D.C. Cir.), cert. denied, 364 U.S. 815 (1960). 

2561 Stat. 144 (1947), 29 U.S.C. § 159(c) (5) (1958). 

26 276 F.2d at 516. 
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tion of its “contract bar” policy was proscribed by section 8(e). 
Plaintiff’s contention that the Board had violated a clear and mandato 
direction was based on the argument that in section 8(e) Congress had 
carefully distinguished between existing and future agreements containing 
hot cargo clauses. Future agreements were made unfair labor practices; 
existing agreements were dealt with only by the clause “any contract or 
agreement entered into heretofore or hereafter containing such an agree- 
ment shall be to such extent unenforceable and void.” 2" Reading “to such 
extent unenforceable” to mean only to such extent, plaintiff argued that 
the Board’s action rendered the entire contract unenforceable, thus vio- 
lating a clear statutory command.’® Plaintiff further contended that the 
Board acted contrary to the statute by giving affirmative effect to the 
hot cargo clause although the mandate of Congress was wholly negative, 
i.e., to treat the hot cargo clause as non-existent.2® Thus, it was claimed, 
by utilizing section 8(e) in effect to disestablish retroactively a previously 
valid collective bargaining contract, the Board not only expressly dis- 
obeyed congressional command, but gave to the clause the opposite effect 
from that intended. 

The court did not agree that “to such extent” was a phrase of limita- 
tion. It held that the purpose of this phrase in section 8(e) was to pre- 
vent the Board from invalidating wage or hour provisions contained in a 
contract which also had a hot cargo provision.° The court further 
pointed out that, since the phrase “to such extent” also applied to future 
agreements, by adopting plaintiff's argument, the Board would be re- 
quired to give contract bar protection to an agreement the making of 
which was an unfair labor practice. The court concluded that the 
Board could be found to have violated a “clear and mandatory” statuto 
command only if section 8(e) had expressly stated that the Board should 


not deprive a contract containing a hot cargo clause of contract bar pro- 
tection.®4 


The dissenting judge agreed that no “clear and mandatory” statutory 
command was violated, but would not have restricted the Kyne rule to 
this finding alone.*? The dissent would have broadened that rule to in- 
clude situations where the Board has “entirely misconstrued” the import 
of a clear statutory provision. 


The court in the instant case, like those in National Biscuit and Tool 
Craftsmen, has shown no inclination to expand the “clear and mandatory” 


27 See note 2 supra. 

28 Brief for Plaintiff-Appellant pp. 12-14. The argument proceeded on the theory 
that Congress, by creating section 8(e) to define a separate unfair labor practice, in- 
tended to establish a complete and self-contained definition of intent and policy as to 
the hot cargo clause; that by thus treating it separately, Congress was confining retro- 
active effect to the “to such extent” clause and to that clause alone; with that excep- 
, Se whole operation of section 8(e) was expressly declared to be im futuro. 

i 


ae United Bhd. of Carpenters v. Vincent, 286 F.2d 127, 132 (2d Cir. 1960). 
id. 
382 286 F.2d at 134. 





952 THE GEORGE WASHINGTON LAW REVIEW 


test laid down by Leedom v. Kyne. Again, as in Tool Craftsmen, the 
test has been applied literally. The Board’s contract bar policies are not 
expressly provided for in any provision of the Act, but rather are dis- 
cretionary with the Board. Thus, in the type of situation | aay in 
the instant case, it would be virtually impossible for a federal district 
court to find jurisdiction under the Kyne rule even if Congress had 
stated that determinations made by the Board pursuant to section 9 were 
not to be affected by section 8(e). 

Strict adherence to the exception carved out by Kyne prevents em- 
ployers or unions from engaging in dilatory tactics which would frustrate 
the Act’s basic objective of promoting collective bargaining and industrial 
peace.** Also, as recognized in Tool Craftsmen, for a court to take juris- 
diction where it believed the Board had merely misread the will of Con- 
gress, would allow review of the same scope as that in an unfair labor 
practice case. The intent of Congress was clearly to the contrary.** 

The Board’s wisdom in using contract bar rules in an attempt to deter 
activities which have been declared illegal under section 8, as it did in 
the instant case, has been questioned.*® But the decision that there was no 
violation of a clear and mandatory statutory command conforms to the 
Kyne standard and the intent of Congress to restrict judicial review of 
Board representation orders. 


Richard A. Bartl 


PaTENTS—INFRINGEMENT UNpeER 35 U.S.C. § 271(a)—ReEpPAIR AND RECON- 
struction—Aro Mfg. Co. v. Convertible Top Replacement Co., 365 
US. 336, 128 U.S.P.Q. 354 (1961). 


Plaintiff brought suit for direct infringement’ and contributory in- 
fringement? of a patent® covering the convertible top structure of an 


33 See 93 Cong. Rec. 6444 (1947) (statement by Sen. Taft that the purpose of 
limited judicial review was to prevent dilatory tactics). 

84 See notes 11-13 and accompanying text. In any case, if the Board’s action were 
a flagrant abuse of discretion, the aggrieved party might be able to show that his 
constitutional right to due process was violated, and so secure judicial relief on 
that ground. As the court pointed out in Fay v. Douds, 172 F.2d 720, 723 (2d Cir. 
1949), if the party seeking relief from a Board representation determination asserted 
a substantial constitutional right, the district court would have jurisdiction; the court 
could then dispose of all other questions which arose in connection with the pro- 
ceeding, even though they were not independently justiciable. 

35 Feldesman, Contract Bar to Representation Elections, 29 Geo. Wash. L. Rev. 
450, 464-65 (1960). 

135 U.S.C. § 271(a) (1958) : 

Except as otherwise provided in this title, whoever without authority makes, 
uses or sells any patented invention, within the United States during the term 
of the patent therefor, infringes the patent. 

2 35 U.S.C. § 271(c) (1958) : 

Whoever sells a component of a patented machine, manufacture, combination 
or composition, or a material or apparatus for use in practicing a patented 
process, constituting a material part of the invention, knowing the same to be 
especially made or especially adapted for use in an infringement of such 
patent, and not a staple article or commodity of commerce suitable for sub- 
stantial noninfringing use, shall be liable as a contributory infringer. 

3U. S. Letters Patent 2,569,724 granted October 2, 1951, to Harry A. Mackie and 
Stanley Duluk. 
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automobile. The claims in plaintiff's patent called for the combination of 
a flexible top fabric with an resi portion, a lower metal body struc- 
ture, and a mechanism for sealing the elongated fabric against the side of 
the body structure. The defendant manufactured, sold and installed a 
top fabric designed to fit models originally equipped with tops embody- 
ing the patented combination.* The plaintiff argued that the replacement 
of the top fabric which was relatively durable, relatively expensive, and 
the heart of the invention, was a reconstruction of the patented combina- 
tion and hence an infringement. Defendant maintained it was not an in- 
fringement, since replacing a single element of a patented combination 
was merely a repair. The court of appeals affirmed® the district court’s*® 
finding of infringement and contributory infringement. On certiorari,’ 
held, reversed; replacement of a single unpatented element in a device 
covered by a combination patent constitutes repair and not direct in- 
fringement. 


To maintain an action for contributory infringement it is necessary 
that there be a direct infringement.® Direct infringement of a combina- 
tion patent occurs when the patented combination is made, used or sold 
without consent of the patentee.® However, a combination patent does 
not afford protection to the unpatented elements of the combination.’ 
When an article covered by a combination patent is sold by the patentee, 


4 Installation required the destruction of rivets which permanently fixed the fabric 
to a rain trough fixed to the body of the car. See Mackie-Duluk Patent, supra note 3 
at column 2, line 17. The defendant in some installations made improvements by 
adding a sealing strip not present in the original model, but covered by claim 10 of 
the patent. In other instances the defendant would remove other strips. The Mackie- 
Duluk fabric shape was useless in automobile models other than those which were 
originally equipped with tops covered by the patent. Convertible Top Replacement 
Co. v. Aro Mfg. Co., 119 U.S.P.Q. 122, 125 (D. Mass. 1958). However, most of the 
automobile models using the Mackie-Duluk top were equipped with snap fasteners 
so that non-infringing tops could be installed as replacements at a more reasonable 
price. Convertible Top Replacement Co. v. Aro Mfg. Co., 119 U.S.P.Q. at 124 n.8. 

5 Aro Mfg. Co., v. Convertible Top Replacement Co., 270 F. 2d 200, 122 U.S.P.Q. 

536 (1st Cir. 1959). 
—— Top Replacement Co., v. Aro Mfg. Co., 119 U.S.P.Q. 122 (D. Mass. 
7 The Anti-Trust Division of the Department of Justice filed a brief for the United 
States as amicus curiae. Its position was that a combination patent protects only the 
combination, and that an extension of protection to an element of the combination 
would be inconsistent with the scope of the patent grant and federal anti-trust policies. 
Brief for the United States as Amicus Curiae. 

8 See, e.g., Westinghouse Elec. & Mfg. Co. v. Hesser, 131 F.2d 406, 410, 56 U.S.P.Q. 
347, 349 (6th Cir. 1942) ; American Safety Razor Corp. v. Frings Bros. Co., 62 F.2d 
416, 417, 16 U.S.P.Q. 79, 80 (3d Cir.), cert. denied, 289 U.S. 726 (1933). 

935 U.S.C. § 271 (a) (1958), supra note 1. Infringement had not been defined by 
prior statutes. The direct infringement section is a codification of the case law existing 
when the statute was enacted in 1952. The entire court in the instant case agreed 
on this point. 365 U.S. at 341-42, 128 U.S.P.Q. at 357; 365 U.S. at 346, 128 U.S.P.Q. 
at 360, 361 (Mr. Justice Black concurring) ; 365 U.S. at 362-65, 128 U.S.P.Q. at 366 
(Mr. Justice Brennan concurring in result) ; 365 U.S. at 369-70, 128 U.S.P.Q. at 368 

dissenting opinion). 

10 Mercoid Corp. v. Mid-Continent Inv. Co., 320 U.S. 661, 667 (1944). For a dis- 
cussion of the misuse cases as applied to the replacement of parts in combination 
patents, see Note, 70 Yale L.J. 649 (1961). 
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the purchaser obtains a right to use and sell the purchased patented 
article." The right to use has encompassed repair but not reconstruction 
of the article—the latter being considered a remaking of the device, hence 
an infringement.'? 


In an early repair-reconstruction case, Wilson v. Simpson, defendant 
replaced detachable knives claimed as an element of plaintiff's patented 
woodworking machine.** The Court held that when a temporary part 
Wears out it may be replaced to preserve the usefulness of the machine: 
such replacement is a repair.1* The decision was based upon two inter- 
woven grounds: (1) there is no reconstruction unless defendant makes 
the machine anew, and replacing the knives did not do this;!5 and (2) the 
replacement was in accord with the intention of the inventor, that inten- 
tion being implied from the nature of the replacement part relative to the 
arrangement and nature of the patented machine.’® In two subsequent 
cases, the Court relied largely on the intention reasoning of Wilson in 
holding it was repair to replace the toilet paper roll of a toilet paper 
dispenser? and to replace the gelatin band wi a duplicating machine.'* 
The temporary nature of the replaced parts was emphasized in both 
cases.19 


In contrast to the repair cases, reconstruction was found in Cotton-Tie 
Co. v. Simmons® and Leeds & Catlin Co. v. Victor Talking Mach. Co.” 
In the Cotton-Tie case the defendant bought severed bands and used 


buckles, reworking the bands and combining them with the buckles to 
form cotton-ties covered by plaintiff's patent. The Court reasoned that 
cotton ties upon severance had completely performed their function of 
confining cotton in transit,?? and distinguished Wilson, where the re- 
placement of worn-out temporary parts in order to preserve the machine 
was in accordance with the intention of the vendor.?* Defendants in 
Leeds & Catlin sold additional records to purchasers of a talking machine 
and record combination which was covered by plaintiff’s patent. In find- 
ing reconstruction, the Court reasoned that Wilson was applicable only 


11 Chaffee v. Boston Belting Co., 63 U.S. (22 How.) 217, 223 (1859). Some courts 
have spoken of the purchaser’s right as an implied license. E.g., Electric Auto-Lite 
Co. v. P. & D. Mfg. Co., 109 F.2d 566, 567, 26 U.S.P.Q. 284, 287 (2d Cir. 1940) ; 
Ruth v. Stearns-Roger Mfg. Co., 13 F. Supp. 697, 712-13, 29 U.S.P.Q. 400, 417, (D. 
Colo. 1935), rev’d on other grounds, 87 F.2d 35, 32 U.S.P.Q. 227 (10th Cir. 1936). 

12C. & R. Research Corp v. Write, Inc., 19 F.2d 380, 381 (D. Del. 1927) ; Good- 
year Shoe Mach. Co. v. Jackson, 112 Fed. 146, 149-50 (1st Cir. 1901). 

13 50 U.S. (9 How.) 109 (1850) (The knives had to be replaced every 60-90 days). 

14Td. at 126. 

15 Td. at 123, 124. 

16 Td. at 125, 126. 

17 Morgan Envelope Co. v. Albany Perforated Wrapping Paper Co., 152 U.S. 425 
(1894). 

18 Heyer v. Duplicator Mfg. Co., 263 U.S. 100 (1923). 

19 Supra note 17, at 434; supra note 18, at 102. 

20 106 U.S. 89 (1882). 

21 213 U.S. 325 (1909). 

22 Supra note 20, at 94. The used buckles were marked “License to use once only.” 

23 Supra note 20, at 94. 
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where a worn part is replaced and not where the substituted parts result 


in an increase in the capacity of the combination (i.e. its repertory of 
tunes) .”4 


As a result of Wilson and the other repair cases, courts of appeals have 
consistently ruled that replacement of an element which is temporary, 
relative to the patented combination, constitutes repair.2° In accord with 
Cotton-Tie and Leeds & Catlin, they have found that when the combina- 
tion has an expected life or capacity, it is reconstruction to alter the 
combination to create a new life** or capacity.** In determining whether 
an act was repair or reconstruction under these principles, the courts of 
appeals have considered the following facts relevant: (1) cost of part 
replaced relative to cost of the entire patented device;?* (2) temporari- 
ness of part or parts replaced relative to the expected life of the patented 
device;*® (3) importance of the replaced part to the inventive concept;*° 
(4) difficulty or ease of making the replacement;* (5) physical domina- 
tion of the parts replaced relative to remaining parts of the patented de- 
vice;#? and (6) intention of the inventor.** 

In the instant case, the majority of the Court returned to the remake 
reasoning of Wilson, buttressed by the principle that a combination 
patent does not afford patent protection to its elements.** The majority 
of the Court did not mention the intention reasoning of Wilson*® and 
considered as immaterial durability and cost of the element, difficulty of 


24 Supra note 21, at 336. 

25 Micromatic Hone Corp. v. Mid-West Abrasive Co., 177 F.2d 934, 936, 83 
U.S.P.Q. 409, 411 (6th Cir. 1949) (abrasive stone in a holder and stone combina- 
tion); Payne v. Dickinson, 109 F.2d 52, 54, 44 U.S.P.Q. 181, 183 (3d Cir.), cert. 
denied, 310 U.S. 637 (1940) (hypodermic needle in a syringe and needle combination) ; 
American Safety Razor Corp. v. Frings Bros. Co., 62 F.2d 416, 418, 16 U.S.P.Q. 
79, 80-81 (3d Cir. 1932) (a razor blade in a holder and blade combination). 

26 Williams v. Hughes Tool Co., 186 F.2d 278, 282, 87 U.S.P.Q. 354, 359 (10th 
Cir.), cert. denied, 341 U.S. 903 (1950) (teeth of a drill bit) ; Davis Elec. Works v. 
Edison Elec. Light Co., 60 Fed. 276, 282, (1st Cir. 1894) (filament in a light bulb). 

27 Miller Hatcheries, Inc. v. Buckeye Incubator Co., 41 F.2d 619, 621, 622, 5 
U.S.P.Q. 489, 491, 493, (8th Cir. 1930) (incubator made larger to accommodate more 
eggs) ; George Close Co. v. Ideal Wrapping Mach. Co., 29 F.2d 533 (1st Cir. 1928) 
(caramel wrapping machine altered to wrap larger caramels). 

28 E.g., El Dorado Foundry, Mach. & Supply Co. v. Fluid Packed Pump Co., 81 
F.2d 782, 786, 28 U.S.P.Q. 436, 439 (8th Cir. 1936). But see, Westinghouse Elec. 
& Mfg. Co. v. Hesser, 131 F.2d 406, 410, 56 U.S.P.Q. 347, 350 (6th Cir. 1942). 

29 E.g., Payne v. Dickinson, 109 F.2d 52, 54, 44 U.S.P.Q. 181, 183 (3d Cir.), cert. 
denied, 310 U.S. 637 (1940). 

30 E.g., Williams v. Hughes Tool Co., 186 F.2d 278, 284, 87 U.S.P.Q. 354, 359 (10th 
Cir.), cert. denied, 341 U.S. 903 (1950); Morrin v. Robert White Eng’r Works, 143 
Fed. 519 (2d Cir. 1905). Contra, Landis Mach. Co. v. Chaso Tool Co., 141 F.2d 800, 
804, 61 U.S.P.Q. 164, 168 (6th Cir. 1944). 

31 E.g., Westinghouse Elec. & Mfg. Co. v. Hesser, 131 F.2d 406, 410, 56 U.S.P.Q. 347, 
350 (6th Cir. 1942) ; Electric Auto-Lite Co. v. P. & D. Mfg. Co., 78 F.2d 700, 704, 
26 U.S.P.Q. 284, 287 (2d Cir. 1935). 

32 Landis Mach. Co. v. Chaso Tool Co., 141 F.2d 800, 804, 61 U.S.P.Q. 164, 168 
(6th Cir. 1944) ; Automotive Parts Co. v. Wisconsin Axle Co., 81 F.2d 125, 127, 28 
U.S.P.Q. 37, 39 (6th Cir. 1935). 

33 E.g., Wilson v. Simpson, 50 U.S. (9 How.) 109, 125 (1850). 

34 Aro Mfg. Co. v. Convertible Top Replacement Co., 365 U.S. 336, 345, 128 
U.S.P.Q. 354, 358 (1961). 

35 Td. at 341-45, 125 U.S.P.Q. at 358-59. 
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replacement, and the importance of the element to the patentability of the 
combination.®* Rather, the test applied was a simple one: was the article 
made anew? The Cotton-Tie case was cited as exemplifying reconstruc- 
tion according to this test.7 Leeds & Catlin was cited in the text as a 
repair-reconstruction case;** however, a footnote to the opinion indicates 
that the majority did not so consider it.*° 

The dissent*® maintained that according to past cases reconstruction 
is a question to be decided by a consideration of a variety of circum- 
stances on a case to case basis,** and that since the lower courts had ap- 
plied the correct legal standards, their decision should be affirmed. Mr. 
Justice Brennan, concurring in the result,** substantially agreed with the 
repair-reconstruction principles of the dissent, but found reconstruction 
such a mixed question of law and fact that the Court could review the 
facts and make an independent determination.“* Upon making such a 
determination Mr. Justice Brennan found a repair. 

Factually, the convertible top combination does not have a one life 
expectancy such as that of the cotton tie,*® is not an addition to the 
repertory of the owner like the recording disc,*® or perishable like toilet 
paper.*? The fabric is more like the knife in the wood planing machine** 
and the gelatin band in the duplicating machine,*® although higher in 
relative cost and durability. Hence, the instant case is a factual extension 
of Wilson and subsequent repair cases. Conceptually, the Court has 
shifted from an intention rationale to the test of whether or not a new 
article has been made.®° Read literally, the majority opinion says that 
when only one element of a combination has been replaced, there is no 


86 Td. at 345, 128 U.S.P.Q. at 358. 

87 Id. at 346, 128 U.S.P.Q. at 359. 

38 Tbid. 

89 In footnote 9 of the majority opinion the Court mentioned Heyer, Morgan and 
Cotton-Tie as the only repair-reconstruction cases other than Wilson to have been 
decided by the Court. This appears to have been error arising from a similar footnote 
14 appearing in Brief for the United States as Amicus Curiae, p.11. The other opinions 
considered Leeds & Catlin, 365 U.S. at 355, 128 U.S.P.Q. at 363 (Black, J., con- 
curring opinion) distinguished the case; 365 U.S. at 362, 128 U.S.P.Q. at 366 (Bren- 
nan, J., concurring in result) (cited as a reconstruction case) ; 365 U.S. at 367, 375, 128 
pero 9 at 368, 371 (dissenting opinion) (discussed the case in support of dissenting 
opinion). 

40 Aro Mfg. Co. v. Convertible Top Replacement Co., 81 S. Ct. 599, 616, 128 
U.S.P.Q. 354, 368 (dissenting opinion) (U. S. February 27, 1961). 

41 1d. at 372-73, 375-76, 128 U.S.P.Q. at 370, 371. 

42 Id. at 379-80, 128 U.S.P.Q. at 372. 

43 Aro Mfg. Co. v. Convertible Top Replacement Co., 365 U.S. 336, 362, 128 
U.S.P.Q. 354, 365 (concurring in result) (U. S. February 27, 1961). Mr. Justice 
Black filed a concurring opinion in which he developed the prior repair-reconstruc- 
tion case law in support of the repair holding and evaluated the practical effects of 
the repair-reconstruction principles set forth by the dissent and Mr. Justice Brennan, 
365 U.S. 352-362, 128 U.S.P.Q. at 361-65. 

44 Td. at 366-68, 128 U.S.P.Q. at 367, 368. 

45 See note 22 supra and accompanying text. 

46 See text at note 24 supra. 

47 See text at notes 17 and 19 supra. 

48 See text at notes 13 and 14 supra. 

49 See text at notes 18 and 19 supra. 

50 See text at notes 15, 16 and 35 supra. 
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new article. Nevertheless, that the determination of whether a new article 
has been made must involve a factual analysis is supported by the Court’s 
citation of Cotton-Tie, which involved a single element replacement.®! 
Use of the Cotton-Tie case as an example of a factual situation within the 
“new article” test, and the Court’s treatment of Leeds & Catlin,52 appear 
to leave intact the cases which have found that the alteration of a combin- 
ation to create another life or capacity is a reconstruction.®* 

Reconciliation of the holding, that a single part replacement cannot 
amount to a reconstruction, with the Cotton-Tie and Leeds & Catlin 
cases can only be accomplished by an examination of the facts surround- 
ing each single element replacement. Nevertheless, the instant case on its 
facts is a proper extension of Wilson and, in principle, consistent with 
the monopoly to exclude makers of a patented combination. 


Stuart Lubitz 


PATENTS—PATENTABILITY OF CHEMICAL COMPOUNDS—MERE EXISTENCE OF 
HoMOoLoGuE RELATIONSHIP INSUFFICIENT BASIS FOR DETERMINATION OF 


Osviousness—In re Mills, 281 F.2d 218, 126 U.S.P.Q. 513 (C.C.P.A. 
1960). 


Appellant’s claims, directed to a detergent composition containing a 
C, alkyl sulfate anti-caking agent, were rejected as unpatentable over a 


reference disclosing the use of Cs to Cy2 alkyl sulfates' for the same 
purpose. There was no evidence in the record that alkyl sulfates in 
general had or would be expected to have similar anti-caking properties. 
The Patent Office Board of Appeals, affirming the rejection, held that 
appellant had failed to rebut the legal presumption that his C; alky] sul- 
fate was an obvious, unpatentable equivalent of the Cs to Ciz members of 
the homologous series. Held, reversed; the existence of a non-adjacent 
homologous relationship between the prior art compound and a com- 
ponent compound of a mixture does not give rise to a presumption of 
obviousness, but is merely a factor to be considered in that determination. 

Section 103 of the Patent Act of 1952 requires for patentability that 
the differences between the subject matter sought to be patented and the 
prior art must not be such that the subject matter as a whole would have 
been obvious to one having ordinary skill in the art at the time the inven- 
tion was made.? This was intended to be a codification of the prior case 
law In the field of organic chemistry, the Patent Office Board of Ap- 
peals had established as early as 1933 that, when a homologous relation- 
ship* existed, a presumption of obviousness arose which could be 

51 See text at notes 22 and 37 supra. 

52 See notes 30 and 39 supra and accompanying text. 

53 See notes 26 and 27 supra and accompanying text. 

1 The term C; alkyl sulfate refers to methyl hydrogen sulfate. The term Cs to Cre 
alkyl sulfates refers to alkyl hydrogen sulfates containing from eight to twelve carbon 
atoms such as octyl hydrogen sulfate, nonyl hydrogen sulfate, and the like. 

2 35 U.S.C. § 103 (1958). 

3 Reviser’s Note, 35 U.S.C.A. § 103 (1954). oe 

4Broadly, homologues are organic compounds differing by a methylene group 
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rebutted only by proof that the compound claimed possessed unexpected 
or unobvious beneficial properties.5 This rule of evidence came to be 
known as the homologue rule. 

The first judicial application of this rule was made in In re Hass.® Fol- 
lowing Hass, the rule was refined to exclude areas of chemistry in which 
obviousness or predictability could not be predicated upon mere relation- 
ship.* Application of the rule to a composition was considered in only one 
case, In re Coes.8 There the claimed composition consisted of four 
elements, three of which were known in the art. The court, not con- 
sidering the elements old in the art, held that the remaining element of 
the composition was an obvious equivalent of a prior art compound dif- 
fering by only one -CH_- group.® 

Adjacent members of a homologous series were considered in In re 
Henze,” where it was said that one homologue is not such an advance 
over an adjacent member of the series as constitutes invention, unless the 
beneficial properties realized in the new homologue clearly lie beyond 
that which the trained chemist would expect to be inherent in the com- 
pound."! In those cases where the compound at issue was an adjacent 
homologue of a prior art compound, the Board has cited Henze as being 
directly in point. Moreover, the Board has interpreted Henze to mean 
that the homologue rule was not limited to adjacent homologues, but 
was broad enough to cover any member of a homologous series no mat- 
ter how far removed from the known member of that series.** 

In the instant case the court found that obviousness must be determined 
as one skilled in the art, a chemist, would determine it.* Taking notice 


(-CH:-) or multiples thereof, which generally possess similar characteristic proper- 
ties. 

5 Ex parte Kharasch, 19 U.S.P.Q. 185 (Pat. Off. Bd. App. 1933). 

6 141 F.2d 122, 60 U.S.P.Q. 544 (C.C.P.A. 1944). The Patent Office Board of Ap- 
peals had considered many such cases prior to Hass and thus was mainly responsible 
for the earlier development of the rule. See Ex parte Kharasch, note 5 supra; Ex 
parte Bauer, 23 U.S.P.Q. 322 (Pat. Off. Bd. App. 1934); Ex parte Hentrich, 38 
U.S.P.Q. 249 (Pat. Off. Bd. App. 1937) ; Ex parte McNally, 43 U.S.P.Q. 359 (Pat. 
Off. Bd. App. 1939) ; Ex parte Kranzlein, 44 U.S.P.Q. 606 (Pat. Off. Bd. App. 1939) ; 
Ex parte Reid, 48 U.S.P.Q. 343 (Pat. Off. Bd. App. 1940); Ex parte Shelton, 49 
U.S.P.Q. 36 (Pat. Off. Bd. App. 1940) ; Ex parte Andrews, 51 U.S.P.Q. 387 (Pat. 
Off. Bd. App. 1941); Ex parte Scott, 54 U.S.P.Q. 148 (Pat. Off. Bd. App. 1941); 
Ex parte Riester, 58 U.S.P.Q. 621 (Pat. Off. Bd. App. 1942) ; and Ex parte Suter, 
64 U.S.P.Q. 126 (Pat. Off. Bd. App. 1943). 

7 Ex parte Serine, 66 U.S.P.Q. 135 (Pat. Off. Bd. App. 1944) (catalysts); In re 
Jones, 149 F.2d 501, 65 U.S.P.Q. 480 (C.C.P.A. 1945) (aromatic series of benzene, 
naphthalene, and anthracene, not a homologous series); and Ex parte Henze, 83 
U.S.P.Q. 167 (Pat. Off. Bd. App. 1949) (a methyl group not homologous with a 
phenyl group). 

8 173 F.2d 1012, 81 U.S.P.Q. 369 (C.C.P.A. 1949). 

9 Id. at 1014, 81 U.S.P.Q. at 371. 

10 181 F.2d 196, 85 U.S.P.Q. 261 (C.C.P.A. 1950). 

11 Td. at 201, 85 U.S.P.Q. at 265. 

12 E.g., Ex te Weston, 121 U.S.P.Q. 428 (Pat. Off. Bd. App. 1958); Ex parte 
Fischer, 96 U.S.P.Q. 345 (Pat. Off. Bd. App. 1952). 

13 Ex parte Kosolapoff, 93 U.S.P.Q. 230, 231 (Pat. Off. Bd. App. 1951) (dictum). 
In ex parte Archer, 118 U.S.P.Q. 539, 540 (Pat. Off. Bd. App. 1952), the question 
whether the homologue rule applied to non-adjacent homologues was directly at 
issue. The Board held that it did, citing Ex parte Kosolapoff, supra. 

14 In re Mills, 281 F.2d 218, 224, 126 U.S.P.Q. 513, 517 (C.C.P.A. 1960). 
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of the fact that a chemist would make a factual determination of both the 
similarities and differences between the homologues, the court overruled 
the Board’s legal presumption of obviousness, as precluding the requisite 
factual determination.** The court concluded that non-adjacent homolo- 
gy per se should be treated as a chemist would treat it, merely as a factor 
to be considered with all other factors in determining obviousness. It con- 
sidered significant the absence of factual support for the Patent Office 
position as applied to a specific use of a homologue.’* The Patent Office 
was told that on remand it would have to present adequate evidence to 
support the chemical theory of its case. 

The instant case squares the broad rule of Hass, which declared 
homologues presumptively unpatentable, with the statutory requirement 
of non-obviousness to one skilled in the art. This change is directed to the 
rule itself, not merely to its application, and is more in keeping with 
scientific fact. While the decision does imply that a “Henze-type” rule 
is applicable to adjacent members of a homologous series, it did not indi- 
cate whether in such a case homology creates a “presumption” of obvious- 
ness or is simply a factor to be considered in the determination of ob- 
viousness.!7 It must be noted in addition that here, as in In re Coes,1® the 
court failed to take cognizance of the fact that the subject matter under 
consideration was not a compound per se but rather a composition, i.e., a 
mixture. Since a claim directed to a mixture is necessarily much nar- 
rower in scope than a claim directed to a compound, it would appear 
that the mixture should have been treated as a whole rather than as a 
group of separate constituent entities. 

It is submitted that the instant decision properly has removed from the 
applicant the burden of proving unexpected properties after a mere show- 
ing of non-adjacent homology to a prior art compound, and required in- 
stead that the Patent Office show a scientific relationship of properties 
before this burden falls upon the applicant. Nevertheless, the court has 
failed to avail itself of the opportunity to resolve conclusively this highly 
perplexing area of the law by deciding whether or not a distinction should 
be made between claims directed to a compound and those directed to a 
mixture. Furthermore, the court should have discussed the question 
whether or not a “presumption” still arises when adjacent homologues 
are being considered, and, if it does, whether or not it may still be re- 
butted by a showing of unexpected properties. 


Robert C. Sullivan 


15 Td. at 224, 126 U.S.P.Q. at 517-18. 
16 Thid. 


17 The court did not have directly before it the highly controversial question 
whether compounds which are obvious to a chemist because of their structural rela- 
tionship can become less obvious by a showing of unexpected properties. See Ex 
parte Brody, 122 U.S.P.Q. 611, 613 (Pat. Off. Bd. App. 1959) (Federico, dissenting). 
However, since this problem is so intimately related to the homologue rule, it would 
seem that the court should have discussed this problem, if only to lay the foundation 
for future determination. 

18 In re Coes, supra note 8. 
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